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UNITED STATES DISTRICT COURT 


FOR THE DISTRICT OF COLUMBIA 
No. 2471-66 


DECLARATORY JUDGMENT 


Texas INSTRUMENTS INCORPORATED, 
Plaintiff-Appellant, 


Vv. 


Enwakp J. BRENNER, United States Commissioner of Patents, 
Defendant-Appellee. 


Srevens, Davis, MILLER 
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Suite 300, Munsey Bldg., 
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Complaint, appearance, Exhibit A, filed. 
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piaint issued. Ser. 9 19; DA ser. 9/20; AG ser. 
S19 66. 
Motion of deft to dismiss; P&A; ¢/m 10/26/66; 
MLC. 10 26 66: appearance of Joseph Schimmel. 
filed. 
Stipulation extending to and including 11/30/66 
time for pltf to reply to deft’s motion to dismiss. 
filed. 
Withdrawal by defendant of paragraph 6 of 
points and authorities in support of defendant’s 
motion to dismiss; c/mailing. filed. 
Brief of plaintiff in opposition to motion to dis- 
miss, service ack. 11/30/66. filed. 
Additional P&A in support of deft’s motion to 
dismiss; c/m 12/23/66. filed. 
Letter re pltff.’s exhibit; exhibit. filed. 
Order dismissing complaint at cost of pltff. (N) 
Matthews, J. 


Transcript of proceedings 1-17-67. (Rep.: J. Blair 
—Court’s copy) filed. 

Transcript of proceedings 1/17/67. (Rep.: J. 
Blair—Atty’s copy) filed. 

Notice of appeal of pltff.; deposit by Mosher 
$5.00. (Copy mailed to Joseph Schimmel) filed. 

Motion of pltff. for cash deposit in lieu of bond. 


pltff leave to deposit with Clerk 
cash in lieu of bond for 


Stip 

approved. (N) 

thews, J. 

Record on appeal delivered to U.S.C.A.; deposit 
by Ellsworth H. Mosher 80¢. 

Receipt from U.S.C.A. for original papers. filed. 
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In the 
UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 
13500 North Central Expressway, 
Dallas, Texas 75222 
Plaintiff, 
Epwarp J. BRENNER, 
United States Commissioner of Patents, 
Washington, D. C. 20231, 
Defendant. 


Civil Action Under the Administrative Procedure Act For 
Declaratory Judgment and Injunctive Relief Asking 
That Defendant Grant Plaintiff's Inventors A Full 
and Fair Hearing in a Pending Interference 
to Which They Are Parties 


COMPLAINT 


To the Honorable Judges of the United States District Court 
for the District of Columbia: 


Texas Instruments Incorporated, plaintiff herein, brings 
this complaint against Edward J. Brenner, United States 
Commissioner of Patents, defendant, and for its complaint 
alleges that: 


1. The plaintiff, Texas Instruments Incorporated, is a 
corporation duly organized and existing under the laws of 
the State of Delaware, having its principal office and place 
of business at 138500 North Central Expressway, Dallas, 
Texas 75222. 


Ag 


> The defendant, Edward J. Brenner, is United States 
Commissioner of Patents, and is officially a resident of Wash- 
ington, in the District of Columbia, within the jurisdiction 
of this Court. 


3. This Court has jurisdiction of this action under the 
provisions of the Administrative Procedure Act, Title 5, 
United States Code, Section 1009; the Federal Rules of 
Civil Procedure, Rule §1(b):. the Judicial Code, Title 28, 
United States Code, Sections 1338(a), 1361, and 2201; and 
the Patent Act of 1952, Title 35, United States Code, es- 
pecially Section 135, as to subject matter; and under the 
provisions of the Judicial Code. Title 28, United States 
Code, Section 1391(e) as to venue. 


4. On September 10, 1959, applicants Frederick C. Ochs- 


ner and Edwin A. Miller, then employees of the General 
Plate Division of Metals & Controls Incorporated in Attle- 
boro, Massachusetts, a company now owned by plaintiff, 
filed an application in the United States Patent Office for 
grant of Letters Patent, and said application was given 
Serial No. 839,177. 


5. On November 26, 1963, United States Patent No. 
3,112,185, entitled “Electron Discharge Devices and Mater- 
ials Therefor”, was granted to plaintiff on said application 
Serial No. 839,177 as the assignee of said applicants Ochs- 
nez and Miller under the provisions of 35 U.S.C. Section 


152. 
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6. On December 3, 1964, United States Patent No. 
3,112,185 was placed in interference by the Patent Office to 
determine priority of invention under 35 U.S.C. Section 
135, said interference being identified as Interference No. 
94,676 and involving an application Serial No. 764,988, filed 
on October 2, 1958 by Walter T. Millis, on behalf of his em- 
ployer the General Electric Company. 


7. The Millis application Serial No. 764,988 is owned by 
the General Electric Company. 


8. The invention constituting the subject matter of In- 
terference No. 94,676 arose out of a joint technological de- 
velopment between the General Plate Division of Metals 
and Controls Incorporated (plaintiff's predecessor in in- 
terest) and the General Electric Company, in which joint 
development the parties Ochsner and Miller and Millis par- 
ticipated. 


9. Ochsner and Miller, collectively, are the junior party 
and Millis is the senior party in Interference No. 94.676. 


10. During the course of the proceedings in Interference 
No. 94,676, plaintiff has contended that one of the principal 
issues is derivation of the invention by the senior party 
Millis from the junior party Ochsner and Miller. 


11. In an affidavit of Stanley E. Bulow, a fellow employee 
of Walter T. Millis, that was submitted to the United States 
District Court for the Western District of Kentucky at 
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Owensboro during a hearing on a motion to quash subpoenas 
on May 10, 1966, the affiant Bulow stated under oath, in 
part, as follows: 
“That he attended many meetings with representatives 
of Metals and Controls at which meetings copper 
cored ‘aliron’ was discussed prior to its adoption for 
commercial production during 1958; 
* * * * * * * * * 
“That he has no present recollection of matters perti- 
nent to the subject matter of this interference [No. 
94.676] that was gained in meetings at which repre- 
sentatives of Metals and Controls were not present.” 


(A copy of the aforesaid Bulow affidavit, as certified by the 
Clerk of the District Court at Owensboro, is attached hereto 
as Exhibit A, and is incorporated in and made a part of this 
Complaint by reference.) 


12. The “copper cored ‘aliron’ ” referred to in paragraph 11 
is a generic designation that includes within its scope the 
specific anode material defined in the counts of Interference 
No. 94,676. 


13. The time for taking the testimony-in-chief on behalf 
of the junior party Ochsner and Miller was extended for 
good and sufficient reasons from time to time by an Exami- 
ner of Interferences over a period of several months to expire 
on May 18, 1966. 


14. On May 10, 12 and 13, 1966, the junior party Ochsner 
and Miller, in accordance with the law and the established 
practice in the Patent Office, and pursuant to notice, took the 
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deposition of the senior party Millis in Owensboro, Ken- 
tucky, during which, on the advice of counsel, said senior 
party Millis in the role of witness refused to answer several 
dozens of questions covering a wide range of subjects rele- 
vant to the issue of derivation of invention. 


15. In view of the refusal of the witness Millis to answer 
questions as aforesaid, and in the belief that the party Ochs- 
ner and Miller had the right to conduct and conclude an ef- 
fective examination of the witness Millis on the kev issue of 
derivation of invention before beginning the presentation of 
testimony from other witnesses on behalf of the party Ochs- 
ner and Miller, counsel on May 13th rescinded on the record 
a previous notice of taking depositions of other witnesses for 
the party Ochsner and Miller, which depositions were sched- 
uled to begin on the following May 17th in Attleboro, Massa- 
chusetts. 


16. On May 18th the deposition of the witness Millis was 
adjourned, with notice on the record of intention to move 
the Court for an order compelling the witness to answer the 
questions, pursuant to Rule 37(a) of the Federal Rules of 
of Civil Procedure. 


17. On or about May 16, 1966, the party Ochsner and Mil- 
ler filed a motion before an Examiner of Interferences in the 
Patent Office to extend the time for taking testimony for ap- 
proximately sixty (60) days, the time for taking testimony- 
in-chief of Ochsner and Miller thereby to close on July 18, 
1966, on the ground, inter alia, that the proper presentation 
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of the trial of Interference No. 94,676 on behalf of the party 
Ochsner and Miller required that all testimony of the wit- 
ness Millis should be concluded before beginning the taking 
of depositions of certain witnesses in the employ of plaintiff. 


18. On or about May 20, 1966, the party Millis filed an 
Opposition to Motion for Extension of Time referred to in 


paragraph 17, and on or about May 26, 1966 the party Ochs- 
ner and Miller filed a Reply to said Opposition. 


19. On or about June 7, 1966, the Examiner of Interfer- 
ences granted the party Ochsner and Miller’s motion referred 
to in paragraph 17 “in the interest of justice and orderly vro- 
cedure” and re-set the time for taking testimony-in-chief of 
the party Ochsner and Miller to close on July 18, 1966, the 
Examiner also ruling that 

“no reason is seen to compel Ochsner and Miller to take 


the testimony of their witnesses in a specific order 

which they feel is not to their best interest or advan- 
tage.” 

20. Under the Patent Office Rules of Practice, Rule 

244(a), no appeal by the party Millis from this interlocu- 

tory decision of the Examiner of Interferences was possible. 


21. On or about June 18, 1966, the senior party Millis 
filed a Petition under Rule 244 of the Rules of Practice in 
the Patent Office requesting the Commissioner, defendant 
herein, to reverse or overrule the decision of the Examiner 
of Interferences extending the time for taking testimony- 
in-chief of Ochsner and Miller to July 18, 1966, but in that 
petition the party Millis did not allege any abuse of discre- 
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tion on the part of the Examiner of Interferences nor did 
he allege any irreparable injury to himself as a result of the 
Examiner’s interlocutory ruling. 


22. On or about June 27, 1966, the party Ochsner and 
Miller filed a Reply to Millis’ Petition under Rule 244. 


23. On or about July 7, 1966, the official transcript of the 
Millis deposition referred to in paragraph 14 was first made 
available to plaintiff by the Court Reporter. 


24. Plaintiff has been and still is actively seeking to ob- 
tain answers to the unanswered questions referred to in 
paragraph 14, and promptly after receipt of the official 
transcript of the Millis deposition, filed a motion to compel 
answers under the provisions of Rule 37(a) of the Federal 
Rules of Civil Procedure in the United States District Court 
for the Western District of Kentucky at Owensboro. 


25. By order entered July 25, 1966 following an oral hear- 
ing on July 20, 1966, District Judge Gordon denied the mo- 
tion to compel answers, but later, on petition for reconsid- 
eration, granted oral argument on rehearing which was 
heard on September 13, 1966, at Owensboro, Kentucky, and 
from which no decision has as yet been forthcoming. 


26. Meanwhile, during the period July 12-14, 1966, the 
party Ochsner and Miller proceeded (pursuant to notice 
and within the extended time period granted by the Ex- 
aminer of Interferences) with the taking of depositions of 
their other witnesses in Attleboro, Massachusetts and vir- 
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tually completed their testimony-in-chief during that period 
except for the above-mentioned unanswered questions of 
Millis and the testimony of one Raymond R. Kondrat who 
was stranded on the West Coast by the then current air- 
lines strike. 


27. On July 18, 1966, the First Assistant Commissioner, 
acting on behalf of defendant, granted the senior party 
Millis’ Petition under Rule 244 and reversed the decision of 
the Examiner of Interferences to extend time for taking 
testimony-in-chief of Ochsner and Miller to close on July 
18, 1966, except insofar as that decision permitted an exten- 
sion of time to complete the taking of the testimony of the 
witness Millis pursuant to any order the District Court at 
Owensboro might make. 


28. In the action referred to in paragraph 27, the First 
Assistant Commissioner admitted that his decision was con- 
trary to the “usual practice” not to set aside decisions of 
Examiners of Interferences “on a judgment matter, on peti- 
tion, in the absence of clear error or abuse of discretion”, 
and also admitted that 

“i]t is not considered that the Examiner in this case 


was guilty of an abuse of discretion or that there was 
no rational basis for his decision.” 


99. On or about July 2, 1966, the party Ochsner and 
Miller filed a Petition for Reconsideration of defendant’s 
action insofar as it overruled the Interference Examiner’s 
decision to extend time for taking testimony-in-chief of 
Ochsner and Miller to July 18, 1966. 
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30. On August 4, 1966, the defendant, acting through his 
agent the First Assistant Commissioner, denied the party 
Ochsner and Miller’s petition for reconsideration referred to 
in paragraph 29. 


31. The effect of the defendant’s action is to eliminate 
from the interference proceeding all testimony already 
taken by and on behalf of the party Ochsner and Miller 
during the sixty (60) day period next preceding July 18, 
1966, despite the fact that such testimony did not require 
any additional time over and above that already granted to 
the party Ochsner and Miller for the purpose of moving in 
the District Court at Owensboro, Kentucky for an order to 
compel answers under Rule 37(a) of the Federal Rules of 
Civil Procedure. 


32. The defendant has the authority under Section 6 of 
Title 35, United States Code, for superintending or per- 
forming all duties required by law respecting the granting 
and issuing of patents and he is empowered to establish. 
and he and his predecessors have established, regulations 
for the conduct of proceedings in the Patent Office. by rea- 
son of which the actions taken and decisions made by the 
officials of the United States Patent Office as described in 
the above paragraphs are chargeable to the defendant Com- 
missioner of Patents as having been done on his behalf and 
under his authority. 
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33. The defendant has been limited by statute, Title 35, 
United States Code, Section 6, to establishing regulations 
for the conduct of proceedings in the Patent Office which 


are “not inconsistent with law.” 


34. The actions taken and decisions made by or for de- 
fendant in overruling the Examiner’s decision to extend the 
ime for taking the testimony-in-chief of the party Ochsner 
and Miller to July 18, 1966, are contrary to the letter and 
spirit of the patent statute and the Rules of Practice of the 
United States Patent Office; are without legal foundation; 
are arbitrary, unfair and inequitable; and constitute a viola- 
on of the Fifth Amendment of the Constitution of the 
United States by denial of due process of law to plaintiff 
as owner of United States Letters Patent No. 3,112,185 in 


and ad- 
trial involv- 


such purpose by the action 
of Interferences, 


(b) its right to obtain testimony to be used in fully 
presenting its case in that interference trial in the 
Cae ener and order deemed to be in its own best interest, 


open determination 
isclosed and 
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(d) its right to bring out all the truth relative to the 
key issue of derivation and not just such nart of the 
truth as the senior party Millis might see fit to permit; 

and if not remedied by this Court, will cause irreparable 
damage to plaintiff in that plaintiff will have been prevented 
from making a full presentation to the Patent Office of all 
the true facts and circumstances bearing on the question of 
priority of invention, including the issue of derivation, as 
contemplated by 35 U.S.C. Section 135. 

35. Plaintiff has exhausted its administrative remedies 
with respect to the subject matter of this Complaint be- 
cause there is no remedy available to plaintiff except to 
come before this Court for relief. 


36. The relief plaintiff here seeks, if obtained, will not 


prejudice defendant and will serve the public interest of con- 
ducting interference proceedings under Title 35, United 
States Code, Section 135, including this Interference No. 
94,676, upon a consideration of all the evidence that bears 
on the question of priority of invention, including the issue 
of derivation, as intended by the patent statute. 


WHEREFORE, plaintiff asks for a declaratory judgment 
and for other appropriate relief against the defendant and 
accordingly prays: 


A. That this Court declare that plaintiff has the right 
under Title 35, United States Code, and under the Consti- 
tution of the United States to a full and fair trial in the 
Patent Office of the question of priority of invention in said 
Interference No. 94,676 including, without limitation, the 
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right to present and have considered in the resolution of 
that question the testimony already taken by the junior 
party Ochsner and Miller during the sixty (60) day period 
next preceding July 18, 1966; 


B. That a preliminary order be issued by this Court re- 
straining the defendant from taking any action or proceed- 
ing in any way with said Interference No. 94,676 (except 
for such as might result from action by the United States 
District Court at Owensboro, Kentucky, on the pending mo- 
tion to compel answers) pending further decision by this 
Court on this Complaint; 


C. That a mandatory injunction be issued by this Court 
commanding and ordering the defendant to rescind and with- 
draw the decisions of July 18, 1966 and August 4, 1966, re- 


stricting the party Ochsner and Miller to testimony Pre 
sented prior to the sixty (60) day period next preceding 
July 18, 1966; 


D. That a mandatory injunction be issued by this Court 
commanding and ordering the defendant to permit the party 
Ochsner and Miller to present to the Patent Office a full and 
fair trial of the question of priority of invention in said Inter- 
ference No. 94,676 including, but without limitation, the op- 
portunity to formally enter and have considered on its merits 
in that determination the testimony actually taken by the 
junior party Ochsner and Miller during the sixty (60) day 
period next preceding July 18, 1966, and including the right 
to take the deposition of the witness Raymond R. Kondrat 
referred to above in paragraph 26. 
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E. That plaintiff have such other and further relief as to 
the Court may seem meet and just. 


Respectfully submitted, 


Texas INSTRUMENTS INCORPORATED, 


Plaintiff, 


By/s/ELLsworTH H. MosHER 


Attachment: 
Exhibit A 
September 16, 1966 


Of Counsel: 


S. M. Mms, Jr., 
H. K. Woopwarp, 
Dallas, Texas, 


Epwarp J. Connors, JR., 
Attleboro, Massachusetts, 


JOHN F. WITHERSPOON, 
Washington, D. C. 


FILED 
Martin R. Glenn, Clerk 
May 10, 1966 
U. S. District Court 
West'n Dist. Kentucky 
In the 
UNITED STATES DISTRICT COURT 
for the Western Division of Kentucky at Owensboro 
a 
Interference No. 94,676 
In the United States Patent 
Office - Before the Board 
of Interference 
—— 
OcHsner et al., 
Uv. 
MILLIS, 


———— 


AFFIDAVIT OF STANLEY E. BULOW 


County of Daviess} 
\ 


State of Kentucky \ 
STANLEY E. BULOW, being duly sworn, deposes and 


savs: 

That the subpoena to testify or produce documents or 
things served on him May 2, 1966 is unreasonable and op- 
pressive since it would require the searching of an unreason- 
ably large number cf documents to assure that he had 

ly complied with the terms thereof; 

That he attended many meetings with representatives 
of Metals and Controls at which Mr. Millis was present 
and at which meetings copper cored “aliron” was discussed 
prior to its adoption for commercial production during 1958; 

That for the last eight years such material under the 
designation by General Electric “A-51” has been used in 
the production of many tubes; 


17a 


That such material to be utilized in tubes is normally 
shipped to the Precision Parts Section of General Electric 
Company at Springfield, New Jersey; 

That at such place the material is made into parts for 
tubes; 

That the parts made from this material is then shipped 
normally to the tube plants at Tell City and Owensboro 
and perhaps other plants; 

That, therefore to produce all documents “containing refer- 
ences of any kind whatever” could only be accomplished 
with a great expenditure of time and effort; and 

That he has no present recollection of matters pertinent 
to the subject matter of this interference that was gained in 
meetings at which representatives of Metals and Controls 


STANLEY E, BuLow 


Sworn to and subscribed before me this 9th day of May, 
1966. 


Notary Public 
My Commission Expires June 19, 
1966 
U.S. District Court ss. 
Western District of Kentucky 
I hereby certify that the 
foregoing is an exact copy 
of the orginal on file in this 
court and cause. 
Martin R. Glenn, Clerk 
By: F. Allen 
Deputy Clerk 
Dated: 7-21-66 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 
Plaintiff, 


Uv. 


Epwakrp J. BRENNER, Commissioner of Patents, 
Def 


MOTION TO DISMISS 


Defendant, Edward J. Brenner, Commissioner of Patents, 
moves that the complaint in the above entitled civil action 
be dismissed on the grounds (1) that the Court lacks juris- 
diction of the subject matter of the complaint and (2) that 
the complaint fails to state a daim upon which relief can 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 
Plaintiff, 
v. 


Epwarp J. BRENNER, Commissioner of Patents, 
Dejendant. 


POINTS AND AUTHORITIES IN SUPPORT 
OF DEFENDANTS MOTION TO DISMISS 


1. By its complaint, plaintiff would have this Court inter- 


vene on matters of procedure in the conduct of a Patent 
Office patent nterference proceedng durng an intermediate 
stage thereof. 


2. The complaint indicates on its face that the matters 
of are interlocutory procedural rulings and that there has 
been no final agency action, namely a judgment of priority 
of invention as between the parties to the interference pro- 
ceeding. 

3. As indicated in the complaint by paragraphs 27, 30, 
and 31 and prayers A, C, and D, plaintiff alleges that cer- 
tain interlocutory decisions of the First Assistant Commis- 
sioner have the effect of excluding from the interference al- 
legedly material testimony taken on its behalf. Assuming 
(but not conceding) arguendo that said testimony was im- 
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properly excluded, after the Board of Patent Interferences 
in the future enters a judgment of priority in the involved 
interference, plaintiff, if it is dissatisfied with that judgment 
and the relevant Patent Office procedure, will have an ade- 
quate remedy by judicial review under either 35 U.S.C. 141 
(note Lee et al. v. Vreeland, 49 App. D.C. 200, 262 Fed. Rep. 
654; Herthel et al. v. Dubbs, 20 CCPA 1128, 65 F. 2d 138) 
or 35 U.S.C. 146 (note Daggett and Ramsdell Inc. v. Mar- 
zall et al. (D.C.D.C.), 128 F. Supp. 906, 908; Dupont v. 
American Cyanamide, 120 F. Supp. 697). On that ground 
alone under 5 U.S.C. 1009 this Court has no jurisdiction of 
the subject matter of the complaint and the complaint states 
no claim upon which relief can be granted, since both sec- 
tions (b) and (c) of said statute provide a remedy only 
where the statutory remedy is inadequate. Anderson et al. 


v. Watson. 108 U.S. App. D.C. 99; 254 F. 2d 956; Vanden- 
berg v. Brenner, 242 F. Supp. 188, 145 USPQ 647; Coastal 
Chemica! Co., Inc. v. Hodges et al., 235 F. Supp. 1018, 143 
USPQ 351. 


4. 5 U.S.C. 1009(c) states: 

* * * Any preliminary, procedural, or intermediate 
agency action or ruling not directly reviewable shall 
be subject to review upon the review of the final agency 
action. 

5. The foregoing portion of 5 U.S.C. 1009(c); Anderson 
et al. v. Watson, 103 U.S. App. D.C. 99, 254 F. 2d 956; and 
Wembley, Inc. v. Commissioner of Patents, 122 U.S. App. 
D.C. 273, 352 F. 2d 941, further clearly indicate this Court’s 
lack of jurisdiction under 5 U.S.C. 1009 to review the inter- 
mediate or interlocutory procedural rulings in a Patent Office 
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Proceeding in which there has been no final agency action. 
The same authorities indicate with respect to those inter- 
mediate or interlocutory procedural rulings that the com- 
plaint fails to state a claim on which relief can be granted 
under 5 U.S.C. 1009. 


6. As to the request in prayer D for a mandatory injunc- 
tion ordering the defendant to permit the plaintiff to take 
the deposition of the witness Raymond R. Kondrat, since 
the plaintiff has in the interference proceeding made no 
motion to be permitted belatedly to take said deposition 
after July 18, 1966 and has made no supporting showing 
of cause and justification, plaintiff has not exhausted its 
administrative remedy. On that ground alone this Court 
lacks jurisdiction of the subject matter of said request and 
as to this request the complaint fails to state a daim upon 
which relief can be granted. 


7. No statute or rule mentioned in paragraph 3 of the 
complaint gives plaintiff a remedy not available to it under 
5 U.S.C. 1009. 

8. It is submitted that defendant's motion to dismiss 
clearly should be granted and that the complaint should be 


Respectfully submitted, 


JOSEPH SCHIMMEL 


}, S. Patent Office 
Attorney for Defendant 
Grorce C. Roemine, 
Of Counsel 
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October 26, 1966 


I hereby certify that two copies of the foregoing MO- 
TION TO DISMISS and POINTS AND AUTHORITIES 
IN SUPPORT OF DEFENDANT'S MOTION TO DIS- 
MISS were mailed today to Mr. Ellsworth H. Mosher, c/o 
Stevens, Davis, Miller & Mosher, Suite 300, Munsey Bidg., 
1329 E. St, N. W., Washington, D. C. 920004, attorney for 

laintiff. 


JosEPH SCHIMMEL 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action 
No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 


Plaintiff, 


Vv 


Epwarp J. BRENNER, The Commissioner of Patents, 
Defendant. 


CORRECTION 
Plaintiff's counsel having courteously directed defendant’s 
counsel’s attention to papers Nos. 43, 44, and 54 of the in- 
stant interference file, defendant accordingly withdraws para- 
graph 6 of the points and authorities in support of defend- 
ant’s motion to dismiss. 


Grorce C. RoeMING, Solicitor, U. S. Patent Office 
Oj Counsel Attorney for Defendant 


November 18, 1966 


I hereby certify that two copies of the foregoing COR- 
RECTION were mailed today to Mr. Ellsworth H. Mosher, 
c/o Stevens, Davis, Miller & Mosher, Suite 300, Munsey 
Bldg., 1329 E St., N.W., Washington, D. C. 20004, attorney 
for plaintiff. 
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In the 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action 
No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 
Plaintiff, 
VU. 


Epwarp J. BRENNER, Commissioner of Patents, 
Defendant. 


PLAINTIFF'S BRIEF IN OPPOSITION TO 
DEFENDANT'S “MOTION TO DISMISS” 


Introduction 


The plaintiff invokes the aid of this Court to prevent a 
miscarriage of justice in the Patent Office—a miscarriage so 
gross as to constitute a violation of due process of law. The 
defendant has acted procedurally in such fashion as to fore- 
close in limine the full and fair hearing which should be ac- 
corded plaintiff as a party (through its assignors Frederick 
C. Ochsner and Edwin A. Miller) to an interference pro- 
ceeding* now pending in the Patent Office under 35 U.S.C. 
§135. 


* The parties to the interference are Frederick C. Ochsner and Ed- 
win A. Miller, assignors to Texas Instruments Incorporated, and 
Walter T. Millis, assignor to General Electric Company. The inter- 
ference is identified in the Patent Office as Ochsner et al v. Millis, 
Interference No. 94,676, but it may with equal accuracy be thought 
of as Texas Instruments v. General Electric, Interference No. 
94.676. 
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There is no adequate remedy available to plaintiff herein 
because the relief normally afforded a losing party to an in- 
terference would be grossly inadequate, either by way of 
appeal to the United States Court of Customs and Patent 
Appeals (C.C.P.A.) under 35 U.S.C. §§141-144 or by way 
of civil action in the District Court under 35 U.S.C. £146. 


Appeal to the C.C.P.A. would be inadequate because there 
the record is confined to that already made in the Patent 
Office (35 U.S.C. $144). Because plaintiff to date has been 
prevented by procedural technicalities from making more than 
a mere token record in the Patent Office, any effective rem- 
edy by way of appeal to the C.C.P.A. has been eliminated. 


On the other hand, while the remedy by civil action in 
the District Court does indeed contemplate the possibility 
of introducing new evidence, this remedy still would be far 
from adequate for quite another reason. This is because of 
the presumption of administrative correctness that normally 
attaches to the final judgment of an administrative agency 
in a proceeding of this kind. Here, because of the greatly 
truncated nature of the proceedings if the defendant’s pro- 
cedural rulings are permitted to stand, any final judgment 
that would result would necessarily be a mere empty shell 
suggesting the form but completely devoid of the substance, 
and yet such final judgment would enjoy the same pre- 
sumption of administrative correctness as in any other—and 
normal—case. That is to say, if the defendant's rulings are 
permitted to stand, this will not only prevent plaintiff from 
presenting the full story to the Patent Office on the develop- 
ment of the invention, but will even result in, in effect, 
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“syppressing” a major part of the story already available by 
way of deposition. How this anomalous result came about 
is shown in the next section, reviewing the way in which 
these interference proceedings arose. 


The Facts 


For many years the Materials and Controls Division of 
Texas Instruments Incorporated has been a specialist in and 
a leading supplier of multiple layers of different metals bonded 
to each other. At the time of certain development activities 
pany, the assignee of the party Millis, the Materials and 
Controls Division was the Metals and Controls Corporation 
and will be referred to hereinafter as M&C. In the early and 
mid 1950’s M&C was interested in finding uses for its bonded 
multiple layer materials and was exploring possibilities in a 
number of industries including the vacuum tube industry. 
The first of a long series of joint meetings was held by rep- 
resentatives of M&C and General Electric in June of 1956 
to discuss applications for these materials in vacuum tubes. 
A number of materials were discussed by M&C and General 
Electric Company for use in vacuum tube anodes but im- 
portant among these was a material called “copper-cored 
aliron”’—a five layered material consisting, in the order 
named, of aluminum, iron, copper, iron and aluminum. 


Prior to the first meeting with General Electric, however, 
M&C had discussed copper cored aliron materials with other 
vacuum tube manufacturers including the Tung Sol Company. 
Following the first meeting between M&C and General Elec- 
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tric in June of 1956, a cooperative development effort evolved 
wherein a long series of joint meetings was held approxi- 
mately on a monthly basis. Two of the parties to the Patent 
Office interference, Ochsner for M&C and Millis for General 
Electric, were present at the first meeting. Miller (of Ochs- 
ner and Miller) was present at many of the later meetings 
of the series. 


The interference here involved concerns a particular cop- 
per-cored aliron material which distinguishes over previous 
copper cored aliron materials in at least two respects: (a) 
the combined thickness of the five layers is approximately 
5/1000’s of an inch and (b) the copper constitutes less than 
40% of the combined material of the metal sandwich. This 
specific material was developed by M&C, and disclosed to 
General Electric in the person of the party Millis. The party 
Millis then successfully tested the material as an anode 
material during the cooperative development effort. The 
history of the development activities between M&C and 
General Electric is clearly spelled out and traced by the 
minutes of the meetings, some of which were kept by em- 
ployees of General Electric and others kept by emplovees 
of M&C. Nevertheless, because of the joint development 
nature of the meetings, both companies and their employees 
received copies of the minutes of the meetings 

Believing this interference to be a clear case of derivation 
(ie., Millis first learned of the specific subject matter of the 
interference from M&C and later included a disclosure of this 
development in an application for patent although it was not 
specifically claimed therein until over five years after filing), 
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the party Ochsner et al noticed the party Millis (and co- 
workers) for depositions in order to take testimony on the 
issue of derivation. 


These depositions were scheduled to begin in Owensboro, 
Kentucky on May 10, 1966, the testimony-in-chief period 
being due to expire on May 18, 1966. Depositions of wit- 
nesses in the employ of M&C were scheduled to begin on the 
following May 17th in the M&C plant in Attleboro, Mas- 
sachusetts. 


During the course of his deposition Millis refused to answer, 
on advice of counsel, each and every pertinent and material 
question on the issue of derivation. Being of the opinion 
that the varty Ochsner and Miller had the right to conduct 
and conclude an effective examination of the witness Millis 
on the issue of derivation before beginning the testimony of 
other witnesses on behalf of the party Ochsner and Miller, the 
previous notice of taking depositions to begin on May 17th 
in Attleboro was rescinded. Since time was running out in 
the Patent Office, on or about May 16th the party Ochsner 
and Miller filed a timely motion to extend the times for 
taking testimony. This was granted by the Examiner of 
Interferences, the time being extended until July 18, 1966. 
the Examiner also ruling that, 

“No reason is seen to compel Ochsner and Miller to take 
the testimony of their witnesses in a specific order 


which they feel is not to their best interest or advan- 
tage.” 


Further, blocked from effective inquiry on the issue of 
derivation, the party Ochsner et al turned to the U. S. 
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Ae, 


District Court for the Western District of Kentucky and 
brought a motion to compel answers to questions. 


The District Court overruled (denied) on July 25, 1966 
the Motion to Compel further testimony and a timely mo- 
tion was thereafter filed requesting reconsideration of the 
order by the Court. This motion for reconsideration was like. 
wise overruled by the District Court on September 21, 1966. 
An appeal has been taken and is now pending in the United 
States Court of Appeals for the Sixth Circuit. 


In the meantime, on or about June 18, 1966 the party 
Millis petitioned the Commissioner under Rule 244 to re 
verse or overrule the decision of the Examiner of Interfer- 
ences extending the time for taking the testimony-in-chief 
of Ochsner and Miller to July 18, 1966, although in that pe 
tition the party Millis quite significantly alleged neither 
abuse of discretion on the part of the Examiner of Inter- 
ferences nor irreparable injury to himself as a result of the 
Examiner’s interlocutory ruling. 

While the proceedings in the District Court in Ken- 
tucky on the motion to compel answers were still pending. 
the party Ochsner and Miller proceeded during the period 
July 12-14, 1966 (pursuant to notice and within the ex- 
tended time period granted by the Examiner of Interferences) 
with the taking of their and other witnesses’ depositions 
in Attleboro, Massachusetts. Thus, their testimony-in-chief 
was completed within the extended time period except for the 
testimony of one Raymond R. Kondrat who was stranded 
on the West Coast by the then current airlines strike. So 
far as the prospective witness Kondrat is concerned, it is 
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not understood that the reasons relating to the short extra 
time required for taking his testimony were questioned either 
by General Electric or the Patent Office, apart from the 
main request for extension of time. 


On July 1S, 1966, the First Assistant Commissioner, act- 
ing on behalf of defendant, granted the senior party Millis’ 
Petition under Rule 244 and reversed the decision of the 
Examiner of Interferences to extend the time for taking 
the testimony-in-chief of Ochsner and Miller to close on 
July 18, 1966, except insofar as that decision permitted an 
extension of time to complete the taking of the testimony 
of the witness Millis pursuant to any order the District Court 
in Kentucky might make. The First Assistant Commissioner 
admitted that his decision was contrary to the “usual prac- 
tice” not to set aside decisions of Examiners of Interferences 
“on a judgment matter, on petition, in the absence of clear 
error or abuse of discretion”. The First Assistant Commis- 
sioner also admitted that 


“[i]t is not considered that the Examiner in this case 
was guilty of an abuse of discretion or that there was 


no rational basis for his decision.” 


On or about July 28, 1966, the party Ochsner and Miller 
filed a Petition for Reconsideration of defendant’s action 
insofar as it overruled the Interference Examiner’s decision 
to extend time for taking testimony-in-chief of Ochsner and 
Miller to July 18, 1966. On August 4, 1966, the defendant, 
acting through his agent, the First Assistant Commissioner, 
denied the party Ochsner and Miller’s petition for recon- 
sideration. 
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The effect of the defendant’s action is to eliminate from the 
interference proceeding all testimony already taken by and on 
behalf of the party Ochsner and Miller during the sixty (60) 
day period next preceding July 18, 1966, despite the fact 
that such testimony did not require any additional time over 
and above that already granted to the party Ochsner and 
Miller for the purpose of moving in the District Court in 
Kentucky for an order to compel answers under Rule 37 (a) 
of the Federal Rules of Civil Procedure. 


The Position of Plaintiff 


It is the position of the plaintiff that the actions taken 
and the decisions made by or for defendant in overruling 
the interlocutory decision of the Examiner of Interferences 
to extend the time for taking the testimony-in-chief of the 


party Ochsner and Miller to July 18, 1966, are contrary to 
the letter and spirit of the patent statute and the Rules of 
Practice of the United States Patent Office: are without 
legal foundation; are arbitrary, unfair and inequitable; and 
constitute a violation of the Fifth Amendment of the Con- 
stitution of the United States by denial of due process of law 
to plaintiff. 


More specifically, the actions and rulings of the defendant 
have deprived plaintiff of (a) its right to present material, 
relevant, and admissible evidence during an interference 
trial involving the pertinent issue of derivation, most of 
which evidence has already been adduced by plaintiff during 
a period of time made available for such purpose by the 
earlier action of a Patent Office Examiner of Interferences, 
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(b) its right to obtain testimony to be used in fully pre- 
senting its case in that interference trial in the manner and 
order deemed to be in its own best interest, (c) its right to 
a full, fair and open trial of the question of priority of 
invention, including the issue of derivation of inven- 
tion by the senior party Millis from the junior party 
Ochsner and Miller, and (d) its right to bring out all the 
truth relative to the issue of derivation and not just such 
part of the truth as the senior party Millis might see fit 
to permit. 


If this Court does not intervene, irreparable damage will 
result in that plaintiff will have been prevented from making 
a full presentation to the Patent Offices of all the true facts 
and circumstances bearing on the question of priority of 
invention, including the issue of derivation, as contemplated 


by 35 U.S.C. $135. It is self-evident that plaintiff has ex- 
hausted its administrative remedies because there is no 
remedy available to plaintiff except to seek relief in this 
Court. Moreover, the relief plaintiff here seeks, if granted, 
will not prejudice defendant and will serve the public in- 
terest of conducting interference proceedings under 35 US.C. 
£135, including this Interference No. 94,676, upon a con- 
sideration of all the evidence that bears on the question of 
priority of invention, including the issue of derivation, as con- 
templated by the patent statute. 


The Argument 


The party Ochsner & Miller, as assignors of the plaintiff, 
in order to establish that they were the first and true in- 
ventors of the subject matter of this interference, began 
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taking testimony during the testimony period in accordance 
with the Patent Office Rules of Practice governing such 
matters. Since a key issue in the determination of priority 
of invention here was that of derivation—because as shown 
above the subject matter of the interference arose out of a 
joint technological development between plaintiff and Gen- 
eral Electric—the plaintiff chose to place the senior party 
Millis on the stand first. While the usual rule is that inter- 
ference testimony will not be taken out of order, as for 
example by the junior party taking the testimony of the 
senior party (cf. Robitschek v. Tapas et al, 200 F. Supp. 
588 (DC ND IIL, 1961)), that rule is not applicable where 
the issue is that of derivation. See for example Applegate 
et al v. Scherer et al, 332 F. 2d 571 (C.C.P.A. 1964), where, 
in a recent derivation case, the only party taking testimony 


was the junior party Scherer et al who called Applegate, 
one of the senior party joint inventors, as a witness on the 
very issue of derivation. 


It is well-settled that proof of derivation of the invention 
by the senior party from the junior party is a part of the 
junior party’s prima facie case (Goldschmidt and Weber v. 
Von Schutz, 1913 C.D. 159, Comm. Pat., 1913 and Swingle- 
hurst v. Ballard, 258 Fed. 973, App. D.C., 1919). The Gold- 
schmidt and Swinglehurst cases stand for the proposition 
that, not only is testimony on derivation proper, but it ‘s 
necessary to be taken during the testimony-in-chief period 
of the junior party. Otherwise, the junior party is precluded 
from introducing testimony on derivation at all, as for exam- 
ple during the junior party’s rebuttal testimony period fol- 
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lowing the senior party's testimony. In the interference at 
hand. and following the doctrine of the Goldschmidt and 
Swinglehurst cases, the party Ochsner et al is required to 
present testimony on the issue of derivation at this stage of 
the proceedings or not at all. The party Ochsner et al has 
been attempting most assiduously to do that very thing but 
to date has been thwarted at every turn from doing so. 


Plaintiff does not question the general rule that normally 
the courts will not disturb interlocutory rulings of admin- 
istrative agencies where a proceeding in the nature of an 
appeal from a final judgment is afforded by the statutes. 
Phillips Petroleum Company v. Brenner, Commissioner of 
Patents, F. Supp. , 151 U.S.P.Q. 446 (October 19, 
1966), is probably the latest case illustrating that general 
rule as applied to the Patent Office. But neither Phillips 
nor any of the cases cited by defendant in its supporting 
memorandum involves a situation remotely like the present 
case where there is such a “fnal” and flagrant case of abuse 
of discretion on the part of an administrative agency. None 
involves a situation such as the present one, where plaintiff 
bas been completely hamstrung in the effort to bring out all 
the facts bearing on the issue of derivation, and not just 
those facts which the opposing party to the interference 
(General Electric) might condescend to have revealed. 

Here there has been a complete violation of the principle 
referred to in California Research Corporation v. Ladd, Com- 
missioner of Patents, 356 F. 2d, 813 at 821n (DC Cir., 1966): 

“tn short, the District Court proceeding may not be con- 


ducted in disregard of the general policy of encouraging 
full disclosure to administrative tribunals, * * *” (Em- 


phasis added] 
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The actions of the defendant, if not set aside, not only wil 
result in a failure to bring out all the facts but will indeed 
result in “suppressing” pertinent facts already adduced dur- 
ing the extended testimony period already granted by the 
Examiner of Interferences—and this, as defendant has con- 
ceded, without involving any abuse of discretion on the 
part of the Examiner. 


See also Amos Treat & Co., Inc. et al v. Securities and 
Exchange Commission et al, 306 F. 2d 260 at 267 (D.C. Cr, 
1962): 

«“* * * an administrative hearing of such importance and 
vast potential consequences must be attended. not only 
with every element of fairness but with the very ap- 
pearance of complete fairness. Only thus can the tri- 
bunal conducting a quasi-adjudicatory proceeding meet 
the basic requirement of due process.” [Emphasis 
added] 

On the refusal of an administrative agency to accept per- 
tinent testimony which has been proffered, and which could 
have been received without any undue delay in closing the 
hearing, thus constituting unreasonable and arbitrary ac- 
tion, see Consolidated Edison Company et al v. National 
Labor Relations Board et al, 305 U.S. 197 at 225-6 (1988): 


“A more serious question grows out of the refusal [by 
the N.L.R.B.] to receive the testimony of certain wit- 
nesses * * * It was brief and could have been received 
at once without any undue delay in the closing of the 
hearing. 


“We agree with the Court of Appeals that the refusal 
to receive the testimony was unreasonable and arbi- 
trary.” [Emphasis added]. 
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To require plaintiff here to await a final decision on the 
merits by the Board of Patent Interferences and then ap- 
peal under 35 U.S.C. $141 or proceed further under 35 U.S.C. 
$146 would be completely illusory as a means of achieving 
justice. The general rule is that a final decision of the kind 
indicated carries with it a rather strong presumption of 
administrative correctness. Morgan v. Daniels, 153 U.S. 120 
(1804) ; Reynolds, Acting Commissioner of Patents v. Aghni- 
des. 356 F. 2d 367 (DC Cir., 1966); California Research 
Corporation v. Ladd, Commissioner of Patents, 356 F. 2a 813 
(DC Cir., 1966). A final decision of the Board of Patent 
Interferences based on the record of testimony herein 
only up to and including May 18, 1966 would be more than 
justice blindfolded—it would be justice blinded. As the 
Court of Appeals stated in Marzall, Commissioner of Patents 
t. Libby, McNeil & Libby, 188 F. 2d 1013 at 1016 (DC Cir., 
1951): 


“Technicalities should not override equities * * *” 


On the right to present evidence effectively before an ad- 
ministrative tribunal, see especially Morgan et al v. United 
States et al, 304 U.S. 1 at 18-20 (1938) : 


As observed in Giant Food Inc. v. F.T.C., 322 F. 2d 977 
at 984 (DC Cir., 1963), an administrative agency “must 
remain alert to observe accepted standards of fairness.” The 
instant factual situation is closely akin also to that of The 


37a 


Elmo Division of Drive-X Company, Inc. et al v. Dixon, 
Federal Trade Commission et al, 348 F. 2d 342 (DC Cir., 
1965) where the appellants objected “not to the fact of the 
Commission’s making an initial substantive determination 
but rather to the process by which it has chosen to do so.” 
[p. 344, emphasis added] 


General Comments Re Defendant’s Authorities 


Defendant contends that even assuming that the testi- 
mony was improperly excluded by the Commissioner, plain- 
tiff, if ultimately dissatisfied with the judgment of priority 
by the Board of Patent Interferences on the limited evidence 
before it, “will have an adequate remedy by judicial review 
under either 35 U.S.C. $141 or 35 U.S.C. $146.” In support 
of that position defendant relies upon a number of cases, 
but none of those cases involved a situation where, as here, 
the plaintiff was deprived at the very outset of the funda- 
mentals of a fair hearing. Where there is lacking that bul- 
wark, that very foundation of fairness under American juris- 
prudence, it is idle—and indeed perhaps a mere play on 
words—to speculate on whether the action complained of is 
interlocutory or final. The appellation is unimportant; the 
resulting injustice is. It is that failure of justice that gives 
rise to the power of this Court to intercede. Cf. Morgan et 
al v. United States et al, supra. 


Conclusion 

It is respectfully submitted that the legitimate concerns 
of the defendant—in the public interest—are the complete 
development of the truth in respect of priority of invention 


and in the development thereof in as short a time as pos- 
sible. The defendant has bypassed here the first of these 
legitimate concems by unreasonable adherence to the time 
element. However, in so doing the defendant conceded that 
plaintiff was and is entitled to the extra time required by 
he proceedings in the District Court in Kentucky on the 
plaintiffs motion to compel answers. Even the opponent 
General Electric conceded that much. During that extra 
time plaintiff could have taken the testimony of many more 
witnesses instead of just the one more needed to complete 
the record for plaintiff, namely Kondrat who, at the perti- 
nent time in mid—July, was stranded on the West Coast 
by the airline strike. The first legitimate concern mentioned 
above could have been easily accommodated with no time 
delay by permitting the depositions already taken to be en- 
tered in the record and by permitting the deposition of the 
witness Kondrat to be taken within a time determinable 
by the Kentucky Court’s ruling on the motion to compel 
answers. 

The ruling of the Commissi joner herein, besides being 
wholly arbitrary and violative of due process of law, has 
contributed to umnecessary and inordinate delay rather than 
otherwise. The ruling suggests that possibly the plaintiff is 
being subjected to a “spanking” by the Commissioner for 
having sought (and been granted by the Examiner of In- 
terferences) earlier extensions of time for good and suf- 
ficient reasons (which are set forth in detail in the papers 
on file in the Patent Office) prior to the time when any 
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testimony was taken. If so, it is respectfully suggested that 
the defendant’s desire to chastise should not be permitted to 
outweigh other more appropriate considerations. 


Plaintiff respectfully requests that this honorable Court 
grant the relief prayed for in its complaint. 


Respectfully submitted, 


Texas INSTRUMENTS 
INCORPORATED, 
Plaintiff 


By /s/ ExtswortH H. MosHer 


Attorney for Plaintiff 
November 30, 1966 
Of Counsel: 
S. M. Mis, Jr. 
H. K. Woopwarp 
, Texas 
Epwarp J. Connors, JR. 

Attleboro, Massachusetts 
JOHN F. WITHERSPOON 

Washington, D. C. 

Receipt of a copy of this PLAINTIFF’S BRIEF IN OP- 
POSITION TO DEFENDANT'S “MOTION TO DIS- 
MISS” this 30th day of November, 1966 is hereby acknow]- 
edged. 


JOSEPH SCHIMMEL 


Solicitor, U. S. Patent Office 
Attorney for Defendant 


RECEIVED 
1966 DEC 27 AM 9 25 
STEVENS, DAVIS. MILLER 
& MOSHER 
UNITED STATES DISTRICT COURT 


for the District of Columbia 


Civil Action No. 2471-66 
—————— 


Texas INSTRUMENTS INCORPORATED, 
‘ Plaintiff, 


Epwarp J. BRENNER, 
Commissioner of Patents, 
Defendant. 


ADDITIONAL POINTS AND AUTHORITIES 
IN SUPPORT OF DEFENDANT'S 
MOTION TO DISMISS 


9, Plaintiff (at pages 1 and 17 of its brief in opposition 
to defendant’s motion to dismiss) alleges that the Patent 
Office decisions of which it complains involve a miscarriage 
of justice “so gross as to constitute a violation of due proc- 
ess of law.” As is shown by plaintiffs petition for recon- 
sideration (Exhibit A attached, paper +46 in the interfer- 
ence) this allegation was never made in the Patent Office 
and to that extent plaintiff has not exhausted its adminis- 
trative remedy. 

10. In alleging that it has no adequate remedy by appeal 
under 35 US.C. 141-144, plaintiff ignores the fact that on 
such appeal prejudicial error in interlocutory procedure is 
reviewable by the court and, if found, can be corrected by 
remand. 
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11. In the following cases the issue of prejudicial error in 
interlocutory procedure was reviewed by the court on appeal 
from the award of priority in the Patent Office with the 
result of remand for correction of the error: 

Lee et al. v. Vreeland, 

49 App. D.C. 200, 262 Fed. Rep. 654; 
Vandenberg v. Reynolds, 

44 CCPA 873, 242 F. 2d 761. 


In the latter case the prejudicial error lay in the fact that 
the Commissioner had not decided whether or not to strike 
the senior party Reynolds’ application (a matter of which 
only the Commissioner has original jurisdiction) and the 
Board of Patent Interferences based its award of priority 
to Reynolds on the assumption, in effect, that his applica- 
tion would not be stricken. 

12. In the following cases the issue of prejudicial error 
in interlocutory procedure was reviewed by the court on 
appeal from the award of priority in the Patent Office and 
no prejudicial error was found: 

Cross v. Phillips, 

14 App. D.C. 228, 87 0.G. 1399; 
Broadwell v. Long, 

36 App. D.C. 418, 164 O.G. 252; 
Hernandez-Mejia v. Kelley, 

51 App. D.C. 210, 298 O.G. 181, 277 Fed. Rep. 609; 
Herthel et al. v. Dubbs, 

20 CCPA 1128, 65 F. 2d 138; 
Vandenberg v. Reynolds, 

46 CCPA 988, 268 F. 2d 744. 
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13. Attention is particularly directed to the court’s state- 
ment in Cross v. Phillips, supra, as follows: 


If, then, the exercise of the discretion of the Com- 
missioner in the matter * * * be subject to review, at 
all, it must be confined to those cases where the ques- 
tion comes up properly with the appeal from the de- 
csion on the merits and where it can be made clearly 
to appear that this discretion has been abused to the 


extent of causing a palpable miscarriage of justice. 


This statement establishes the correct criterion for pre- 

judicial error in interlocutory decisions in interferences. 
14. In United States, ex rel. Searl v. Robertson, 57 App. 

D.C. 179, 18 F. 2d $29, 1927 C.D. 147, the court stated: 


parties to an i 
Commissioner of Patents to fix a time 
of testimony in an interference proceeding. There was 
an adequate remedy by appeal to this Court. The same 
situation obtains here. If the decision in the Patent 
Office on the question of priority is adverse to Searl 
i this Court, where the very ques- 
t ‘1 this mandamus proceed- 
ing may be passed 
This decision is particularly authoritative because at that 
time the court had jurisdiction of appeals from the Patent 
Office, of appeals in civil actions under RS. 4915, and of 
appeals in mandamus actions. It was thus in the best posi- 
tion to say what could and could not be done in each of these 


areas of its jurisdiction. 
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15. Plaintiff also alleges that the remedy by civil action 
under 35 U.S.C. 146 is inadequate because of the presump- 
tion of correctness. This argument fails to take into account 
the fact that in a Section 146 civil action if the court should 
find prejudicial error in the interlocutory decisions of which 
plaintiff complains, such finding would itself be sufficient to 
overcome the presumption of correctness. The Daggett and 
Ramsdell Inc. and Dupont cases cited in defendant’s point 
3 show that evidence excluded in the Patent Office may be 
received in a Section 146 action if justice so requires. 


16. Plaintiff has clearly neither cited any authority nor 
established any facts to justify intervention by this Court 
on the instant interlocutory matter in an interference. The 
Anderson and Wembly cases cited in point 5 are clearly 
controlling on this Court. See Phillips Petroleum Co. v. Bren- 


ner, 151 USPQ 446. 


17. Exhibit B attached (reply of party Millis to petition 
for reconsideration, paper 49 in the interference) shows the 
view of the other party to the interference on the matter of 


December 23, 1966 


I hereby certify that two copies of the foregoing ADDI- 
TIONAL POINTS AND AUTHORITIES IN SUPPORT 
OF DEFENDANT'S MOTION TO DISMISS were mailed 
today to Mr. Ellsworth H. Mosher, c/o Stevens, Davis, 
Miller & Mosher, Suite 300, Munsey Bldg., 1329 E St., N.W., 
Washington, D.C. 20004, attorney for plaintiff. 
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U. S. DEPARTMENT OF COMMERCE 
United States Patent Office 


December 21, 1966 


THIS IS TO CERTIFY that the annexed is a true copy 
from the records of this office of Certain Requested Docu- 
ments, in Interference Number 94,676. 


By authority of the 
COMMISSIONER OF PATENTS 


USCOMM.-DC 26805-F62 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 


OcHSNER et al 
Vv. 
MILs 


STIPULATION FOR EXTENSION OF TIME 


It is hereby stipulated by counsel for the respective parties 
to the above-identified interference, subject to the approval 
of the Examiner of Interferences, that the times as pres- 
ently set be extended for a period of thirty (30) days as 


follows: 
Testimony in chief of Ochsner and Miller to close 
March 26, 1966. 
Testimony in chief of Millis to close April 26, 1966. 
Rebuttal testimony of Ochsner and Miller to close 
May 13, 1966. 
Record to be served and filed on June 13, 1966. 
Briefs to be due as follows: 
Junior party brief due July 23, 1966 
Senior party brief due August 13, 1966 
Junior party reply brief due August 23, 1966 
A previous request for extension of time was obtained in 
order to give the parties an opportunity to meet and ex- 
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plore the possibilities for resolving the interference on an 
informal basis. The meeting has been held and it now ap- 
pears that the interference must be resolved along formal 
lines by the taking of testimony, submissions of briefs and 
final hearing. One or more of the key witnesses for the party 
Ochsner et al will be out of the country for most of the time 
between now and February 24, 1966, —the time presently 
set for testimony in chief to close. Under these circum- 
stances, it is respectfully requested that the time for taking 
testimony be extended for a thirty (30) day period in order 
to give the party Ochsner et al an opportunity to prepare 
for and take testimony in chief. 


At the conclusion of the meeting with respect to this 
interference, the party Millis agreed that this request for 
extension of time was acceptable. Accordingly, it is respect- 


fully requested that this time extension be granted for the 
reasons as expressed above. 


Respectfully submitted, 


By /s/ SAMUEL M. Mins, Jr. 
Attorney for Ochsner and Miller 


By /s/ NATHAN J. CORNFELD 


Attorney for Millis 
Owensboro, Kentucky 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


OcHSNER et al 
vu 
MILLIS 


Interference No. 94,676 


STIPULATION FOR EXTENSION OF TIME 
It is hereby stipulated by counsel for the respective par- 
ties to the above identified interference, subject to the ap- 
proval of the Examiner of Interferences, that the times as 
presently set be extended for a period of thirty (30) days 
as follows: 
Testimony in chief of Ochsner and Miller to close April 
18, 1966 


Testimony in chief of Millis to close May 16, 1966 


Rebuttal testimony of Ochsner and Miller to close June 
6, 1966 


Record to be served and filed on July 6, 1966 
Briefs to be due as follows: 
Junior party brief due July 23, 1966 


Senior party brief due August 13, 1966 
Junior party reply brief due August 23, 1966 


This stipulation for extension of time falls closely upon 


another request for extension of time by means of which the 
testimony in chief period for the junior party was extended 
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from February 24, 1966 to March 26, 1966. At the time of 
submitting the immediately preceeding stipulation for ex- 
tension of time, the party Ochsner et al was not aware of 
the schedule of its outside counsel for the month of March 
1966, and since that time has learned that he is scheduled 
to take testimony in another interference for essentially the 
entire month of March. He is, therefore, unavailable to pre- 
pare for or to take testimony in this interference prior to 
March 26, 1966. Under these circumstances, it is respect- 
fully requested that the time be extended once more to take 
into account these unanticipated time scheduling problems. 


It is to be noted that the time as presently set for filing 
the reply brief is not changed from August 23, 1966. Fur- 
ther, the time extension for taking testimony in chief is be- 


ing accomplished by shortening the time between the filing 
and serving of the record and the junior party brief with- 
out affecting the times for testimony in chief by Millis. 


Respectfully submitted, 


/s/ SAMUEL M. Mis, JR. 
Attorney for Ochsner and Miller 


By /s/ NATHAN J. CORNFELD 


Attorney for Millis 
Owensboro. Kentucky 
February 25, 1966 
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In the 


UNITED STATES PATENT OFFICE 
Before the Examiner of Interferences 


OcHsNER & MILLER, 


vu. 
Mu.Is 


Interference No. 94.676 


MOTION FOR EXTENSION OF TIME 


Now comes the party Ochsner & Miller, by their under- 
signed associate attorney, and respectfully moves that the 
times as presently set be extended for a period of approxi- 
mately thirty (30) days as follows: 

Testimony in chief of Ochsner & Miller to close May 18, 
1966 
Testimony in chief of Millis to close June 17, 1966 
Rebuttal testimony of Ochsner & Miller to close July 
6, 1966 
Record to be served and filed on August 8, 1966 
Briefs to be due as follows: 

Junior party’s brief due August 23, 1966 

Senior party’s brief due September 13, 1966 

Junior party’s reply brief due September 23, 1966 

This extension of time is sought for the purpose of en- 
abling the undersigned associate attorney to complete a 
study of the priority documents and to arrange for the tak- 
ing of testimony on behalf of the party Ochsner & Miller. 
Although the undersigned associate had had some contact 
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with this interference previously at the motion-for-judgment 
stage, it is only recently that he has been retained for the 
purpose of attending to the presentation of testimony on 
behalf of Ochsner & Miller. As indicated in the Stipulation 
for Extension of Time filed herein on March 1, 1966, the 
undersigned had planned to take testimony in another in- 
terference for a different client for essentially the entire 
month of March. This turned out to be impossible due to 
conflicting engagements of the undersigned and of oppos- 
ing counsel in the other interference. Testimony was taken 
in that other interference (No. 93,751) from March Ist 
through March 11th, with testimony to be resumed on 
March 29th for another two weeks (through April 7th). In 
the meantime, the undersigned attorney prepared for con- 
sultation in connection with the final hearing on March 15th 
in another interference (No. 93,781) and for orally arguing 
still another interference (No. 93.612) on March 16th. There- 
after, the undersigned spent March 17, 18 and 21, 1966 at 
the Attleboro, Mass. plant of the assignee of the party 
Ochsner & Miller going over the proofs involved in the 
present interference. The undersigned attorney left for New 
York on the afternoon of March 24th to attend a confer- 
ence in New York on March 25th on an unrelated patent 
matter, and returned to St. Louis on March 27th in prepara- 


tion for the resumption of testimony in said unrelated In- 
terference No. 93,751. Testimony in that interference is ex- 
pected to resume on April 12th for the remainder of the 
week. 
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From the foregoing, it is apparent that the additional time 
sought herein is urgently needed. It is hereby certified that 
this motion is brought in good faith, and not simply for 
purposes of delay. 


s * * * * 


It is hereby certified that on the 29th day of March, 1966, 
a copy of this MOTION FOR EXTENSION OF TIME 
was mailed, first class, postage prepaid, to Mr. Nathan J. 
Cornfeld. General Electric Company, 316 East 9th Street, 
Owensboro, Kentucky, and to Mr. Frank Neuhauser, Gen- 
eral Electric Company, Wyatt Building, 777 14th Street, 
N.W., Washington, D.C. 20005, attorneys for the party 
Mills. 


Stevens, Davis, Minter & 
MOSHER 
Associate Attorneys for the 
party Ochsner & Miller. 


By 
Ellsworth H. Mosher 
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DOCKETED 
By —eg— ake 5/5, 1966 


KW on 5/5, 1966 
STEVENS. DAVIS, MILLER 
& MOSHER 


U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


POL.-78a Paper No. 33 
(8-1-62) 


ADDRESS ONLY All communications res; 


respecting 
THE COMMISSIONER OF PATENTS pus" case should sdentily it by 
WASHINGTON, D. C. 20231 ond oe oe: 


— 


SAMUEL M. Mins, JR. 

Patent Dept. 

Texas Instruments Inc. 

13500 North Central Expressway 
Dallas 22, Texas 


Please find below a communication from the 
EXAMINER « this case. 


Commissioner of Patents. 
Interference No. 94,676 


OcHSNER AND MILLER 


Uv. 
MILLIS 


In the absence of objections, the motion for extension of 
time filed by the party Ochsner et al. on March 29, 1966, is 
granted and in accordance therewith the times herein are 
extended as follows: 


Testimony in chief of Ochsner et al. to close May 18, 
1966. 
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Testimony of Millis to close June 17, 1966. 


Rebuttal testimony of Ochsner et al. to close July 6, 
1966. 


The time for filing and serving the record is extended to 
August S, 1966. 


Time for filing briefs is extended to: 

Junior party—August 25, 1966. 

Senior party—September 13, 1966. 

Junior party’s reply brief—September 23, 1966. 


The warning in the last paragraph of the Order dated 
February 17, 1966, Paper No. 29, is again repeated. 
SISerota/ wst 


Patent Interference Examiner 
Room 3090 


55a 


In the 
UNITED STATES PATENT OFFICE 
Before the Examiner of Interferences 


OCHSNER & MILLER 
Uv. 
MIuIs 


Interference No. 94.676 


MOTION FOR EXTENSION OF TIME 


Now comes the party Ochsner & Miller, by their under- 
signed associate attorneys, and respectfully moves that the 
times as presently set be extended for a period of approxi- 
mately sixty (60) days, as follows: 


Testimony-in-Chief of Ochsner & Miller to close July 
18, 1966; 


Testimony-in-Chief of Millis to close August 16, 1966; 


Rebuttal testimony of Ochsner & Miller to close Sep- 
tember 6, 1966; 


Record to be served and filed on October 7, 1966. Briefs 
to be due as follows: 


Junior party's brief: October 24, 1966; 
Senior party’s brief: November 14, 1966: 


Junior party’s reply brief: November 23, 1966. 
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This extension of time is sought in view of the following 
circumstances: 


A Notice of Taking Testimony, dated April 29, 1966, was 
duly served upon opposing counsel in accordance with the 
copy attached hereto, marked Exhibit “A”. 


Pursuant to the aforesaid Notice. subpoenaes to testify 
and to produce certain documents, dated May 2, 1966, were 
issued out of the United States District Court for the West- 
ern District of Kentucky and served upon Messrs. Walter 
T. Millis and Stanley E. Bulow shortly thereafter. Copies 
of the subpoenaes are attached hereto and marked Exhibits 
“B” and “C”, these being the undersigned attorney’s file 
copies. 

On or about May 5, 1966, opposing counsel filed in the 
Lourt a Notice of a motion for an order quashing the 
subpoenaes for production of documents in accordance with 
the copy attached hereto marked Exhibit “D”. 


At 8:00 am on Tuesday, May 10, 1966, a hearing was 
held before District Judge James Gordon, of the United 
States District Court for the Western District of Kentucky 
at Owensboro, and as a result of that hearing the Judge 
granted the party Millis’ motion to quash the subpoenaes 
for production of documents in accordance with the Order 
attached hereto, and marked Exhibit “E”. 


At the time of signing the Order, District Judge Gordon 
delivered a brief memorandum opinion of which a copy is 
attached hereto, and marked Exhibit “F”. 
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Immediately following the hearing before District Judge 
Gordon, the taking of depositions was begun with the sen- 
ior party, Walter T. Millis, being the first witness. 


The undersigned attorney had originally hoped and ex- 
pected to finish the depositions of both Messrs. Millis and 
Bulow by Wednesday, May 11, 1966, as indicated by the at- 
tached copy of his Avis car rental check-out receipt issued 
immediately upon his arrival at the airport in Evansville, 
Indiana, on Sunday evening, May 8, 1966, as shown by the 
entry “5/11/66” in block “(9)” near the upper left corner 
captioned “Car Will Be Returned On”. A true copy of the 
Avis car rental check-out copy is attached hereto, and 
marked Exhibit “G”. 

Contrary to counsel’s original hopes and expectations, 


the testimony of Mr. Millis was not concluded until approxi- 
mately 2:17 p.m. on Friday, May 13, 1966, at which time 
the deposition of the witness Millis was adjourned for rea- 
sons to be mentioned hereinafter. 


The deposition of the witness Bulow was begun a few 
minutes thereafter at about 2:25 p.m. The deposition of the 
witness Bulow was recessed at about 3:17 p.m. by agree- 
ment of counsel in order to enable the witness to compare 
a series of exhibits that had been introduced earlier during 
the taking of the deposition of witness Millis with any 
cther copies corresponding to those exhibits that might be 
found in the files of General Electric Company. Thereafter, 
the deposition of Witness Bulow was resumed at approxi- 
mately 8:30 a.m. on Saturday, May 14, 1966, and continued 
until approximately 4:18 p.m. when it was concluded. 
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In the meantime, it had become necessary to interrupt 
the taking of the Millis deposition on Wednesday, May 11, 
1966, because of the following unforeseen circumstance: 


The officer before whom these depositions were being 
taken, Mrs. Etta C. Tanner, Official Court Reporter, Daviess 
Circuit Court. Division I, Sixth Judicial District, Owens- 
boro, Kentucky, was notified upon her arrival Wednesday, 
May 11, 1966, at 9:30 o'clock a.m. at the place of taking 
the depositions (the law cfices of Wilson and Wilson, 
O-xensboro. Kentucky) to contact the Circuit Judge of her 
Division, Honorable Thomas J. Hennessy, whereupon she 
learned that he had previously set a case for trial on this 
date six weeks ago at which she was to be present to report 
the case. Judge Hennessy had presumed that the attorneys 
in the case had notified her of the pending trial. In actual 
fact, said Court Reporter had not received such notification 
nor was said trial listed on her copy of the Court’s trial 
docket. Consequently, the Court Reporter had no knowledge 
of the pending trial when, in April, she booked the taking of 
these depositions through the law firm of Wilson and Wil- 
son. local counsel for the party Ochsner & Miller herein. 


The Court Reporter immediately informed the counsel 
and parties present herein of these facts and same were 
duly noted in the Reporter's notes during the deposition, and 
it was thereupon agreed between counsel that the deposition 
would resume on Thursday, May 12, 1966, at 8:30 a.m. 


Thereupon, the said Court Reporter reported the follow- 
ing styled case in the Daviess Circuit Court, Division I, 
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Owensboro, Kentucky, on Wednesday, May 11, 1966: 
Charles Wesley Hardin et al versus Glenora Evans Babbitt 
et al, Case No. 7765, Civil Action. The attorneys appearing 
in said case were: Honorable Robert L. Gwin, for the 
Plaintiffs; and Honorable Clarence Bartlett and Honorable 
Claude Smith, for the Defendants. 


During the taking of the deposition of the witness Millis, 
the witness was on numerous occasions instructed by his 
counsel not to answer questions put to him by the under- 
signed attorney for the party Ochsner & Miller. The exact 
number of such instances is not at present known, but is at 
least three or four dozen as a conservative estimate. With 
the exception of one or two times when the witness seem- 
ingly did not hear or perhaps understand his attornevs’ in- 
structions, the witness did in fact refuse to answer questior 
on advice of counsel to the estimated number indicated. 


Being of the opinion that each and every one of the 
questions put to the Witness Millis during the taking of his 
deposition was proper in form and in substance, and being 
further of the opinion that the refusal of the witness to an- 
swer those questions (on advice of counsel) effectively 
thwarted the examination of the witness and moreover con- 
stituted a serious impediment to the proper presentation of 
the trial of this interference on behalf of the party Ochsner 
& Miller, the undersigned attorney reluctantly concluded 
that he had no alternative but to move for an order com- 
pelling the witness to answer the questions. Appropriate 
notice of that intention was made of record and the deposi- 
tion of the Witness Millis was adjourned pursuant thereto. 
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In the meantime, timely notice of the taking of deposi- 
tions of certain witnesses in the employ of the assignee of 
the party Ochsner & Miller (Texas Instruments Incorpor- 
ated) had been given to opposing counsel, those depositions 
having been scheduled to begin on Tuesday, May 17, 1966, 
in Attlebero, Massachusetts. However, it being the opinion 
of the undersigned attorney for the party Ochsner & Miller 
that the proper presentation of the trial of this interference 
on behalf of the party Ochsner & Miller required that all 
testimony of the Witnesses Millis and Bulow should be 
concluded before beginning the taking of the depositions 
of the Attleboro witnesses. timely notice to opposing coun- 
sel was given on the record that the Attleboro depositions 
would not be taken as and in the manner originally no‘iced. 


In order to take appropriate measures to secure an order 
of the court compelling the Witness Millis to answer, it is 
necessary to have a certified copy of the transcript of testi- 
mony to be used as a basis for the motion for such order, and 
the undersigned attorney is informed by the Reporter that 
this might not become available until approximately the end 
of June, 1966. An affidavit from the Reporter, Mrs. Etta C. 
Tanner, is attached hereto and incorporated herein by ref- 
erence. This Affidavit sets forth the facts relating to the 
omission to take the testimony on Wednesday, May 11, 
1966, and also gives the Reporter’s best estimate as to the 
probable time of availability of the necessary certified tran- 
script of testimony. 


In view of the foregoing, it is respectfully submitted that 
the approximately sixty (60) days extension sought by the 
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present motion is both reasonable and necessary to protect 
the position of the party Ochsner & Miller. 


It is realized that a number of extensions of time have 
already been granted in this interference via stipulation and 
mction, but it is pointed out that the earlier part of this ex- 
tended period was necessary to permit the parties to ex- 
plore the possibility of an amicable settlement of the inter- 
ference whereas the later part of this extended period was 
required to enable the undersigned attorney to prepare for 
and take the testimony in another non-related interference 
(No. 93,751) for another client which required the taking 
of testimony for a total of nearly seven (7) weeks in St. 
Louis during March and April, the taking of such testimony 
in fact having been concluded only as recently as April 28th. 


It is hereby certified that the foregoing extension of time 
is sought in good faith and not solely for purposes of delay. 


Respectfully submitted, 


Stevens, Davis, MILLER & 
MOSHER, 
Associate Attorneys for the 
party Ochsner & Miller 


Ellsworth H. Mosher 


Attachments: 
Exhibits A to G 
& TANNER Affidavit 


May 16, 1966 
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CERTIFICATION & CERTIFICATE OF SERVICE 

District of Columbia : SS 

I, Ellsworth H. Mosher, being first duly sworn, depose and 
state that on this 16th day of May, 1966, I served the fore- 
going MOTION FOR EXTENSION OF TIME (including 
Exhibits A to G and the TANNER Affidavit) by mailing 
true copies thereof by first-class mail, postage prepaid, to 
Mr. Nathan J. Cornfeld, General Electric Company, 316 
East 9th Street, Owensboro, Kentucky, and to Mr. Frank 
Neuhauser, General Electric Company, Wyatt Building, 777 
14th Street, N.W., Washington, D.C. 20005, attorneys of 
record for the party Milks. 


I further state that I personally prepared the foregoing 
MOTION FOR EXTENSION OF TIME and that all facts 
stated directly therein, or incorporated therein by reference, 
are either facts which I know personally to be true or facts 
which I believe to be true based on information and belief 
and which therefore I aver to be true based on such in- 
formation and belief. 


/3/ EisworTH H. MOSHER 


Ellsworth H. Mosher 


Sworn to and subscribed before me this 16th day of May, 
1966. 
(SEAL) 


Notary Public 


My commission expires: 
May 31, 1969 
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In the 
UNITED STATES PATENT OFFICE 


Before the Board of Patent Interferences 
OcHsNER, et al 


v. 
Mirus 


Interference No. 94,676 


NOTICE OF TAKING TESTIMONY 


Mr. Nathan J. Cornfeld 
General Electric Company 
319 Ninth Street 
Owensboro, Kentucky 

Sir: 

Please take notice that, beginning on Tuesday, May 10, 
1966, at 9:30 A. M., Central Daylight Savings Time, at the 
offices of Wilson and Wilson, 414 Masonic Building, Owens- 
boro, Kentucky, before a Notary Public or other person duly 
qualified under the laws of the State of Kentucky to ad- 
minister oaths therein, we shall proceed to take testimony 
on behalf of Frederick C. Ochsner and Edwin A. Miller, a 
party in the above-identified interference. 


The witnesses to be examined are: 


(1) Mr. Berkley Davis 
General Electric Company 
319 Ninth Street 
Owensboro, Kentucky 
2) Mr. Walter T. Millis 
219 Hubert Court 
Owensboro, Kentucky 
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(3) Mr. Stanley E. Bulow 
433 Wesleyan Place 
Owensboro, Kentucky 
The witnesses will please produce all documents (includ- 
ing letters, memoranda, notebooks, photographs, records, re- 
ports and all other materials containing entries relating to 
the subject matter identified hereinafter) containing refer- 
ences of any kind whatsoever, and irrespective of the author, 
relating to any and all meetings at which the employees 
(or others representing or purporting to represent either 
Metals & Controls or General Electric) of both Metals & 
Controls and General Electric (but including Mr. Millis) 
were present during any said meeting at which the subject 
matter of “copper cored aliron” (including material referred 
to by General Electric by the code designation “A-51”) was 
discussed or referred to or reported on in any way. (If the 
witnesses or General Electric wishes, they may block out all 
dates and also any other trade secret information on these 
documents.) 


The examination will continue from day to day until 
completed. You are invited to attend and cross-examine. 


Srevens, Davis, MILLER & 
MOSHER, 
Associate Attorneys for the 
Party Ochsner & Miller 


/s/ ELLsworTH H. MOSHER | Ze 
Ellsworth H. Mosher 
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CERTIFICATE OF SERVICE 
District of Columbia : ss. 


I, Ellsworth H. Mosher, being first duly sworn, depose 
and state that on this 29th day of April, 1966, I mailed a 
true copy of this NOTICE OF TAKING TESTIMONY by 
first-class mail, postage prepaid, to Mr. Nathan J. Cornfeld, 
General Electric Company, 316 East 9th Street, Owens- 
boro, Kentucky, and to Mr. Frank Neuhauser, General 
Electric Company, Wyatt Building, 777 14th Street, N. W., 
Washington, D. C. 20005, attorneys for the party Millis. 


/s/ Ex~tsworTH H. MosHER 


Sworn to and subscribed before me this 29th day of April, 
1966. 


/s/ EuizageTH A. GAYTON 
Notary Public 
My commission expires 
May 31, 1969 
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UNITED STATES DISTRICT COURT 
for the 
Western District of Kentucky at Owensboro 


In the United States Patent Office 
Before the Board of Patent Interferences 


OcHSNER, et al 
us. 
MiuIs 


Interference No. 94,676 


TO 
Mr. Walter T. Millis 
219 Hubert Court 
Owensboro, Kentucky 


YOU ARE COMMANDED to appear at 414 Masonic 
Building (law offices of Wilson and Wilson) in the city 
of Owensboro, Ky. on the 10th day of May, 1966, at 9:30 
(CDST) o'clock A.M. to testify on behalf of Frederick C. 
Ochsner and Edwin A. Miller at the taking of a deposition 
in the above entitled action pending In the U.S. Patent 
Office Before the Board of Patent Interferences, and bring 
with you all documents (including letters, memoranda, note- 
books, photographs, records, reports and all other materials 
containing entries relating to the subject matter identified 
hereinafter) containing references of any kind whatever, 
and irrespective of the author, relating to any and all meet- 
ings at which the employees (or others representing or pur- 
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porting to represent either Metals & Controls or General 
Electric) of both Metals & Controls and General Electric 
(but including Mr. Millis) were present during any said 
meeting at which the subject matter of “copper cored al- 
iron” (including material referred to by General Electric by 
the code designation “A-51”) was discussed or referred to 
or reported on in any way. (If the witnesses or General 
Electric wishes, they may block out all dates and also any 
other trade secret information on these documents). 


Dated May 2, 1966 
Attorney for Parties Ochsner and Miller 


414 Masonic Bldg., Owensboro, Ky. 
Address 


Deputy Clerk. 


1. Strike the words “and bring with you” unless the subpoena is to 
require the production of documents or tangible things, in which case 
the documents and things should be designated in the blank space 
provided for that purpose. 


RETURN ON SERVICE 


Received this subpoena at on 
and on at 
served it on the within named 
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by delivering a copy to h and tendering toh __ the fee for 
one day's attendance and the mileage allowed by law.* 


Dated: 


Travel 
Services 
Total $ 


Subscribed and sworn to before me, a 
this day of 19 


*Fees and mileage need not be tendered to the witness upon service 
of a subpoena issued in behalf of the United States or an officer or 
agency thereof. 28 USC 1825. 


Note—Affidavit required only if service is made by a person other 
than a United States Marshall or his deputy. 
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UNITED STATES DISTRICT COURT 
for the 
Western District of Kentucky at Owensboro 


In the United States Patent Office 
Before the Board of Patent Interferences 


OcuHsNner, et al 
us, 
MILs 


Interference No. 94,676 


Mr. Stanley E. Bulow 
433 Wesleyan Place 
Owensboro, Kentucky 


YOU ARE COMMANDED to appear at the law offices 
of Wilson and Wilson, 414 Masonic Building in the city of 
Owensboro, Ky. on the 10th day of May, 1966, at 9:39 
(CDST) o’clock A.M. to testify on behalf of Frederick C. 
Ochsner and Edwin A. Miller at the taking of a deposition 
in the above entitled action pending In the United States 
Patent Office Before the Board of Patent Interferences, and 
bring with you all documents (including letters, memoranda, 
notebooks, photographs, records, reports and all other ma- 
terials containing entries relating to the subject matter 
identified hereinafter) containing references of any kind 
whatever, and irrespective of the author, relating to any and 
all meetings at which the employees (or others representing 
or purporting to represent either Metals & Controls or Gen- 
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earl Electric) of both Metals & Controls and General Elec- 
tric (but including Mr. Millis) were present during any said 
meeting at which the subject matter of “copper cored aliron” 
(meluding material referred to by General Electric by the 
code designation “A-51”) was discussed or referred to or 
reported on in any way. (If the witness or General Elec- 
tric wishes, they may block out all dates and also any other 
trade secret information on these documents) . 


Dated May 2, 1966 


Attorney for Parties Ochsner and Miller 
414 Masonic Bldg., Owensboro, Ky. 
Address 


Deputy Clerk. 


1. Strike the words “and bring with you” unless the subpoena is to 
require the production of documents or tangible things, in which 


case the documents and things should be designated in the blank 
space provided for that purpose. 

RETURN ON SERVICE 
Received this subpoena at 


and on at 
served it on the within named 
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by delivering a copy toh and tendering toh the fee for 
one day’s attendance and the mileage allowed by law.* 


Dated: , 19 


Subscribed and sworn to before me, a 
this day of 


*Fees and mileage need not be tendered to the witness upon service 
of a subpoena issued in behalf of the United States or an officer or 
agency thereof. 28 USC 1825. 


Note—Affidavit required only if service is made by a person other 
than a United States Marshall or his deputy. 
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In the 
UNITED STATES DISTRICT COURT 
for the Western District of Kentucky at Owensboro 


Interference No. 94,676 


In the United States Patent Office 
Before the Board of Interferences 


—— a, 


OcHSNER, et al 
Vv. 
MiaIs 


George S. Wilson, ITI, Esq. 
414 Masonic Bldg. 
Owensboro, Kentucky 
NOTICE 
Sir: 

Please take notice that on May 10, 1966, at 8:00 A.M., 
or as soon thereafter as counsel can be beard, the party 
Walter T. Millis, 219 Hubert Ct., Owensboro, Kentucky, 
will move this Court for an order quashing the subpoenas 
for production of documents hereinbefore served on said 
party and one Stanley E. Bulow, 433 Weslyan PL, Owens- 
boro, Kentucky, and both dated May 2, 1966, on the grounds 
that said subpoenas are unreasonable and oppressive. 
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In the 


UNITED STATES DISTRICT COURT 


for the Western Division of Kentucky at Owensboro 


Interference No. 94,676 


In the United States Patent Office 
Before the Board of Interference 


OcHSNER et al 


Vv. 
MILLIs 


ORDER OF COURT 

This cause being heard May 10, 1966 on motion of counsel 
for Walter T. Millis and Stanley E. Bulow to quash the 
subpoena duces tecum dated May 2, 1966, and served on 
them, and the cause being argued by counsel for the re 
spective parties and the court being advised in the premises 
it is 

Ordered that said motion is granted and said subpoenas 
are hereby quashed. 


JAMES F. GORDON 
U. S. District Judge 


A Copy: Attest 
Martin R. Glenn, Clerk 


By /s/ GENEVA BELLWwoop 
Deputy Clerk 


Interference No. 94,676 
May 10, 1966 


HONORABLE JAMES GORDON 
U.S. DISTRICT JUDGE 


THE COURT: Gentlemen, The Court being duly and 
sufficiently advised will sustain the motion to quash the 
subpoena because I believe that in this instance it is a re 
versal of the proof, and I believe that it is purely discovery 
at this point. I also feel that it is broad, covers too great a 
period. I think that as a junior party develops its proof, it 
can place some reasonable scope of identity upon some par- 
ticular document that it develops is in existence, then the 
senior party would know what document to search for and, 
whereas, the subpoena now is just wide open and certainly 
any document wanted should be a document authorized by 
or prepared by or at least prepared and identified a5 oné 
prepared under the direction of Millis or this witness, no! 
just any document, in my opinion, in existence in General 
Electric’s possession. 

So, as previously stated, the Court will sustain the Mo- 
tion to quash. 

MR. OLSEN: I have an Order, Judge. 

THE COURT: You have an Order? 

MR. MOSHER: Your Honor, may I ask— 

THE COURT: Yes, sir- 

MR. MOSHER: ( continued) Whether under your Order 
we are still permitted to simply go ahead with the deposi- 


tion? 


Ba 
THE COURT: Oh, yes. Yes, sir. (both talking) 


MR. MOSHER: Of the party? Fine, fine. Thank you, 
Your Honor. 


THE COURT: That’s right. Take the deposition of this 
party—yes, sir. 


Mrs. Etta C. Tanner, 
Official Court Reporter 
Daviess Circuit Court, Div. I 
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In the 


UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 


AFFIDAVIT OF MRS. ETTA C. TANNER 


COUNTY OF DAVIESS ea: 
STATE OF KENTUCKY jf 


Comes now the Affiant and upon being first duly sworn, 
deposes and states as follows: 


That I, Mrs. Etta C. Tanner, was unable to take deposi- 
tions scheduled in the captioned interference on the second 
day thereof, Wednesday, May 11, 1966, because just prior 
to beginning same I was informed via telephone by the 
Judge of the State Circuit Court, of which I am official 
reporter, that we had a civil court trial on docket for that 
day. I related this information to the counsel and parties in 
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the captioned interference with my regrets because the 
attorneys involved in the case in the State Circuit Court had 
neglected to inform me of its setting, plus the fact that it 
was not on my docket sheet I had in my purse. Thereupon, 
depositions in the captioned interference were continued to 
Thursday, May 12, 1966, at the hour of 8:30 A.M. There- 
upon, I went over to Daviess Circuit Court, Division I, of 
the Sixth Judicial District, Honorable Thomas J. Hennessy, 
Judge, presiding, and I reported the case, as follows: Charles 
Wesley Hardin, et al, versus Glenora Evans Babbitt, et al, 
Civil Case No. 7765. The attorneys appearing therein: Hon- 
orable Robert L. Gwin, for the Plaintiffs; and Honorable 
Clarence Bartlett and Honorable Claude Smith, for the De- 
fendants. 


Further, that I expect it will be the end of June, 1966, be- 
fore I can have ready the certified transcript of the deposi- 
tions in the captioned interference and of the hearing on 
May 10, 1966, before Honorable Judge James Gordon of the 
United States District Court for the Western District of 
Kentucky. I base that estimate upon the fact that I have 
a trial scheduled for Monday, May 16, 1966; J have another 
deposition waiting to be transcribed for the Workmen’s 
Compensation Board; I have one record on appeal, styled 
generally Bickett Brothers vs. O’Bryan, and I am presenting 
working on that appeal; and therefore, in view of these 
known transcripts and other trial work I will have I do not 
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feel I could give an earlier estimated date of completion; and 
that is allowing for unforseen things. 


Further, the Affiant saith not. 


/s/ Erra C, TANNER 


(Mrs.) Etta C. Tanner 
Official Court Reporter 
Daviess Circuit Court 
Division I 

Sixth Judicial District 
Owensboro, Kentucky 


Sworn to and subscribed before me this the 14th day of 
May, 1966. 


My Commission Expires: June 
23, 1967 


80a 


In the 
UNITED STATES PATENT OFFICE 


Before the Board of Patent Interferences 


Interference No. 94,676 


OcHsNER & MILLER 


Mus 


OPPOSITION TO EXTENSION OF TIME 


The party Ochsner et al has moved for an extension of 
time to take testimony-in-chief of the junior party, which 
motion is hereby opposed by the party Millis on the ground 
that no sufficient cause for the granting of this motion has 
been shown. 


Although many facts have been alluded to in the motion 
papers for the party Ochsner et al, no attempt will be made 
herein to dispute, qualify or otherwise take issue with the 
facts as stated therein, since even assuming, arguendo, that 
all the facts are substantially as set forth, there is still no 
sufficient basis shown for granting the extension of time re- 
quested. 


The alleged need for additional time is focused and based, 
in its entirety, on the fact that counsel for the party 
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Ochsner et al gave notice (see page 6 of the motion pa- 
pers) : 


“that the Attleboro depositions would not be taken as 
and in the manner originally noticed” 


because he was of: 


“the opinion * * * that proper presentation of the trial 
of this interference on behalf of the party Ochsner and 
Millis required that all testimony of witnesses Millis 
(the senior party) and Bulow (an employee of the as- 
signee of Millis) should be concluded before beginning 
the taking of the depositions of the Attleboro witnesses 
(employees of the assignee of Ochsner et al) * * *”. 


It is respectfully submitted that the election of the junior 
party not to take the Attleboro depositions as noticed can- 
not be deemed to be a showing of sufficient cause justify- 
ing the granting of the request for an extension of time. 


The relevant facts surrounding the present motion comes 
squarely under the precedent set forth in Interference No. 
89,996, Robitschkek v. Tapas et al. In that interference, as 
here: 


1) The junior party (Robitschek) sought to take the 
testimony of the senior party (Tapas et al) prior to 
the taking of any other testimony. 

2) The senior party declined on advice of counsel to 
respond to a question. 

3) The junior party withdrew his notice of taking 
testimony of certain other witnesses. 

4) The junior party then moved, before the Board 
of Patent Interferences, for an extension of time in 
order to obtain an order of a court to compel the senior 
party to answer. 
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The Examiner of Interferences denied the motion stating: 


“In addition no satisfactory reason has been presented 
why the party Robitschek could not take the testi- 
mony of his own witnesses as to his own priority case. 
It appears that such testimony was to be taken Septem- 
ber 14, 1961 but that Robitschek deliberately elected 
not to take it, canceling the notice of September 8, 
1961. The reason for not taking such testimony appar- 
ently was only the unsatisfactory reason that Robits- 
chek desired to change the order of the parties in taking 
testimony contrary to the Rules of Practice as noted in 
the foregoing.” 

This decision of the Examiner of Interferences was affirmed 

upon petition to the Commissioner, the First Assistant Com- 

missioner stating: 
“No special circumstances have been shown in the pres- 
ent case which would make testimony by Tapas a 
prerequisite to the proper presentation of Robitschek’s 
case. A careful consideration of the case in view of the 
petition fails to disclose any such error on the part of 
the Examiner of Patent Interferences as would justify 
the setting aside of his decision and the petition is 
accordingly denied.” (Emphasis added) 

It is respectfully submitted that the facts set forth in the 

first five pages of the motion papers of the party Ochsner 

et al together with the attached exhibits cannot be deemed 


to be a showing of special circumstances making the testi- 


mony of Millis “a prerequisite to the proper presentation of” 
the case of Ochsner et al. Certainly these facts are not 
even a showing of suffiaent cause to justify the extension of 
time (Rule 245). 
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The party Ochsner et al has, in the first five pages of, 
and in the attachments thereto, his motion, referred to the 
length of time spent in Owensboro, Kentucky taking the 
depositions of the party Millis and Bulow in advance of 
taking any other testimony and, indeed, prior to taking 
the testimony of his own party. It will be noted that the 
party Ochsner et al selected unilaterally this order of tak- 
ing testimony and, therefore, is accountable for the use of 
this time during the testimony period. It is submitted that 
the single relevant fact allegedly making the additional time 
necessary is the election by the junior party Ochsner et al 
not to proceed with the depositions of his own witnesses as 
to his own priority case as noticed. 


The party Millis would have no objection to provision in 
the denial of this motion so that the party Ochsner et al 


might have additional time to complete taking the testimony 
of the party Millis in the event the junior party's motion 
to compel answers by the party Millis is granted by a 
court of competent jurisdiction, as was provided by the 
Examiner of Interferences in the above-cited Robitschek v. 
Tapas et al interference. 


It is, therefore submitted that the motion to extend 
brought by the party Ochsner et al should be denied. 


Respectfully submitted, 


Frank L. Neuhauser, 
Attorney 


HTO:jb May 19, 1966 


Sta 


CERTIFICATE OF SERVICE 


It is hereby certified that on this 19th day of May, 1966, 
a true copy of this Opposition To Motion For Extension Of 
Time was handed to Mr. Ellsworth H. Moser, Stevens, 
Davis, Miller & Mosher, 1329 E Street, N.W., Washington, 
D.C. and another copy to Mr. Samuel M. Mims, Jr., Patent 
Department, Texas Instruments, Inc. 13500 Northcentral 
Expressway, Dallas 22, Texas. 
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U. S. DEPARTMENT OF COMMERCE 


ADDRESS ONLY PATENT OFFICE 
THE COMMISSIONER OF PATENTS WASHINGTON 
WASHINGTON, D.C., 20231 


Interference No. 94,676 


OcHSNER AND MILLER 
Vv. 


MILLIs 


Samuel M. Mims, Jr. 


Patent Dept. 

Texas Instruments, Inc. 

13500 North Central Expressway 
Dallas 22, Texas 


Please find below a communication from the 

EXAMINER in this case. 

Commissioner of Patents. 

The party Ochsner et al. filed on May 16, 1966, a motion 
for extension of their testimony time. An opposition was 
filed May 19, 1966 by Millis to which Ochsner et al. replied 
on May 26, 1966. 


In essence the need for additional testimony time is 
based on the intention of Ochsner et al. to obtain a court 
order compelling Millis to answer specific questions. While 
it is not clearly indicated in the papers filed by the parties, 
it would appear that the questions sought to be answered 
relate to the issue of derivation of the invention in issue 
from the junior party. Ochsner et al, further indicate that 
they gave notice of taking depositions of certain witnesses 
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in the employ of the assignee of Ochsner et al.; however it 
was decided that such depositions should not be taken until 
after that of Millis. 


The party Millis does not oppose additional time to allow 
Ochsner et al. to take the depositions of Millis should the 
court compel Millis to answer the involved questions. How- 
ever Millis does oppose further extension of time for Ochs- 
ner et al. to take the testimony of their witnesses relative 
to their case for priority. To support his view a decision by 
the Commissioner in Interference No. 89,996, Robitschek 
vy. Tapas et al, is cited. 

After carefully considering the arguments of the parties 
it is the opinion of the Patent Interference Examiner that 
on the particular facts involved in this case and in the in- 
terest of justice and orderly procedure, the motion for ex- 
tension of time should be granted. 

The testimony sought from Millis is part of Ochsner et 
al’s case for priority relating to the issue of derivation; such 
was not the case in Robitschek v. Tapas et al. It would 
therefore appear that the testimony of Millis, in so far as it 
relates to the issue of derivation, must be taken during the 
time assigned to Ochsner et al. to present their testimony- 
in-chief. No reason is seen to compel Ochsner et al. to take 
the testimony of their witnesses in a specific order which 
they feel is not to their best interest or advantage. 


Accordingly the motion for extension of time is granted 
and in accordance therewith the times are reset as follows: 
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Testimony in chief of Ochsner et al. to close July 18, 1966. 
Testimony of Millis to close August 16, 1966. 


Rebuttal testimony of Ochsner et al. to close September 
6, 1966. 


The time for filing and serving the record is extended to 
October 7, 1966. 


Times for filing briefs are extended to: 

Junior party—October 24, 1966 

Senior party—November 14, 1966 

Junior party’s reply brief—November 23, 1966 


No further extension of time for the testimony in chief 
of Ochsner et al. based on the reasons set forth above 
should be expected unless accompanied by a detailed show- 
ing (Rule 281). 


G Milestone/jb Patent Interference Examiner 
Room 3090 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 


OcHsNER & MILLER 
v. 


MILLIS 


PETITION UNDER RULE 244 


This is a PETITION to invoke the supervisory authority 
of the Commissioner. 


‘The senior party Millis hereby petitions, by counsel, that 
the June 7, 1966 decision of the Patent Interference Exami- 
ner in the above-entitled interference granting the junior 
party’s Motion to Extend be overruled on the grounds that 
the Examiner erred in granting said motion. 

The facts involved in this petition are as follows: 


1. After long delay (including a prior interference No. 
92,859 which is the subject of a Motion for Judg- 
ment brought by the party Millis, which motion is 
set for decision at final hearing of the present inter- 
ference) and several extensions of time at the request 
of the junior party Ochsner et al, the junior party 
finally gave notice that the testimony of senior party 
Millis and one of his co-workers, a Mr. S. E. Bulow, 
would be taken beginning on May 10, 1966 and that 
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beginning on May 17, 1966 the testimony of the 
junior party’s own witnesses would be taken. 


. On the morning of May 10, 1966, on motion by the 
senior party Millis, the subpoenas duces tecum 
served by the junior party on Messrs. Millis and 
Bulow were quashed by Judge Gordon, of the Dis- 
trict Court, Western District of Kentucky, because 
they were “a reversal of the proof” and “purely dis- 
covery at this point”. 


. The junior party then proceeded on May 10, 1966 
to take the personal testimony of the party Millis 
in behalf of the party Ochsner et al The party Mil- 
lis, on advice of counsel, refused to answer several of 
the questions put to him by the junior party during 
the ensuing two and one-half days of interrogation. 


4. On May 13, 1966, counsel for junior party Ochsner 
et al gave notice (see page 6 of the Motion to Ex- 
tend): 


“that the Attleboro depositions would not be taken 
as and in the manner originally noticed” 


because he was of: 


“the opinion * * * that proper presentation of the 
trial of this interference on behalf of the party 
Ochsner and Millis required that all testimony of 
witnesses Millis (the senior party) and Bulow (an 
employee of the assignee of Millis) should be con- 
cluded before beginning the taking of the deposi- 
tions of the Attleboro witnesses (employees of the 
assignee of Ochsner et al) * * *”. 
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5. The junior party thereafter proceeded with the tak- 
ing of the testimony of Mr. Bulow, which testimony 
was completed on the afternoon of May 14, 1966. 


- On May 16, 1966, the junior party Ochsner et al filed 
its Motion to Extend; an Opposition thereto was 
filed on May 19, 1966 by the senior party Millis; and 
the junior party Ochsner et al filed a Reply on May 
26, 1966. 


. By decision dated June 7, 1966, the Patent Inter- 
ference Examiner granted the junior party’s Motion 
to Extend, stating: 


“After carefully considering the arguments of the 
parties it is the opinion of the Patent Interference 
Examiner that on the particular facts involved in 
this case and in the interest of justice and orderly 
procedure, the motion for extension of time should 
be granted. 


The testimony sought from Mills is part of Ochs- 
ner et al’s case for pricrity relating to the issue of 
derivation; such was not the case in Robitschek v. 
Tapas et al. It would therefore appear that the 
testimony of Millis, insofar as it relates to the issue 
of derivation, must be taken during the time as- 
signed to Ochsner et al to present their testimony: 
in-chief. No reason is seen to compel Ochsner et al 
to take the testimony of their witnesses in a spe- 
cific order which they feel is not to their best in- 
terest or advantage.” 


Since the Patent Interference Examiner has distinguished 
from the apparent authority of the Commissioner’s decision 
in Interference No. 89,996, Robitschek v. Tapas et al by re 
ferral to a factual difference not shown to be determinative 
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of the decision therein, it is respectfully requested that the 
Examiner’s decision be overruled. 


REMARKS 


In the Robitschek v. Tapas et al interference, as here: 

1. The junior party (Robitschek) sought to take the 
testimony of the senior party (Tapas et al) prior 
to the taking of any other testimony. 

2. The senior party declined on advice of counsel to 
respond to a question. 

3. The junior party withdrew his notice of taking 
testimony of certain other witnesses. 

4. The junior party then moved, before the Board of 
Patent Interferences, for an extension of time in 
order to obtain an order of a court to compel the 
senior party to answer. 


The Examiner of Interferences denied the motion stating: 


“In addition no satisfactory reason has been pre- 
sented why the party Robitschek could not take 
the testimony of his own witnesses as to his own 
priority case. It appears that such testimony was 
to be taken September 14, 1961 but that Robi 
chek deliberately elected not to take it, canceling 
the notice of September 8, 1961. The reason for 
not taking such testimony apparently was only 
the unsatisfactory reason that Robitschek de 
sired to change the order of the parties in taking 
testimony contrary to the Rules of Practice as 
noted in the foregoing.” 


This decision of the Examiner of Interferences was affirmed 
upon petition to the Commissioner, the First Assistant 
Commissioner stating: 

“No special circumstances have been shown in the 
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present case which would make testimony by 
Tapas a prerequisite to the proper presentation 
of Robvitschek’s case. A careful consideration of 
the case in view of the petition fails to disclose 
any such error on the part of the Examiner of 
Patent Interferences as would justify the setting 
aside of his decision and the petition is accord- 
ingly denied.” 

It is submitted that there has been no showing of special 
circumstances making the completion of the testimony of 
the party Millis “a prerequisite to the proper presentation 
of” the case of Ochsner et al. The junior party, Ochsner et 
al, while making reference to a possible theory of its case 
as being one of derivation, has failed to set forth any such 
circumstances. It is submitted that a theory of its case is 
not a special circumstance justifying the reversal of the 
order of taking testimony. 


The Examiner finds that “the testimony of Millis, inso- 
far as it relates to the issue of derivation, must be taken 
during the time assigned to Ochsner et al to present their 
testimony-in-chief.” (Emphasis added). The record does not 
support this finding nor has any authority been offered in 
support of this proposition. The junior party does not seek 
merely to take the testimony of the senior party during its 
assigned time. The junior party seeks to take the testimony 
of the senior party before taking any testimony of its own 
witnesses. 


The junior party in attempting to explain why the time 
to bring a motion to compel is necessary (and, thereafter, 
to call its own witnesses) contends that, because of a pos- 
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sible derivation issue, it is entitled to “call the senior party 
Millis as a witness in the hope (emphasis added) of obtain- 
ing answers from him which would constitute admissions 
against interest * * *” Further, that “there was no assur- 
ance that (it) would * * * have an Opportunity to cross- 
examine” the senior party. In essence, then, the junior party 
contends, and the Examiner so holds, that discovery and a 
reversal of the order of taking testimony is permitted if an 
issue of derivation is alleged. 

It should be noted that while the junior party alleges a 
right to examine the senior party he admits that the junior 
party (Ochsner and Miller) are the best witnesses on the 
issue of derivation. 


As to the latter of the above contentions, (the oppor- 
tunity to cross-examine) it is well recognized that the senior 


party to an interference has no obligation to take testimony 
at all. It is further axiomatic that the right to cross-ex- 
amination of a witness applies only after a witness has been 
called for direct testimony. Therefore, it is submitted that 
the opportunity to cross-examine the senior party is not a 
valid reason for requiring the completion of the senior party 
Millis’ testimony prior to the junior party’s examination of 
his own witnesses. 

As to the former above contention (the hope of obtaining 
admissions) , there has been no authority cited by the junior 
party nor by the Examiner which would require this to be 
a part of the junior party’s testimony-in-chief. While in 
cases governed by the Federal Rules of Civil Procedure 
such a step (Pretrial Discovery) is authorized for the pur- 
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pose of narrowing the issues prior to trial, it is recognized 
that the Federal Rules of Civil Procedure relating to dis- 
covery do not apply in patent interferences. It is submitted 
that the bare hope of obtaining admissions cannot be a “pre- 
requisite to the proper presentation” of the junior party’s 
case and, therefore, is merely an attempt at discovery. 


It is therefore submitted that the Examiner’s finding 
that the testimony of the senior party Millis must be taken 
during the time assigned to Ochsner et al to present the 
testimony-in-chief is clearly in error. 


Certainly, following the reasoning set forth in Shumaker 
». Paulson (58 USPQ 279 (1943), cited in the junior party’s 
Reply), the testimony of the senior party is not necessary 
to the junior party’s case at all. The Shumaker case at page 
282 reasons as follows: 

vould observe that while the burden 
unior party) to establish deriva- 

him by Paulson (senior party), 
evidence of dis- 


ward with proof to overcome 

by Shumaker.” 
Yet, the Examiner would distinguish from Robitschek v- 
Tapas et al by finding within the junior party’s various al- 
legations that Millis’ testimony is “part of” the junior 
party’s case as relating to the issue of derivation. Further, 
such distinguishing from Robitschek v. Tapas is based on 
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what is assumed not to have been one of the ultimate issues 
of the Robitschek case as contrasted with the ultimate issue 
merely alluded to in the instant case. It is submitted orderly 
procedure cannot be maintained in the trial of interferences 
if the procedure is to be modified in accordance with what- 
ever might be alleged to be the ultimate issue, or theory, of 
the case. It is submitted that the Examiner’s finding that 
the senior party’s testimony is “part of” the junior party’s 
case is in error. Even assuming, arguendo, that such testi- 
mony is a part of the junior party’s case, there is no 
necessity shown for its completion prior to the taking of tes- 
timony of the junior party’s own witnesses. 

Rule 251 clearly authorizes the setting of times for tak- 
ing testimony and Rule 245 provides only for extension of 
such times—“sufficient cause being shown.” Yet the Examiner 
implies that the party Millis asks the Patent Office to com- 
pel the junior party to take his testimony in a particular 
manner by the following statement: 


“No reason is seen to compel Ochsner et al to take the 

testimony of their witnesses in a specific order which 

they feel is not to their best interest or advantage.” 
This statement ignores completely the fact that the junior 
party seeks to reverse the order of testimony by unilaterally 


refusing to continue with the testimony of its own witnesses 
(even though as noticed, there was sufficient time left in 
the period) during the period set by the Patent Office, 
which period will be extended only by showing of sufficient 
cause. Due to the many delays referred to above, the senior 
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party Millis therefore submits that the orderly procedure 
established by the Commissioner, for the purpose of expe- 
ditiously determining interferences should be utilized for its 
intended purpose where, as here, the need to extend the 
time for taking testimony is not shown. 

While the junior party has stated that it would be, in 
their opinion, “an unconstitutional arrogation of authority” 
for the Patent Office to dictate the “management” of a case, 
it must be recognized that the Patent Office has an obliga- 
tion to the parties and to the public to bring about a reason- 
ably expeditious determination of the issue. It is submitted 
that a party should not be permitted to so manage his case 


as to cause unreasonable delay. 


Before calling the senior party, the junior party should 
have anticipated that the senior party would protest vigor- 


ously to this procedure as an attempt to improperly reverse 


the order of taking testimony. The junior party charges the 
senior party with being uncooperative and evasive, poor 
grace, responsibility for the delay, lengthy objections, etc., 
as if this was to be totally unexpected. It is submitted that 
the junior party can be charged with notice that their choice 
of proceeding would effect this response by the senior 
party if, indeed, these charges are substantiated. And hav- 
ing such notice, it can only be assumed that the procedure 
was used by the junior party for the purpose of further de- 
laying these proceedings. 
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The propriety of the senior party’s refusal to answer will 
be determined by the court if the junior party brings a mo- 
tion to compel, and is therefore not an issue on the need for 
more time. It is therefore somewhat presumptous and im- 
pertinent to argue here what will necessarily be argued in 
opposition to such a motion. However, in this respect, it 
should be noted that the questions the junior party desired 
to ask the senior party have been asked during the testi- 
mony period of the junior party. If these were proper ques- 
tions (as alleged by the junior party) the court will require 
that they be answered. It is inconceivable that such answers 
would be subject to a motion to strike brought by the senior 
party on the basis that the answers were received beyond 
the expiration of the testimony period. If these were not 


proper questions, as believed by the senior party, this pro- 
ceeding has been delayed needlessly. It is submitted that 
there is no showing of a need for the answers (assuming, 


arguendo, that the court would so require) before the junior 
party can proceed. The only reason for seeking the deposi- 
tion of the party Millis, as stated by the junior party, was 
“in the hope of obtaining answers from him which would 
constitute admissions against interest.” This very statement 
sounds in discovery, not in testimony. 


It is submitted that the junior party's tactical maneuver- 
ing does not entitle them to relief from the orderly pro- 
cedures of the Patent Office, which maneuvering, if not for 
the purpose of delay, is certainly effecting the same. 
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In view of the above, it is submitted that the decision of 
the Examiner of Interferences should be reversed and the 
junior party's Motion to Extend denied. 


Respectfully submitted, 


Attorney 


Henry T. Olsen: ap 
Owensboro, Kentucky 
Tel (Area Code 502) 683-2401 Ext. 607 


CERTIFICATE OF SERVICE 


I hereby certify that on the 16th day of June, 1966, I 
personally mailed, first class, postage prepaid, a copy of 
this paper to Mr. Ellsworth H. Mosher, Stevens, Davis, 
Miller & Mosher, 1329 E Street, N.W., Washington, D.C. 
and another copy to Mr. Samuel M. Mims, Jr., Patent 
Department, Texas Instruments, Inc., 13500 Northcentral 
Expressway, Dallas 22, Texas. 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 
(On Petition to the Commissioner) 


OcHSNER, et al 
Uv. 


MILLIS 


REPLY TO MILLIS’ “PETITION UNDER RULE 244” 
Now comes the party Ochsner et al, hereinafter simply 


Ochsner, and by way of reply to the “Petition Under Rule 
244” filed by the party Millis, respectfully requests that it 
be denied as not having any adequate basis either in law or 
in fact. 


For the sake of brevity and to avoid needless repetition 
insofar as possible, it will be assumed that at this point the 
honorable Commissioner of Patents is familiar with the con- 
tents of the moving papers as well as the Patent Interference 
Examiner's decision that led to filing of the petition under 
consideration; i.e., Ochsner's Motion for Extension of Time 
filed May 16, 1966, Millis’ Opposition to Motion for Ex- 
tension of Time filed May 19, 1966, Ochsner’s Reply to “Op- 
position to Motion for Extension of Time” filed May 26, 
1966, the Patent Interference Examiner's decision dated 
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June 7, 1966, and Millis’ Petition Under Rule 244 bearing 
service date of June 16, 1966. 


At the outset, it is to be noted that as a matter of law 
there is no appeal from the Interference Examiner’s inter- 
locutory ruling. It is respectfully submitted that the party 
Mills should not be permitted to, in effect, appeal under the 
guise of seeking to invoke the supervisory authority of the 
Commissioner—at least in the absence of a showing of abuse 
of discretion on the part of the Examiner or irreparable in- 
jury to the party Millis, neither of which is shown to be 
an element in this case. 


Goodfellow v. Jolly, 1905 C.D. 105 

Christensen v. McKenzie, 1905 C.D. 238 

Dalton v. Hopkins v. Newman, 1906 C.D. 154 
Wickers and Furlong v. Weinwurm, 1907 C.D. 219 


The Shaw and Welty Shirt Co. v. The Quaker City 
Shirt Mfg. Co., 1910 C.D. 141 


Victor Talking Machine Co. v. American Gramophone 
Co., 1910 C.D. 240 


In addition to the insufficiency of the Millis petition as a 
matter of law, it is also respectfully submitted that it is in- 
sufficient insofar as it relates to matters of fact. In the in- 
terest of brevity—in view of the assumed familiarity with 


the previous papers upon which the petition is based—this 
can be perhaps best shown by the following pertinent running 
commentary upon the indicated portions of the Millis pe- 
tition: 
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Page 1, penultimate paragraph: actually the Court quashed 
only the “duces tecum” portion of the subpcena. See Ex- 
hibit “F” attached to the Ochsner Motion for Extension of 
Time filed May 16, 1966. 


Page 1, last paragraph: the refusal to answer (on advice 
of counsel) extended to several dozens or more of questions 
put to the witness Millis, not “several” as there alleged. 


Page 2, last paragraph: the Interference Examiner’s opin- 
ion of June 7, 1966 shows on its face that the factual differ- 
ence was determinative of the difference in the decisions. 


Page 3, last paragraph: the reference to “possible theory” 
of derivation is not understood. The party Millis has not de- 
nied the fact of joint meetings between G.E. and M. & C. 
out of which the invention in controversy arose. In any 
event, the last paragraph of the affidavit by G.E.’s Bulow 
(Exhibit “AA” attached to the Ochsner Reply filed May 
26, 1966) fully supports the fact of the joint meetings that 
underlies what the party Millis has chosen to call “a pos- 
sible theory of its [Ochsner’s] case as being one of deriva- 
tion.” 

Page 4, second paragraph: the testimony in question is 
neither discovery nor does it constitute a reversal of the order 
of taking testimony. 


As to the former, it is not discovery because Ochsner al- 
ready knows the facts regarding derivation as well as Mills: 
it is merely a problem of establishing those facts for record 


purposes as a part of the trial of the interference. 
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As to the lctter, there is no question of a reversal of the 
order of taking testimony in any real sense because the 
Examiner has held—and rightly so—that, 

“* * © the testimony of Millis, in so far as it relates to 
the issue of derivation, must be taken during the time 
assigned to Ochsner et al to present their testimony-in- 
chie?.” (Emphasis added) 
If further authority were needed for such an elementary 
proposition of law, such authority is found in, 


Goldschmidt and Weber v. von Schutz, 19138 C.D. 159, 
and 


Suinglehurst Uv. Ballard, 258 Fed. 978, 49 App. D.C. 
73, 1919 C.D. 228 


Page 5, lines 2-4: as indicated above, Ochsner is not en- 


gaging in discovery or “merely an attempt at discovery” 
but, per contra, is actually putting on his trial of the inter- 
ference. The facts relating to derivation are already well 
known to Ochsner; it remains only to prove them during the 
trial. 


Page 5, middle of the last full paragraph (“F urther, such 
. instant case”): Millis’ apparent implication that deri- 
vation was or might have been an issue in the Robitschek 
v. Tapas interference is not supported by anything under- 
signed counsel was able to find in the Patent Office file of 
that interference; Millis has not pointed to any particular 
part of the file of that interference thought to support the 
implication; and the Interference Examiner himself has 
stated that, 
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“. . . such [testimony relating to the issue of deriva- 
tion] was not the case in Robitschek v. Tapas et al.” 
(Opinion dated June 7, 1966, page 2, lines 8-10). 
Page 5, last sentence of last full paragraph (“Even Assum- 
ing, ... own witnesses.”): it is respectfully submitted that. 
as ruled by the Interference Examiner below, a party may, 
within the given time allotted for him for the purpose, present 
the testimony of his witnesses in any order he chooses. This 
is especially so where as here, the transcript of the testimony 
(when received) will amply show that most of the delay is 
chargeable to the party Millis, and that absent such delay. 
the party Ochsner would have had time to complete the 
taking of his testimony within the original time set. 
Page 6, first full paragraph, last sentence: it is agreed that 
a party should not be permitted to manage his case in such 
a manner as to “cause unreasonable delay” (emphasis by the 


party Millis). However, the transcript of testimony (when 
received) will in this regard convict Millis of that of which 
he accuses Ochsner. 


Page 7, lines 14-15: the party Millis’ suggestion once more 
of discovery not testimony is not borne out by the record, 
for reasons fully developed earlier in this paper. 

It is respectfully submitted that the party Millis has 
failed utterly to make out a case where the honorable Com- 
missioner should overturn the interlocutory ruling of the 
Interference Examiner herein. No abuse of discretion has 
been shown, nor any remote possibility of irreparable injury 
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to the party Millis if the ruling stands. Under the principles 
enunciated in Goodfellow v. Jolly, supra, the Interference 
Examiner's ruling on interlocutory questions such as here 
presented should be, 

“* * * reversed only in extreme Cases, and then only 

when it appears that great hardship will ensue unless 

his decision be reversed.” 
It being perfectly obvious that the party Millis can be amp- 
ly protected at final hearing by interposing suitable object- 
tions during the taking of further testimony by the party 
Ochsner, it follows as a corollary that Millis has not made 
out a “hardship” case justifying intervention by the hon- 
orable Commissioner. Ochsner is concerned with developing 
the true facts as to who made the invention in controversy 


and how, whereas it appears that Millis is attempting rath- 
er to rely upon procedure to defeat this objective. 


Wherefore, denial of Millis’ Petition Under Rule 244 is 
earnestly solicited. 


Respectfully submitted, 


SrEvENS, Davis, MILLER & 
MOSHER, 
Associate Attorneys for the 
party Ochsner et al. 


By 
Ellsworth H. Mosher 
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CERTIFICATE OF SERVICE 

I hereby certify that on this 27th day of June, 1966, the 
foregoing REPLY TO MILLIS’ “PETITION UNDER 
RULE 244” was served by mailing copies by first-class mail, 
postage prepaid, to Mr. Nathan J. Cornfeld, General Elec- 
tric Company, 316 East 9th Street, Owensboro, Kentucky, 
and to Mr. Frank Neuhauser, General Electric Company, 
Wyatt Building, 777 14th Street, N.W., Washington, D.C. 
20005, attorneys for the party Millis. 


Ellsworth H. Mosher 


106a 


In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


—— 


Interference No. 941,676 


Filed 
7/18/66 


OcHSNER, et al., 
v. 


MILLIs 


EX PARTE MOTION FOR EXTENSION OF TLMES 


Now comes the party Ochsner et al and moves, the hon- 
orable Board consenting, that the time as presently set for 


taking testimony-in-chief be extended as follows: 


Testimony in chief of Ochsner and Miller to close August 
17, 1966, or ten (10) days from the time of the Patent Office 
decision on this motion, whichever is later. 

This extension of time is sought in view of the following 
circumstances: 

The deposition of Walter Millis was taken by the party 
Ochsner et al during the period May 10-13, 1966, during 
which Millis refused, on the advice of his counsel, to an- 
swer an extensive number and subject matter range of ques- 
tions. The party Ochsner et al is seeking to compel an- 
swers to these questions and questions following therefrom 
as a natural consequence by way of motion before District 
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Judge James Gordon, of the United States District Court 
for the Western District of Kentucky at Owensboro. Be- 
cause of a heavy workload during the months of May and 
June, the reporter was not able to have the Millis deposition 
transcript available until July 7, 1966, and the earliest con- 
venient date for the party Ochsner et al to present its motion 
to Judge Gordon is July 20, 1966, two days after the present 
closing date for the testimony in chief of Ochsner et al. In 
the meantime, the party Ochsner et al has proceeded with 
the depositions of all its witnesses at Metals & Controls 
Division of Texas Instruments Incorporated in Attleboro, 
Massachusetts, during July 12-14, 1966 as set forth in the 
notice of taking testimony dated June 23, 1966, except for 
the witness Raymond R. Kondrat. Mr. Kondrat has been in 
California on vacation with his family and at all times, has 
been ready and willing to appear and give testimony. How- 
ever, due to the unexpected and unforeseeable airline strike, 
Mr. Kondrat has been unable to travel from San Francisco. 
California to Attleboro for the Ochsner et al depositions de- 
spite the expenditure of many man-hours of effort to make 
him present and available. Thus, the testimony in chief of 
Ochsner et al has been completed by July 14, 1966, within 
the period as presently set, except for the deposition of Kon- 
drat, the motion to compel answers which will be argued be 
fore Judge Gordon on July 20, 1966, and further deposition 
if any of Walter Millis as may be ordered by the court. 


In an effort to allow the party Ochsner et al to complete 
its testimony in chief in the shortest possible time and con- 
clude this interference with the utmost economy of time 
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for the parties and the public, the parties had agreed to 
stipulate to a four (4) day extension of time for the party 
Ochsner et al testimony in chief period. This would have 
enabled Kondrat (pursuant to arrangement already made 
with him and agreed to by Counsel for Millis) to drive by car 
from San Francisco, California, to Owensboro, Kentucky 
and to be present for his deposition on July 20, 1966 after 
the hearing before Judge Gordon. Assuming that Judge Gor- 
don ruled from the bench and in favor of the party Ochsner 
et al, the answers so ordered of Walter Millis were planned 
to be taken as soon as the deposition of Kondrat had been 
completed but, nevertheless, within the limited extension of 
time. However, the party Millis has now withdrawn from the 
agreement to stipulate for the four (4) day extension of 
time for the party Ochsner et al. Thus, this motion by the 
party Ochsner et al is necessary to allow the party Ochsner 
et al to complete its testimony in chief. 


It is realized that a number of extensions of time have 
already been granted in this interference via stipulation 
and motion. It is pointed out, however, that the present 
request for extension of time is necessitated by the unavoid- 
able delay in obtaining the transcript of the Millis depo- 
sition, the earliest convenient date for presenting the motion 
to compel answers before J udge Gordon being July 20, 1966 
and the unexpected and unforeseeable airline strike. The 
party Ochsner et al has moved forward in good faith to try 
and complete its testimony in chief by the taking of depo- 
sitions of all witnesses in Attleboro, Massachusetts and has 
done so with the exception of Mr. Kondrat. 
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The party Ochsner et al recognizes that any time exten- 
sion permitted fcr completion of testimony-in-chief will in- 
terfere with the times as presently set for the party Millis 
to take testimony. Accordingly, the party Ochsner et al 
hereby agrees to any time extension as may be necessary to 
afford the party Millis full and adequate opportunity to 
complete any testimony he may desire to take. 


It is hereby certified that the foregoing extension of time 
is sought in good fatih. 


Respectfully submitted, 


/s/ SAMUEL M. Mins, Jr. 


Attorney for the party 
Ochsner et al 


CERTIFICATE OF SERVICE 


I hereby certify that on this 15th day of July, 1966, the 
foregoing EX PARTE MOTION FOR EXTENSION OF 
TIMES was served by mailing copies by first-class mail, 
postage prepaid, to Mr. Nathan J. Cornfeld and Mr. Henry 
T. Olsen, General Electric Company, 316 East 9th Street, 
Owensboro, Kentucky, and to Mr. Frank Neuhauser, General 
Electric Company, Wyatt Building, 777 14th Street, N.W., 
Washington, D. C. 20005, attorneys for the party Millis. 


Attorney for the party 
Ochsner et al 
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DOCKETED 
By eg on 7-22, 1966 
and 


By on 19 
STEVENS. DAVIS. MILLER 
& MOSHER 
ADORESS ONLY 
THE COMMISSIONER OF PATENTS 
WASHINGTON, 0.C. 20231 


U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON, D.C. 20231 


Interference No. 94,676 


OcHSNER AND MILLER 


This is a petition by the party Millis from the decision of 
the Patent Interference Examiner, rendered June 7, 1966, 
extending the time of Ochsner, et al for taking testimony 
to July 18, 1966 on the basis of a motion which alleged 
that the extension was necessary in order that the 
testimony of Millis, who had been subpoened by Ochs- 
ner, et al, could be completed before Ochsner, et al pre- 
sented their testimony in chief. The Examiner distinguished 
this case from Robitschek v. Tapas, et al, Interference No. 
89,996, relied on by the petitioner, on the ground that since 
there is a charge of derivation made by Ochsner, et al, the 
Millis testimony constitutes a part of the testimony in chief 
of Ochsner, et al and that party should be allowed to pre- 
sent its case in any desired order. 
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That distinction is not thought to be controlling here. It 
is the normal procedure in interferences, whether or not there 
is an issue of derivation, for the junior party to take testi- 
mony first. To hold that such party may, as a matter of 
right, complete the examination of the senior party before 
offering his own testimony, would virtually reverse the order 
of testimony prescribed by the Patent Office rules. Accord- 
ingly, while the exigencies of the situation with respect to 
the completion of the Millis testimony would seem to justify 
an extension of the time for taking it, a similar extension of 
the time for taking the remainder of the Ochsner, et al 
testimony is not warranted merely by the fact that that 
party would prefer to complete the Millis testimony first. 


This interference was declared more than eighteen months 
ago and the time for taking testimony by Ochsner, et al 
was originally set on September 23, 1965 to expire Novem- 
ber 24, 1965. Notwithstanding the Commissioner’s notice of 
April 24, 1964, 803 O. G. 1, and the fact that the examiner 
indicated on January 12, 1966, February 17, 1966, March 2, 
1966 and April 19, 1966 that “Further extension of time for 
taking testimony in chief of Ochsner, et al should not be ex- 
pected” that time was successively extended on the dates 
mentioned for a total of almost six months from the original 
expiration date, prior to the filing of the motion here involved. 
The motion was filed on May 16, 1966, only two days prior 
to the date then set for the expiration of the movant’s time 
for taking testimony, and after notice of the taking of testi- 
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mony on May 17, 1966 had been duly given. It appears there- 
fore, that Ochsner, et al could have taken their testimony 
within the time set but elected not to do so. 


Oschner. et al contend that the denial of their motion 
would amount to dictating the management of their case and 
would involve an unconstitutional arrogation of authority, 
but this is not thought to be an accurate view of the situa- 
tion. Considering the fact that the first notice of taking the 
Millis testimony was given on April 29, 1966, more than five 
months after the expiration of the original time for taking 
testimony and after four successive warnings that the time 
would not be extended, there would have been nothing un- 
reasonable, not to say unconstitutional, in denying any ex- 
tension whatever beyond May 18, 1966. The party Ochsner, 
et al in filing a motion for an extension at the end of the 
period and in the face of these repeated warnings assumed 
the risk that the motion might be denied. 


It is true, as pointed out by Ochsner, et al, that it is not 
the usual practice to set aside a decision on a judgment 
matter, on petition, in the absence of clear error or abuse 
of discretion. However, where as here, there is a prior de- 
cision directly in point and where a general question of pro- 
cerlure is involved which may be applicable in other cases, 
as distinguished from an interpretation of a specific set of 
facts, a different situation is presented. It is not considered 
that the Examiner in this case was guilty of an abuse of dis- 


cretion or that there was no rational basis for his decision, 
but it is thought that his ruling here, if undisturbed, would 
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establish a dangerous precedent which might well interfere 
with the orderly taking of testimony in the manner pre- 
scribed by the rules. 


The petitioner has indicated that he would not object to 
the extension of time to complete the taking of the testi- 
mony of Millis if and as required by the court, and Exami- 
ner’s granting of the Ochsner, et al motion, so far as it af- 
fects that testimony was therefore correct, but to the ex- 
tent that the Examiner granted the motion to extend the 
time for taking other testimony on behalf of Ochsner, et 
al his decision must be reversed for the reasons above given. 


The petition is granted to the extent indicated. 


EDWIN L. REYNOLDS 
First Assistant Commissioner 


Harotp LEvINE (for Ochsner, et al) 
Pat. Department 
Metals & Controls Div. 
Texas Instruments, Inc. 
34 Forest Street 
Attleboro, Mass. 


NATHAN J. CORNFELD (for Millis) 
General Electric Co. 
316 East 9th Street 
Owensboro, Kentucky 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 


OcHSNER et al 


MIs 


OPPOSITION TO EXTENSION OF TIME 


Now comes the party Millis, by counsel, and opposes the 
motion for extension of time for taking of its testimony-in- 
chief filed by the party Ochsner et al dated July 15, 1966, 
as not in accordance with the Commissioner’s decision dated 
July 18, 1966, which decision rules on the previous request 
for extension of time made by the junior party. For this 
reason it is submitted that the motion should be denied. 


Respectfully submitted, 


/s/___ Henry T. OLsen 
Attorney 


Henry T. OLSEN:ARD 
Owensboro, Kentucky 
Tel. (Area Code 502) 683-2401, Ext. 607 


July 21, 1966 


1l5a 
CERTIFICATE OF SERVICE 


I hereby certify that on the 25th day of July, 1966, I 
personally mailed, first class, postage prepaid, a copy of this 
paper to Mr. Ellsworth H. Mosher, Stevens, Davis, Miller 
& Mosher, 1329 E Street, N.W., Washington, D.C., and 
another copy to Mr. Samuel M. Mims, Jr., Patent Depart- 
ment, Texas Instruments, Inc., 13500 Northcentral Express- 
way, Dallas 22, Texas. 


/s/ FRANK L. NEUHAUSER 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 
(On Petition to the Commissioner) 


OcHSNER et al 
v. 
MIuIs 


PETITION FOR RECONSIDERATION 


This is a petition for reconsideration of the First Assistant 
Commissioner's decision, dated July 18, 1966, granting the 
petition of the party Millis in the above-identified case and 
overruling the Interference Examiner’s decision of June 7, 


1966 extending the time for the party Ochsner et al to com- 
plete its testimony in chief to close July 18, 1966. 


The First Assistant Commissioner points out on page 3 of 
his decision that, 

“Jt is not considered that the Examiner in this case 
was guilty of an abuse of discretion or that there was 
no rational basis for his decision, but it is thought that 
his ruling here, if undisturbed, would establish a dan- 
gerous precedent which might well interfere with the 
orderly taking of testimony in the manner prescribed by 
the rules.” 

The First Assistant Commissioner further states (bottom 
of page 2) that a general question of procedure is involved 
and that there is a prior decision directly in point (Robits- 
chek v. Tapas et al, Interference No. 89,996). It is respect- 
fully submitted that the Robitschek case is not applicable 


117a 


here because the procedural question herein, said to virtually 
reverse the order of testimony, was not present in Robitscheh. 
Therefore Robitschehk is not controlling here—as indeed was 
held by the Examiner of Interferences in the decision of 
June 7, 1966. The party Ochsner et al contends (and the 
party Millis does not deny) that this is a case of derivation 
of invention. The Robitschek case did not involve the issue 
of derivation. 


Briefly, the fact situation here is as follows: During the 
early and mid-1950’s the General Plate Division of Metals 
and Controls Inc., the employer and assignee of the junior 
party Ochsner and Miller, was looking for uses for its metal 
products in various industries including the vacuum tube in- 
dustry. The first of a long series of joint meetings was held 
by representatives of General Plate and representatives of 
General Electric Company (the employer and assignee of 
Millis) in June of 1965 to discuss applications for those ma- 
terials in vacuum tubes. 


Prior to this meeting, however, General Plate had dis- 
cussed “Copper Cored Aliron™ (a trade name for a five- 
layered material including the specific anode material in- 
volved in this interference) with other vacuum tube manu- 
facutrers including the Tung Sol Company. Following the 
first meeting between General Plate and General Electric in 
June of 1956 attended by both Ochsner and Millis, a co- 
operative development effort evolved including a long series 


of joint meetings held approximately on a monthly basis. 
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The specific material of this interference was developed 
by General Plate and was successfully tested by Millis and 
General Electric during the cooperative development effort. 
Based on reports and minutes of the numerous joint meet- 
ings the party Ochsner et al has sought to pinpoint the 
actual contributions to the cooperative development effort 
by General Plate and General Electric, and specifically of 
Ochsner and Miller on one hand and Millis on the other. 
Depositions have been taken by the party Ochsner et al of 
emplovees of both companies including the parties to this 
interference. During the course of his deposition, Millis re 
fused to answer, on advice of counsel, a large number, Le.. 
47 of pertinent and material questions relating to the co- 
operative development effort and his part therein. A motion 
to compel answers to those questions was argued before the 
United States District Court for the Western District of 
Kentucky on July 20, 1966, the earliest date convenient to 
the Court and the parties. We have just been advised by 
local counsel that the motion was denied by order of the 
Court docketed July 25, 1966. 


Proof of derivation of the invention by the senior party 
from the junior party is part of the junior party's prima 
facie case (Goldschmidt and Weber v. Von Schutz, 1913 
C.D. 159, and Swinglehurst v. Ballard, 1919 C.D. 228). The 
Goldschmidt and Swinglehurst cases stand for the proposi- 
tion that testimony on derivation is proper only during the 
testimony-in-chief period of the junior party. It is also well 
recognized, as noted on page 4 fourth paragraph of the Mil- 
lis petition, that “the senior party to an interference has no 
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obligation to take testimony at all.” It follows that testi- 
mony of the senior party Millis relating to the issue of deri- 
vation must be included in and constitute a part of the tes- 
timony-in-chief of the junior party Ochsner et al. Thus 
there is no reversal of the order of testimony by the party 
Ochsner et al in taking the testimony of Millis because this 
testimony is a logical and necessary part of the testimony- 
in-chief of the party Ochsner et al. 


It is certainly no new thing in patent jurisprudence for a 
junior party to take the testimony of the senior party. See, 
for example, Applegate et al v. Scherer et al, 1964 C.D. 721, 
where in a fairly recent derivation case the only party tak- 
ing testimony (as shown by the Court’s opinion) was the 
junior party Scherer et al who called Applegate, one of the 
senior party joint inventors, as a witness on the very issue 
of derivation. Perhaps the most recent case where a junior 
party took depositions of the senior party—although there 
the issue was not derivation—is that of Schwarzenbek et al 
v. Evering et al, 357 F. 2d. 1018, 149 U.S.P.Q. 213 (CCPA, 
April 7, 1966). 


The motion to compel Millis to answer questions could 
not be brought immediately because of the unavailability 


of the transcript of his deposition. Thus. pursuant to the 
Examiner’s decision of June 7, 1966 extending the testi- 
mony-in-chief period for Ochsner et al to July 18, 1966, the 
party Ochsner et al has proceeded with the taking of depo- 
sitions of its witnesses in Attleboro, Massachusetts during 
the period July 12-14, 1966. The party Ochsner et al has 
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now virtually completed his testimony-in-chief except for 
further questions of Millis and the testimony of one witness 
(Kondrat) who was stranded on the West Coast by the air- 
line strike. No prejudice to Millis is seen in allowing this 
testimony to remain in the testimony-in-chief of the party 
Ochsner et al. On the contrary, if the First Assistant Com- 
missioner’s decision becomes final the party Ochsner et al 
will be greatly prejudiced in the presentation of its case 
to the Board of Patent Interferences. The public interest is 
indeed not served if the Board does not have the benefit 
of all the pertinent facts before it in making its decision on 
priority. Without the testimony already completed in its 
testimeny-in-chief the party Ochsner et al will be forced to 
resort to other means to enable the presentation of its case 
in its entirety. This will most certainly result in a hardship 


on both parties to this proceeding and the ensuing delay 
in finally determining the issue of priority is certainly not 
in the public’s interest. 


The public interest in promptness certainly is paramount, 
but how the public could possibly be concerned with the 
manner in which a party puts on the trial of his case, within 
a given time period already allotted him for that purros?, 
completely escapes the party Ochsner et al. Cf. 88 C.J.S. 
£95, at page 205, as well as Wigmore on Evidence, Third 
(1940) Edition, Vol. 6, pages 501 and 504; ibid. Vol. 9, rage 
266. 

The First Assistant Commissioner points out in his de- 
cision that prior to the Ochsner et al motion filed on May 
16, 1966 the time for taking the testimony-in-chief of Ochs- 
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ner et al was successively extended for a total of almost six 
months from the original expiration date. It is respectfully 
submitted that a review of the record of this interference 
will show that all extensions of time were requested in good 
faith and for good and sufficient reasons. The January 12 
extension was granted pursuant to a stipulation requesting 
time to explore the possibilities of resolving the interference 
on an informal basis. This effort did in fact take place on 
February 11, 1966 as the earliest suitable date for the per- 
sons involved. The February 17 extension was required be- 
cause several key witnesses for the party Ochsner et al were 
out of the country. The March 2 and April 19 extensions 
were required because undersigned counsel for Ochsner et 
al was involved in the taking of testimony in another unre- 
lated interference for a very extended period of time. There- 
fore it is respectfully submitted that the extensions in time 
were not unreasonable nor were they for mere delay or pro- 
crastination or otherwise, but rather were based on good and 
sufficient and proper reasons. 


To take into account the applicable law in derivation in- 
terferences, to prevent irreparable injurv and prejudice to 
the party Ochsner et al in the presentation of its case to the 
Board of Patent Interferences, to prevent hardships to both 


parties in later repeating testimony already taken by the 
party Ochsner et al and to serve the best interests of the 
public, it is most respectfully requested that the First As- 
sistant Commissioner reconsider and reverse his decision of 
July 18, 1966 and affirm the Examiner's decision of June 7, 
1966 extending the testimony-in-chief period of Ochsner et 
al through July 18, 1966 for all purposes. 
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Attorneys for the party Ochsner et al are quite prepared 
to appear for an oral hearing in the belief that the Commis- 
sioner would be aided in his decision by a full consideration 
of the various factors present in this interference, and there- 


fore an oral hearing is respectfully requested. 
Respectfully submitted, 
Srevens, Davis, MILLER & 
MOSHER 


Associate Attorneys for the 
party Ochsner et al 


By 
Ellsworth H. Mosher 


July 28, 1966 


CERTIFICATE OF SERVICE 

It is hereby certified that the foregoing PETITION FOR 
RECONSIDERATION was served this day by mailing 
copies by first-class mail, postage prepaid, to Mr. Nathan J. 
Cornfeld and Henry T. Olsen, both of General Electric Com- 
pany, 316 East 9th Street, Owensboro, Kentucky, and to 
Mr. Frank Neuhauser, General Electric Company, Wyatt 
Building, 777 14th Street, N.W., Washington, D.C. 20005, 
attorneys for the party Millis. 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


OcHSNER et al 
UY 
MQLIs 


Interference No. 94,676 


REPLY TO PETITION FOR RECONSIDERATION 
Now comes the party Millis, by counsel, to reply to and 
to oppose the “Petition for Reconsideration” of the party 
Ochsner et al dated July 28, 1966 on the ground that the 
real issue raised thereby has been properly determined the 
Commissioner’s decision. Therefore, by way of reply, the 
senior party respectfully calls attention to the previous 


papers of record which papers demonstrate the inadequacy 
of the petitioner’s position. 


However, two further events referred to by the junior 
party have transpired which even more clearly show the 
correctness of the Commissioner’s decision: 

1) In accordance with Notice of Taking Testimony 
dated June 23, 1966, the junior party proceeded with 
the taking of testimony of its own witnesses on July 12, 
1966 (without completion of Millis’ testimony which 
was originally alleged to be the justification for the Ex- 
tension of Time) ; and 

2) By order dated July 22, 1966 and entered July 25, 
1966, the District Court for the Western District of Ken- 
tucky at Owensboro denied the junior party's Motion 
to Compel the testimony of the senior party. 


These events clearly show that the completion of the tes- 
timony (1) was not necessary and (2) was not proper. 
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Therefore, the events should remove any scintilla of doubt 
(if there was any such doubt) that the junior party’s uni- 
lateral refusal to proceed within the time period set in ac- 
cordance with the Rules of Practice was neither justified 
nor justifiable. 
Interference No. 94,676 

While counsel for the party Millis are prepared to appeal 
at an oral hearing, if necessary, it is believed no such neces: 
sity appears. 

Therefore, in view of the above, and for the further 
reasons set forth in the previous papers already on file, it 
is submitted that the petition should be denied. 


Respectfully submatted, 


Henry T. OLSEN: ap 
Owensboro, Kentucky 
Tel. (Area Code 502) 683-2401 Ext. 607 


Aug. 3, 1966 


CERTIFICATE OF SERVICE 

I hereby certify that on the 3rd day of August, 1966, I 
personally mailed, first class, postage prepaid, a copy of 
this paper to Mr. Ellsworth H. Mosher, Stevens, Davis, 
Miller & Mosher, 1329 E Street N. W., Washington, D. C., 
and another copy to Mr. Samuel M. Mims, Jr., Patent De- 
partment, Texas Instruments, Inc., 13500 Northcentral Ex- 
pressway, Dallas 22, Texas. 
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U.S. DEPARTMENT OF COMMERCE 


PATENT OFFICE 
WASHINGTON, D.C. 20231 


ADDRESS ONLY 


THE COMMISSIONER OF PATENTS 
WASHINGTON, 0.C. 20231 


August 4, 1966 


Interference No. 94,676 


OcHSNEE et al. 
v. 
MILLIS 


PETITION 


The party Ochsner et al. requests reconsideration of the 
decision rendered July 18, 1966 granting a petition by the 
party Millis. The present request has been carefully con- 
sidered but is found to present no sufficient reason for modi- 
fying the action taken in the said decision and is accordingly 
denied so far as it seeks such modification. 


Epwin L. REYNOLDS 
First Assistant Commissioner 


SAMUEL M. Mins, JR. (for Ochsner et al.) 
Patent Dept. 
Texas Instruments Inc. 
13500 North Central Expressway 
Dallas 22, Texas 


Henry T. OLSEN (for Millis) 
General Electric Co. 
316 East 9th Street 
Owensboro, Kentucky 
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U.S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON, D.C. 20231 


ADORESS ONLY 
THE COMMISSIONER OF PATENTS 
WASHINGTON, 0.C. 20231 


SamuEL M. Mms, Jz 
Patent Dept. 
Texas Instruments Inc. 
13500 North Central Expressway 
Dallas 22, Texas 


Interference No. 94,676 


———— 


OCHSNER AND MILLER 
v. 
Mis 


Please find below a communication from the 

EXAMINER in this case. 

Commissioner of Patents. 

The following papers have been filed: 

(1) Motion for extension of time, filed by Ochsner 
et al. on July 18, 1966; 

(2) Opposition to Ochsner et al. motion for extension of 
time, filed on July 25, 1966, by Millis; 

(3) Notice under Rule 282, filed on July 25, 1966, by 
Ochsner et al.; 

(4) Motion for judgment, filed by Millis on July 28, 1966; 

(5) Motion to strike Ochsner et al. Notace under Rule 
282, filed by Millis on August 1, 1966; 

(6) Motion to dismiss Millis motions for judgment and 
to strike, filed by Ochsner et cl. on August 4, 1966; 

(7) Opposition to Ochsner et al. motion to dismiss, filed 
by Millis on August 12, 1966. 
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In view of the decisions by First Assistant Commissioner 
Edwin L. Reynolds, rendered on July 18, 1966, and August 
4, 1966, which decisions in effect reinstitute the times set 
in the order of April 19, 1966, the Ochsner et al, motion for 
extension of time is denied since the granting thereof would 
in its result overrule the First Assistant Commissioner’s 
decision. The denial of said motion is without prejudice to the 
setting of special testimony time to take any testimony 
ordered to be taken by the United States District Court 
for the Western District of Kentucky, provided the Patent 
Interference Examiner is promptly notified of such order, 
and further provided that the party Ochsner et al. makes 
a showing sufficient to demonstrate that he proceeded with 

diligence in obtaining such order. 


The Millis motion to strike the Ochsner et al. notice under 
Rule 282 is denied to the extent that it seeks the removal 
of said notice and the attachments thereto since only the 
Commissioner may remove a paper. See McKenzie v. Gilles- 
pie v. Ellis v. McElroy v. Ocumpaugh v. Norton, 93 0.G. 
2108, 1900 C.D. 188. In Accordance with the decisions by 
the First Assistant Commissioner, noted above, the time 
for Ochsner et al. to take testimony in chief, except for the 
taking of the testimony of Millis if ordered by the Court, 
expired on May 18, 1966, and thus the Ochsner et al. notice 
under Rule 282 is untimely. In view of the aforesaid, the 
Rule 282 notice may not be considered by the Board of 
Patent Interferences. 
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In view of the apparent pendency of a request for recon- 
sideration of the decision by the Court, entry of judgment 
against Ochsner et al. at this time for the reasons given by 
Mills, appears to be premature. Accordingly, no action will 
be taken on the motion for judgment until the Office is 
notified of the disposition of the request for reconsideration 
fled with the United States District Court. 


In view of the above disposition of the Millis motions to 
strike and motions for judgment, no action is deemed neces- 
sary on the Ochsner et al. motion to dismiss. 


SISerota/wst 


Patent Interference Examiner 
Room 3090 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 


OCHSNER et al 
v. 
MILLIS 


MOTION FOR EXTENSION OF TIME 


Now comes the party Ochsner et al, by his associate at- 
torneys, and respectfully moves 

(a) that the time for taking his testimony-in-chief be 
extended to close 15 days from the time when final judg- 


ment is rendered in the proceedings represented by Mfis- 
cellaneous No. 20 now pending in the United States District 
Court for the Western District of Kentucky at Owensboro, 
or 15 days from the time when final action is taken on 
the present motion, whichever is later, and 


(b) that the decision on this motion shall expressly in- 
clude permission for the party Ochsner et al to take as 
part of his testimony-in-chief the testimony of Mr. Raymond 
R. Kondrat who was stranded on the West Coast by the 
then-current airlines strike at the time when other testi- 
mony was taken on behalf of Ochsner et al at Attleboro, 
Massachusetts during the period of July 12-14, 1966 as 
indicated in paragraph 26 of the Complaint constituting an 
attachment to the Notice filed herein on September 16, 
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1966. See also pages 9-11 of the copy of colloquy of counsel 
on July 13, 1966 which is an attachment to the Motion to 
Amend Preliminary Statement (filed August 31, 1966). 


As to (a), the United States District Court for the 
Western District of Kentucky at Owensboro still has under 
advisement for decision on reconsideration the party Ochsner 
et al’s motion to compel answers. Oral hearing therein was 
held on September 13, 1966 in Owensboro, and up to the 
present time no decision has been forthcoming from the 
Court. 


As to (b), it is assumed that the Examiner of Interfer- 
ences or the Board of Patent Interferences probably will 
feel constrained to rule adversely on part (b) of the fore- 
going motion in view of the Commissioner's decisions dated 
July 18, 1966 and (on reconsideration) August 4, 1966. How- 
ever. a prompt ruling on this motion would be greatly ap- 
preciated so that if, as expected, it is adverse, further pro- 
ceedings may be had in sufficient time to include the sub- 
ject matter thereof in the mandamus action now pending 
in the United States District Court for the District of 
Columbia, entitled Texas Instruments Incorporated v. Ed- 
ward J. Brenner, Commissioner, Civil Action No. 2471-66. 


* * * * * 


It is hereby certified that the foregoing MOTION FOR 
EXTENSION OF TIME was served this day by mailing 


copies by first class mail, postage prepaid, to Messrs. Na- 
than J. Cornfeld and Henry T. Olsen, both of General Elec- 
tric Company, 316 East 9th Street, Owensboro, Kentucky, 
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and to Mr. Frank Neuhauser, General Electric Company, 
Wyatt Building, 777 14th Street, N.W., Washington, D.C. 
20005, attorneys for the party Millis. 


Respectfully submitted, 


Stevens, Davis, MILLER & 
MosHER 


Associate Attorneys for the 
party Ochsner et al 


Ellsworth H. Mosher 


September 21, 1966 
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In the 
UNITED STATES PATENT OFFICE 
Before the Board of Patent Interferences 


Interference No. 94,676 
OcHSNER et al 
v. 


MiuLIs 


OPPOSITION TO EXTENSION OF TIME 


Now comes the party Millis, by counsel, and opposes the 
motion for extension of time for taking its testimony-in- 
chief filed by the party Ochsner et al dated September 21, 
1966 on the grounds substantially as set forth in the Millis 


Opposition to Extension of Time filed May 19, 1966. Since 
the decision of the Commissioner dated July 18, 1966 and 
the decision of the Examiner dated August 29, 1966 have 
already sustained the party Millis’ opposition to further de- 
lay, for the sake of brevity, these grounds are not repeated 
bere. Therefore, the aforementioned grounds and decisions 
being considered, it is submitted that the motion should be 
denied. 
Respectfully submitted, 


Henry T. OLSEN: ap 
Owensboro, Kentucky 
Tel. (Area Code 502) 683- 


Sept. 27, 1966 
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CERTIFICATE OF SERVICE 


I hereby certify that on the 27th day of September, 1966, 
I personally mailed, first class, postage prepaid, a copy of 
this paper to Mr. Ellsworth H. Mosher, Stevens, Davis, Mil- 
ler & Mosher, 1329 E Street, N.W., Washington, D. C., and 
another copy to Mr. Samuel M. Mims, Jr., Patent Depart- 
ment, Texas Instruments, Inc., 13500 Northcentral Express- 
way, Dallas 22, Texas. 
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In the 


UNITED STATES DISTRICT COURT 
for the District of Columbia 


Civil Action No. 2471-66 


Texas INSTRUMENTS INCORPORATED 


us. 
Epwagp J. BrENNER, United States Commissioner of Patents 


OFFICIAL TRANSCRIPT OF PROCEEDINGS 
(EXPEDITED) 

BEFORE THE HONORABLE 
BURNITA SHELTON MATTHEWS 
UNITED STATES DISTRICT JUDGE 
ON MOTION TO DISMISS. 
JANUARY 17, 1967 


Joan Curtis Briar C.S.R. 
Official Court Reporter, 
United States District Court. 
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In the 
UNITED STATES DISTRICT COURT 
for the District of Columbia 


Civil Action No. 2471-66 


Texas INSTRUMENTS INCORPORATED 
Plaintiff 
US. 


Epwarp J. BrENNER, United States Commissioner of Patents 
Defendant 


Washington, D.C. 
January 17, 1966 


MOTION TO DISMISS 


The above-entitled motion came on for hearing before The 
Honorable Burnita Shelton Matthews, United States Dis- 
trict Judge, at 11:40 pm. 


APPEARANCES: 


On behalf of the Plaintiff: 


ELLSWORTH H. MOSHER ESQ. 
Attorney at Law 
Suite 300, Munsey Building, WASHINGTON, D.C. 


On behalf of the Defendant: 


GEORGE C. ROEMING, ESQ, 
Attorney at Law. 
United States Patent Office. 
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PROCEEDINGS 
THE COURT: You may proceed, Mr. Roeming. 


MR. ROEMING: Thank you. Your Honor. For the rec- 
ord, I am George C. Roeming, and I represent the Commis- 
sioner of Patents in this case, in which the Commissioner 
as defendant has brought a motion to dismiss on the grounds 
that the Court lacks jurisdiction of the subject matter of 
the complaint and also on the ground that the complaint 
fails to state a claim on which relief can be granted. 


This action arises out of an interference proceeding in the 
Patent Office. As Your Honor may know, an interference 
is set up when two or more applications disclose and claim 
the same invention. 


THE COURT: Yes. 


MER. ROEMING: The object of the interference pro- 
ceeding is to determine who is the first inventor of the sub- 
ject matter. It is to him that the patent will be granted— 
and on the basis of the judgment in the interference pro- 
ceeding the other applicants’ claims for patent will be de- 
nied. 

Now, we submit that this action which is brought under 
the Administrative Procedure Act, is not a proper cause to 
be brought here under that Act, for the simple reason that 
the matter of which the plaintiff complains is an interlocutory 
procedural matter in the course of this agency proceeding. 
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As the complaint shows on its face there has been no 
final judgment by the Board of Patent Interferences in this 
case. A final judgment is where the award of priority is 
made, but as the complaint itself shows, not even the testi- 
mony has been completed in this case. 


In effect the matter that is complained of is that the 
Commissioner of Patents made a ruling on a motion to ex- 
tend time for the taking of testimony which, in effect, pre- 
cluded the plaintiff from submitting testimony which he 
actually did take. 


THE COURT: I understand from some of these papers 
in this file that you claim that there is a procedure estab- 
lished in these interference cases with respect to which side 
takes testimony first—is that correct? 

MR. ROEMING: Yes. 

THE COURT: Well now, tell me about that. 

MR. ROEMING: Yes, indeed, Your Honor. 


In interference proceedings we do not have the taking of 
testimony before the Board of Interference Examiners as 
in a trial in this court. All the testimony is taken by means 
of deposition. 


Now, when the testimony is taken by depositions a pro- 
cedure has to be more rigid than in a trial court where 
other witnesses are called by, say, the plaintiff, and then 
later the defendant calls his witnesses, Then if the plaintiff 
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finds that it is necessary to take more testimony he merely 
asks the court to permit him to recall his witness or wit- 
ness to cover the matter before the testimony is closed. 


However, in the Patent Office where we have thousands 
of interferences decided in a short period of time, it is ab- 
solutely necessary that there be an orderly procedure or 
we would never finish with the taking of testimony, and 
so on, in interference proceedings which are notorious for 
delays. 

In other words, we have a situation where say two people 
are Claiming the same invention. If there were no other, an 
applicant would obtain issue of the patent promptly. 


When an interference proceeding is declared, an other- 
wise prompt issuance may take three years; and if during 
that interval discovery is undertaken, of course, it may take 
even longer. It is not unusual—as a matter of fact I am 
writing a brief right now, in a case in which some applica- 
tion was involved which is now before the Court of Custom 
and Patent Appeals, on appeal, eleven years after it was filed. 


Now the object of the Commissioner in establishing regu- 
lations and procedures in these interference matters is to 
expedite the conclusion of the interference. Accordingly, we 


have the practice which was approved long ago by the Ap- 
peals Court in this Circuit, when it had jurisdiction of ap- 
peals in patent matters,—now, obviously, in the Court of 
Custom and Patent Appeals—that Court approved the man- 
ner in which testimony is taken in the Patent Office. Namely, 
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the case-in-chief time is set for the junior party’s and his 
witness’ testimony because he is in the position of plaintiff 
in an interference proceeding. He must make his testi- 
mony in chief by the date that is set, the limiting date. Then 
the other side, the other party, takes his testimony before a 
limiting date which is set and thereafter, if there is a third 
party which has testimony again there is a limiting date 
set. 

Now what happened in this case was that there is a 
limiting period set for the plaintiff which expired on May 
18, 1966. On May 10, 12 and 13th of 1966 plaintiff took the 
depositions of the senior party to the interference—in other 
words, the man who first applied for the patent, and the 
object of taking such deposition was to get some evidence 
that this senior party had derived the invention from the 
junior party. 


Now if I may digress for a moment, Your Honor, there 
are two situations which may arise in an interference. We 
may have two inventors who work absolutely independently 
—say one in California and one in New York. They don't 
know what the other is doing. That is one situation and you 
actually then have to determine who was the first of the 
two inventors. 


But there may be another situation in which there are 
two applicants, people who work together—either work to- 
gether or where on is an actual inventor and the other one 
is not an independent inventor at all but has learned of 
the invention and then makes an Oath that he is the first in- 
ventor and files an application in the Patent Office. 
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Now, with regard to such a situation, that is referred to 
as a derivation situation and here in this case the plaintiff, 
the junior partner, apparently is trying to prove that the 
senior partner derived the invention from him. 

They say, the plaintiff says, they are the actual owner of 
the application, Texas Instruments is the owner of the ap- 
plication filed by the plaintiff. 

Now, the situation there was that the senior party re- 
fused to answer some of the questions on the advice of 
counsel, and I will come back to that—as to what the plain- 
tiff did about that. But in the meantime the plaintiff had 
scheduled the depesition of his own witnesses for May 17, 
1966. 

Now, these would be the witnesses they had produced to 
establish their own case, let us say, as to the first date of 
invention—that was on May 17th, one day before this period 
expired. 

However, on May 13th plaintiff rescinded notice to take 
this deposition—and this is all in the complaint in para- 
graphs 13 through 15, Your Honor— 

THE COURT: Now you say the plaintiff rescinded it. 
Did the plaintiff do that of the Plaintiff's own accord? 

MR. ROEMING: Yes. 

THE COURT: Or would it be as a result of some ruling? 

MIR. ROEMING: No—this was absolutely voluntary. 

THE COURT: All right. I am sorry—go ahead. 

MR. ROEMING: He had given notice to take the depo- 
sitions and then he gave notice he was not going to take de- 


positions. 
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On May 16th, two days before the time for taking testi- 
mony expired, plaintiff filed a motion for extended time for 
taking testimony, to July 18, 1966. 


On May 20, 1966, the senior party opposed this motion 
but on June 7, 1966 the Interference Examiner extended the 
time to July 18, 1966. 


In other words he granted the motion. 


Now on June 18th 1966 the senior party—and I might add 
that the application of the senior party is owned by the Gen- 
eral Electric Company—on that date the senior party pe 
titioned the Commissioner to vacate the decision of the In- 
terference Examiner on the ground that it was improper— 
that the time should not have been extended. 

The plaintiff promptly replied. 

In the meantime the plaintiff was in the position that 
the senior party would not answer the questions asked and 
he had a remedy under the Patent Statutes—namely, to go 
to the District Court and ask the Court to compel that 
this witness answer the questions propounded— 

THE COURT: I notice from this jacket that something 
is still before the Court. 

MR. ROEMING: Yes, Your Honor—that is quite cor- 
rect. 

THE COURT: Well, when would you get an answer from 
them? 
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MR. ROEMING: Well what happened on that was that 
a motion was made in the Court, in the Western District 
of Kentucky: on July 25th 1966 Petitioners were denied 
the motion to compel answers. 


On reconsideration later it again refused to change its 
decision and, as I understand it from the Brief before the 
Court. here. the case is now on appeal from the District 
Court’s decision. 

However. when the Commissioner ultimately granted Gen- 
era! Electric's motion to vacate the extension of time—the 
Examiner's decision extending the time—he specifically pro- 
vided with the consent of the General Electric Company 
that any testimony that the Court ordered of the senior 
party, or any questions that the Court ordered the senior 


party to answer, that such tesimony, of course, was pro- 
vided for. 


Now the real issue here is not as to that testimony. 
The issue is as to the testimony which the plaintiff clearly 
could have taken in the time period set originally and which 
by rescinding his notice to take deposition, he did not take. 


It is interesting to note that when the Interference Ex- 
aminer granted his motion, the plaintiff then proceeded to 
take the testimony of his witnesses—his own witnesses— 
between July 12 and 14 of 1966. 


The argument here given to the Interference Examiner 
was that he should not be required to take his testimony in 
any particular order—In other words—he was perfectly 
correct, of course, in—may I just for the moment— 
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THE COURT: Just a minute. Who made that conten- 
tion—the junior or the senior party? 

MR. ROEMING: The junior party who is here as plain- 
tiff. The General Electric applicant is the senior party— 
but before I go into this may I say this: That he did not 
make this argument to the Interference Examiner. Now, 
while I don’t want for a moment to attempt to go into the 
merits of what was decided by the Commissioner or the In- 
terference Examiner, I am merely doing this to give a lit- 
tle of the background of this case so that the Court can 
understand it and can appreciate that this is an inter- 
locutory matter. 

Now, in understanding this situation, I will concede to 
the plaintiff the point, that clearly if he was going to take 
this testimony as a part of his own case, namely the forced 
testimony of the senior party, it was testimony in chief and 
had to be taken in that period—it could not be presented as 
rebuttal testimony in other words. 

That is the contention that plaintiff is making and we are 
in agreement—I will concede that it is perfectly correct, 
but the fact is that the whole weight of what the plaintiff 
contended before the Interference Examiner was taken away 
when, despite the fact that he had not obtained the testi- 
mony of the senior party, he did proceed on July 12 through 
14, 1966 to take the depositions of his own witnesses and ob- 


viously he could have taken those same depositions in the 
original period before May 18, 1966. 
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Now I have called attention in the second paper, to a copy 
of a paper filed by General Electric in the Interference, spe- 
cifically calling attention to this fact. That paper is listed 
as exhibit B in my second paper filed and is referred to in 
paragraph 17 of my Points and Authorities. 


Now. as I indicated, the Commissioner granted on July 
1S. 1966 the senior party’s petition and vacated this ex- 
tension of time granted by the Interference Examiner. That 
is the whole factual background, Your Honor, and the ques- 
tion before the Court is this: Does this Court have juris- 
diction to intervene in this agency proceeding at what is 
clearly an interlocutory stage? 


THE COURT: Well now, on page 2 of the plaintiff’s 
complaint, in paragraph 3, they say the Court has jurisdic- 


tion under certain provisions cited and the first thing is Title 
5. Section 1009. You say that doesn’t apply because that 
applies to final action. 


MR. ROEMING: That is correct. 

THE COURT: Well what are these under Rule 81(b)? 

MIR. ROEMING: Rule 81/6) is a Federal Rule Your 
Honor, which relates to the old action of Mandamus and 
the rule on Mandamus, of course, is the same as under 
Section 1009 of Title 5. 


THE COURT: My recollection is that there is something 
in the Rule that says that rules do not apply to patent ac- 
tions, or there used to be. 
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MR. ROEMING: Well it isn’t now, but if the Court will 
bear with me I can cite two decisions of the Court of Ap- 
peals which I think are conclusive in this matter. 


THE COURT: All right. 


MR. ROEMING: The most recent is reported at 352 Fed 
2d page 941 in which they refer to 254 Fed 2d— 


THE COURT: What page is that? 


MR. ROEMING: That is 254 at Page 941—I am sorry, 
Your Honor, 352 Fed 2d 941. A decision of the Court of Ap- 
peals with Judge Fahy writing the Opinion in 1965. 

THE COURT: That is 352 Fed 2d? 

MR. ROEMING: Yes, Your Honor. 


THE COURT: And then you said 254 Fed 2d—what is 
the page number there? 


MR. ROEMING: That is page 956, the Wembley case at 
352 was an appeal from Judge Jackson’s decision in this 
Court and the earlier decision was an appeal from a decision 
of Judge Holtzoff in this Court. 


The situation in the Wembley case was that there had 
been a trademark opposition pending in the Patent Office 
which proceeding was conducted under the Federal Rules of 
Civil Procedure; there had been a motion to dismiss which 
had been denied, whereupon the defendant or the party mak- 
ing the motion brought a civil action in the District Court 
which was dismissed—on which there was a motion for 
summary judgment granted, rather, for the Commissioner, 
and on appeal the Court of Appeals affirmed. 
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I think the Court will find most pertinent the last para- 
graph of the Court's decision on page 942. 


THE COURT: Yes, I read this final paragraph, of Judge 
Fahy. 


MIR. ROEMING: Yes, Your Honor. 

Now the other case, which is Anderson vs. Watson at page 
056 of 254 Fed 2d. the Decision is very short and the lan- 
guage at least half quotes Judge Holtzoff with approval. 


stage of the interference pro- 
ceeding, Anderson had brought a motion for judgment on 
the record which was denied—the motion for judgment be- 
ing on the ground of res judicata—and again the Commis- 
sioner brought a motion to dismiss (a civil action in the Dis- 
trict Court) and on appeal the Court stated its approval of 
what Judge Holtzoff had said, and this is found at page 
957, in its decision, namely: 

«« * © the question of whether motion for judgment 
should be passed upon or deferred until its final con- 
clusion is a matter of discretion with the Commissioner 
which may not be reviewed by the courts, since, if final 
disposition of the proceedings results unfavorably to 
the plaintiff, plaintiff will have the right to review the 
question either by appeal from the final decision of 
the Patent Office to the Court of Custom and Patent 
Appeals or by action de novo in the District Court.” 

Now my only point in submitting that to the Court is 


to show that as in this case cited, this in an interlocu- 


tory matter, that there has been no final adjudication 
or final action and, for that reason, I submit that this Court 
under Section 1009 or under the old action in the nature 
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of Mandamus, has no jurisdiction over the subject matter 
and also that the Complaint—as I have pointed out— 
states no claim on which relief can be granted. 


THE COURT: Mr. Mosher? 


MR. MOSHER: For the record, Your Honor, I am Ells- 
worth Mosher of the firm of Stevens, Davis, Miller and 
Mosher, and we represent the plaintiff Texas Instruments 
Incorporated appearing here in opposition to the motion to 
disrr niss. re 

THE COURT: All right, Mr. Mosher, you may proceed. 

MR. MOSHER: Before we begin, I would like to intro- 
duce my colleague Mr. S. M. Mims Jr., of the Texas Bar, 
also of Counsel in this case, and would request that he be 
admitted to the Bar of this Court for the purpose of this 
motion. 


THE COURT: Yes, in deed. Glad to have you. 


MR. MOSHER: Thank you, Ma’am. Your Honor, it is 
the position of the plaintiff in this case that this Court has 
jurisdiction herein because of the highly prejudicial nature 
of the result— 


THE COURT: Well how do you get around this case 
which was cited here, this morning? 

MR. MOSHER: Wembley and Anderson—these last two 
cases? 

THE COURT: Well the one in which Judge Fahy says 
that the Administrative Procedure Act, upon which Wem- 
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bley relies, provides that preliminary procedural, or inter- 
mediate agency action or ruling not directly reviewable, 
shall be subject to review upon the review of the final agency 
action, citing 5 USC 1009-C. 


“While this does not state that the ruling here is pre 
lirinary procedural or intermediate, it clearly appears to 
vs to be so. For the Court to move in by mandamus or like 
remedy to police such procedural rulings of an agency in 
the course of its proceeding, would be quite contrary to the 
established norms of judicial review of agency action.” 


MIR. MOSHER: Yes, I think I shall be able to show the 
@istinction between that case and the Anderson case, also 
cited, and this situation and in doing so I would remind Your 
Honor that as indicated very clearly by my brother Counsel 
the purpose of the plaintiff is to develop the full story re 
lating to the way the invention here involved arose as be- 
tween the rival contestants both of whom worked on joint 
developmental work. 


Now with the exception of one witness, Your Honor, who 
was stranded on the west coast by virtue of the airline 
strike, all of our testimony in this case is in. With the ex- 
ception of this one witness all of the testimony is in, and I 
don’t understand at all that the Patent Office raises any 
question about that one witness—his testimony could be 
taken later if the holding is in our favor in this case and 
even our opponent, General Electric, knows that there was 
an airline strike—but in both of these cases it is quite clear 
from the text of the Opinion that the party was attempting 
to foreclose a full trial, bringing out the full story. 


149a 


Inthe Wembley case he was seeking to foreclose because 
of the failure to show the counterclaim which when it was 
sustained, of course, foreclosed the full story from coming 
out. Similarly, in Anderson, in that case Anderson was re- 
lying on a plea of res judicata at the very outset of the 
action so that it would not be possible and in that case it 
would not be necessary to bring out the full story. 


In our case we are trying, contrarywise, to develop the 
whole story of what happened here, and in our paper—and 
I will not pause to read it in detail—we have cited some of 
the more prominent cases in the Court of Appeals where it 
is quite clearly indicated that one of the essentials of an 
administrative proceeding is that it will be conducted in 
accordance with one’s standard of fair play—namely that 
there should be an opportunity to develop the whole story. 


I should like to mention in some slight detail another de- 
cision of Commissioner Reynolds but first of all— 

THE COURT: I have looked over this paper that you 
filed. 


MR. MOSHER: Yes, Your Honor, and that certainly 
will be helpful. 


The Commissioner’s words which begin at the very bottom 
of page 53, in the right hand corner, Your Honor will note, 
are such that even he admits in the last paragraph that 
it is true as pointed out by the plaintiff that it is not usual 


practice to set aside decisions on judgment matters, in pe- 


tition. 
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Your Honor should be made aware of the fact that the 
Patent Office in what they call interlocutory matters has the 
Interference Examiner handle these matters of procedure, 
time and so forth, so that the cases can flow more or less 
smoothly, and he, in the exercise of his discretion, granted 
our motion back on May 16 thereby extending our time for 
presenting our case in chief until July 18th. 


Therefore, we proceeded in good faith to take our testi- 
mony during that extended period. 


Counsel for the Patent Office raises some question about 
why did we take our testimony of our witnesses—other than 
this one I have mentioned who was delayed by the air 
strike—during the extended period and the answer to that 
is that prior to this date of May 18th there had been a 
number of extensions for cause for the taking of testimony. 


There had been one for the purpose of trying to get to- 
gether with the other side to work out an amicable settle- 
ment: there had been another for the reason that at least 
one witness was abroad and could not be obtained for the 
purpose of giving his testimony and two more because besides 
being counsel in this case I was then involved in a very 
heavy and extended interference situation which took six 
or seven weeks of actual testimony. 


So, for good and sufficient reasons, the Examiner had 


granted a number of extensions. 


When this May 18th extension came along to July 18th 
we then decided that after that period began we probably 
could hardly hope to get much more time because we had 
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already had extensions and therefore very reluctantly we 
decided we had better go on with our original plan in the 
hope and expectation of trying to get completion of the testi- 
mony of the senior party. And, by the way, he was a hostile 
witness as I think is quite clear on the record. 


For this reason we took the testimony in July on the 
12th to 14th, during this extended period, our purpose being 
simply to develop fully the true story insofar as we were 
able to in the absence of the witness who was, as I say, de 
tained as a result of the airline strike on the west coast. 


Now the Commissioner said also, on page 52, that he does 
not consider that the Examiner in this case was guilty of 
abuse of discretion or that there was no rational basis for 
his decision, but it is thought that his ruling could create 


a dangerous precedent so that we are, as it were, caught in 
a bind, which we respectfully submit constitutes a gross 


“abuse of discretion.” 


We are not in the position of one asking, for the first 
time, for time. We had already been granted time—we had 
taken our testimony pursuant to the proper ruling of the 
Patent Office and so time has no bearing in this case, be- 
cause the testimony is already in. 

So we respectfully submit in accordance with the cases 
cited that it is very strongly indicated that “an administra- 
tive hearing” must be characterized by what some of the 
cases refer to as fair play and in one case, namely, the Con- 
solidated Edison Company et al vs. National Labor Rela- 
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suggest it was wrong for the administrative agency to 
refuse to admit testimony when it could have been done 
with just very little delay. 

In our case. Your Honor, there is no delay except that 
caused by the strike of the airlines—the testimony is already 
in 

Now. the reason why we are prejudiced is this: It has been 
suggested we can cure our situation by the institution of 
some kind of further proceeding and of course it is true 
that when the case is all over and we have a final decision 
we can go to the District Court or to the CCPA but we 
still would have been prejudiced because the CCPA would 
not consider this kind of question in accordance with the pro- 
<isions of Section 144 of the Statute wherein the CCPA is 
restricted to what is produced before the Patent Office and 
since this question of the correctness or lack of it in the 
Examiner’s rulings would have been disposed of all that 
would remain would be really only a part of the story and 
we certainly would have been highly prejudiced. 


THE COURT: You could have a trial de novo. 


MIR. MOSHER: True, Your Honor, but we submit, if 


Your Honor please, no matter which way we turn we would 


have been prejudiced. For example, if we go to the Dis- 
trict Court under section 146, that is the section which 
states the Board of Patent Interferences shall etc., etc., etc. 
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—we clearly would not have had this hearing because this 
testimcny would not come into the record unless we have 
the extension of time, but on a trial de novo there is a 
presumption of administrative correctness so that if the 
Board of Patent Interferences were to rule against us on 
the basis of this sharply truncated record, having nothing 
but the testimony of the senior party in it, we would then 
risk the possibility that the Court might give undue regard 
to that presumption of administrative correctness. 


Therefore we respectfully submit and we believe that we 
are entitled to a fair and full hearing of this case at the 
Patent Office stage. I don’t think there is any question apart 
from this question of jurisdiction but that we would not 
have had our day, if we can call it that, in court, because 
of the sudden reversal or switch by the Patent Office officials 


for no discernible reason stating that we may be to some ex- 
tent punished for having had to ask for previous extensions 
of time. 


Therefore, we submit respectfully to Your Honor that 
there was actually a gross abuse of discretion on the part 
of the Commissioner in this about-face vis a vis the decision 
of the interlocutory examiner and that this court does in- 
deed have jurisdiction at any stage where there is gross 
abuse of discretion to step in and set the record straight and 
above all to achieve justice. 


THE COURT: The reversal—this about-face as you are 
referring to it, was on the ground that it was not in line 
with the established procedure, was it not? That is what I 
got from reading this statement of Mr. Reynolds. 
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MIR. MOSHER: There is a reference to that in the papers 
and apparently this refers back to a decision in the Robits- 
chek v. Tapas case which is a District Court case in which 
case the junior party sought to take the testimony of the 
senior party but he tried to inquire into the dates of in- 
vention of the senior party which clearly was not proper as 
the Examiner held and that holding is not in point because 
as we say in our brief, the key issue here was that of deriva- 
tion and the plaintiff chose to place the senior party, Millis, 
on the stand first, and while the usual rule is that interfer- 
ence testimony will not be taken out of order that rule does 
not apply where the issue is that of derivation. Such was 
not the case in Robitschek v. Tapas. 

I have scanned the Robitschek v. Tapas case and I have 
scanned the record of interferences in which that case was 
involved in the Patent Office and there was not the slightest 
indication that I could find of any question of derivation, 
originality, arising in that case at any time at all. 

Therefore we submit respectfully that that case as the 
Examiner of Interferences held was not controlling but we 
are still confronted with the question of taking our testi- 
mony and if we have taken our testimony only to have the 


rug pulled out from under us I cannot see how such holding 
would be conducive to the obtaining of justice, because it 
would not take a minute more time to complete the testi- 
mony—the testimony is all in except this one witness as to 
whom there is no question that he was held out there, 
stranded on the west coast. 
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So we respectfully submit that this certainly is a case 
where this court could do—as we see it—justice in the mat- 
ter by denying the motion. 


I would like to refer in that connection to the most recent 
decision which was reported only two weeks ago in the 
United States Patent Quarterly and may I hand up a copy 
to Your Honor—this is the Republic Engineering case v. 
Brenner and although the facts are entirely dissimilar in 
that case, the Court in the person of Judge Holtzoff ruled 
under the Administrative Procedure Act this Court has juris- 
diction over the subject matter and the parties here, and 
this was the case in which the Court ruled that the Patent 
Office nid erred in not granting an earlier filing date to an 
application that was filed some time in September 1961. 


THE COURT: But that was a matter that had been 
finally determined by the Patent Office, was it not? 


MR. MOSHER: I think finally determined in the same 


sense that we objected to the Commissioner in our case 
ruling against us but we can’t do anything about it unless 
this Court allows us to. 


THE COURT: Well I meant that the procedure in the 
Patent Office had been completed. 

MR. MOSHER: I assume not, Your Honor, because 
action under Section 1009—if it were a final determination 
I would think it should be under Section 35 USC 145—per- 
haps Mr. Roeming could explain that—but in the meantime 
on the face of the case itself we know they are beginning 
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action under 5 USC 1009 so it seems quite clear to be a final 
ruling only in the same sense as our ruling in our case is 
final as to us. 

We can’t do anything about it unless and until this Court 
can be persuaded to intervene and correct this highly pre- 


THE COURT: For what point are you citing this case? 


MIR. MOSHER: To show that the Court is not foreclosed 
from stepping in under Section 5 USC 1009 at some inter- 
mediate point and it doesn’t have to wait until a regular 
section 145-146 action is filed. 

Your Honor will perhaps recall that the old section 4915 
was split in two and in an ex parte case you could proceed 
under 145, from the final adverse ruling of the Board of 
Appeals and under 146 from the final adverse ruling by the 
Board of Patent Interferences and on its face this case 
seems to be nothing more than a 1009 case, and therefore it 
stands for the proposition that this Court does indeed have 
the power to step in—does have the authority and the power 
to step in and correct action taken by the patent office with- 
out waiting necessarily for final action which would then give 
the right to proceed under Section 145 or 146 depending 
on whether or not it was an ex parte proceeding. 


Of course, we admit that there is no basis for having the 
Court step in on every procedural ruling but only where 
there is involved the gross abuse of discretion resulting in 
highly prejudicial error. 


So I take the position that the Court has the right and 
in this case we are earnestly requesting this Court, and we 
believe we are reasonable in doing’so, to step in and to vacate 
the Commissioner’s order, which in turn had vacated the 
other order, and established that as the order of the day, 
so to speak, so that the testimeny already taken will auto- 
matically go in and become part of the record for considera- 
tion by the Board at final hearing. 


THE COURT: Now this case that has been cited Mr. 
Roeming— 

MR. ROEMING: Yes, I would like to comment on that 
immediately. We of course do not take the position that 
there are no other cases from the Patent Office which come 
within 5 USC 1009—we concede that any case which makes 
a final substantive determination in the Patent Office and 


for which there is no provision in the Patent or Trade- 
marks Statutes, can be brought up under 5-UCS 1009. 


Now, the Republic Engineering case has been cited and 
the issue was this in that case: The Commissioner, again 
Mr. Reynolds, had assigned a specific date, filing date, 
to an application which was filed under a special proce- 
dure where you cannot get all the real inventors to sign 
as applicants. The plaintiffs in this case contended that 
they were entitled to an earlier filing date. Now sometimes 
in patent matters the filing date can become very important 
because a patent application is a constructive reduction to 
practice of the invention disclosed as of the date it was filed. 
so that in an interference proceeding, for instance, where a 
party has to rely on his filing date, and the filing date as- 


signed by the Commissioner—as in this case I am referring 
to—was nine months later than the one he thought he 
was entitled to, this difference might be the difference be- 
tween losing and winning the interference and ultimately 
getting the patent. 


Now. this case of Republic Engineering did not involve the 
question whether there is a patentable invention disclosed. 
In that case it would have been brought to the District 
Court in the normal manner under 35 USC 145, a normal 
civil action reviewing a decision of the Board of Patent 
Appeals finally refusing the claims of Republic Engineer- 
ing. Instead they were being denied a patent having an ef- 
fective date. let’s say. of Nevember 1, and the plaintiff came 
and said: “This is an injustice to me—I want the Court to 
order the Commissioner to assign,” let us say, “an effective 
date of March lst. to this application.” 


Now as long as the Commissioner didn’t do it there is 
no question that this in effect denied a patent with effective 
filing date of March Ist. On that ground we did not contest 
jurisdiction. This we conceded in effect. This was a final de- 
termination by the Patent Office, and we have other cases 
of this nature. 


For instance, there was a case of Winkler versus Ladd 
several years ago and I was attorney in that case and it 
went to the Court of Appeals. Again, Commissioner Rey- 
nolds refused to revive an application that had been aban- 
doned and that, in effect is a final denial of a patent, which 
is just as effective as when the Board of Appeals after 
examination of the application affirms a refusal of a claim. 
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But, under 35 USC 145, there is no jurisdiction in this 
Court for reviewing the decisions of the Commissioner of 
Patents. 


That section covers only the decisions of the Board of 
Appeals and according to the Winkler case in the District 
Court, Judge Jackson perfectly correctly said—and I don’t 
have the Decision here but I speak from memory because 
this was an important case to us, on this matter he said 
“* “ “ This is an action under 5 USC 1009 in the nature of 
an appeal from the decision of the Commissioner of Patents.” 


In other words, we agree with that point of view of Judge 
Jackson—that it was not an action in the nature of Manda- 
mus. It was actually an Appeal under 5 USC 1009 from the 
final denial of a patent which application, having become 
abandoned, there was no possibility to get the patent un- 
less it was revived. 


Therefore I say in the first place, the Republic Engi- 
neering case is an ex parte case and it is not at all pertinent 
to this case here where we are dealing with an interference 
proceeding. I am in a position to say today to this Court, 
without fear of contradiction, that in all history of the 
Patent Office, no court has ever intervened in an interference 
proceeding at an interlocutory stage. 

Some weeks ago there was a case before Judge Holtzoff 
and I show Your Honor the Decision as printed in the 
Patents Quarterly, Phillips Petroleum Company vs, Brenner, 
and in that case Judge Holtzoff gave me a very thorough 


going over in a series of questions as to this matter and I 
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finally said at the close of my argument that there was 
one case before Judge Morris in his last year in which there 
Was an interlocutory matter involved in an interference 
proceeding—that I made a very careful research and I could 
find only one case around 1909 or 1908 where there had 
been an intervention and I cited this recently, orally to 
Judge Holtzoff, but I knew of only one case where there 
had been such an intervention. 


I was speaking from memory when I said this but I said 
also that I was also aware that there were all the later cases 
that overruled it. 


Now there are other cases like this, Your Honor, before 
this Court and in one of the other actions one of the at- 
torneys has quoted from the transcript of this case of Phil- 


lips Petroleum vs. Brenner this statement that I had made— 
and I have answered it by saying that I have reviewed the 
cases again and I made a mistake when I said there had 
been one case in which the court had intervened; and that 
in the case I referred to, the 1908 case, there had been an 
interference, but action or intervention was in an ex parte 
proceeding. So I was wrong and I am now in a position to 
state to any Judge of this District Court—today—without 
fear of contradiction that there has never been an inter- 
vention by any court in an interlocutory matter in an inter- 
ference proceeding. 


THE COURT: Well now, this party here in this case 
claims that by this process that their side is not going to get 
before the Patent Officials who have this determination to 
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make; now what do you say about that? Is there anything 
that they have adduced in the way of evidence that will 
come before these officials? 


MR. ROEMING: As the case stands right now I would 
say “No.” Of course, with the Patent Interference Board, 
as with any other tribunal, if after the plaintiff finishes with 
his attempt through the courts to force the testimony of the 
senior party, the senior party should then come up with 
some interesting information for the plaintiff through which 
he could in turn claim that this has led him to other evi- 
dence—namely, new evidence—he could then bring a mo- 
tion to take additional testimony on matters which he did 
not then know prior to that time and couldn’t possibly 
have taken during the regular testimony period. 


THE COURT: You have said that the junior party is 


the party to go forward first? 


MR. ROEMING: That’s right. 

THE COURT: Well now, when the Junior Party goes 
forward first may not the Junior Party call the alleged 
Senior Party as a witness in behalf of the Junior Party? 

MR. ROEMING: Yes he can—he did that. 

THE COURT: Well then, when that was done, the Sen- 
ior Party declined to answer certain questions, is that correct? 

MR. ROEMING: That is correct. 

THE COURT: And then the Court sustained the Senior 
Party? 

MR. ROEMING: Yes—the District Court. 
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THE COURT: In dechning to answer those questions? 

MR. ROEMING: Yes, 

The case as to that matter and the Court's decision is 
on appeal to the Sth Circuit—the 6th Circuit Court of 
Appeals. 

THE COURT: The Junior Party, though, has available 
to him whatever testimony the Senior Party gave—or did 
the Senior Party not give any? 

MR. ROEMING: Oh I think he answered some questions. 
I have no notes as to whether he answered material ques- 
tions or just irrelevant ones. 

THE COURT: I was trying to find out where all of this 
leaves the Junior Party. 

MR. ROEMING: Let me say this, Your Honor, on these 


matters there would be two possibilities. Of course, as I 
said before, 1 am taking the position that there is no neces: 
sity on my part here to go into the merits of the Commis- 
sioner’s decision but I will go to this extent to show what 
the remedies are. 


Let us just assume for the purposes of the argument here 
that the C sssioner is wrong and that he should not have 
done what he did—and I say this only for the purpose of 
argument—and then of course this testimony that was taken 
—if nothing is done here—will not appear in the record and 
the final decision on priority will be made—which decision, 
incidentally, might be in favor of the plaintiff, even without 
the testimony. 

We don’t know about that at this point. 


THE COURT: Yes. 


MR. ROEMING: But supposing an award of priority is 
made which is against the plaintiff, and this testimony was 
not considered by the Board of Interference Examiners. Then 
let us suppose that he appeals to the Court of Customs and 
Patent Appeals—then, before that Court, he will have to 
have a reason of appeal alleging prejudicial error in the de 
nial in the exclusion of his testimony. And it doesn’t mat- 
ter who denied it, whether it was the Commissioner or the 
Interference Examiner or whether it was the Board of Pat- 
tent Interferences—this is a matter on which I feel quite 
competant to argue because of the fact that, as I say, 
Judge Holtzoff gave me such a thorough going-over on 
this matter that I am prepared—the fact is that the issue 
is prejudicial error. 


Now I concede that there are a number of cases that I 
can cite in the Court of Customs and Patent Appeals—any 
number of cases, where the attorneys have not presented 
this point properly and the Court, merely threw up their 
hands in such cases, and said “We don’t know that we have 
authcrity to go into this matter”—but the reason was that 
the counsel didn't show such authority and I have shown in 
my points and authorities in my second group of papers in 
this record, in paragraphs eleven and twelve, particularly, 
cases in which the Court of Custom and Patent Apreals, 
when there was a reason of appeal alleging prejudicial error, 


did go into the matter. And in the two cases cited in para- 


graph 11, 49 App DC, which of course was years ago, 
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and the other one quite recently 44 CCPA, in both of those 
cases the matter of prejudicial error was take care of by 
remanding the case to the Patent Office with the direction 
thar. as there had been a wrong to be corrected, that the 
case be reconsidered in the light of the corrected procedure. 


THE COURT: I suppose that this Junior Party wants 
to put his best foot forward, so to speak, before the Patent 
Office. you know, so that they might show all these facts, 
and of course. I suppose too that if it goes against the Jun- 
jor Party then the Junior Party can have a de novo hear- 
ing. 

MIR. ROEMING: That is true—that is true. I was 
arguing bere only from the point of view of an appeal to 
the CCPA. 


Now as to the case of Abbott v. Coe, Your Honor,—the 
argument has been made both in writing and orally before 
the Court that there is not an adequate remedy under 
Section 146 because of the presumption of correctness which 
followed that decision of this court years ago. And the basic 
decision of course was in the Morgan v. Daniels case in 
the Supreme Court many years ago in which the Supreme 
Court said that evidence brought in to overturn a decision 
in the Patent Office must be such that it carries thorough 
conviction. That decision, of course, is the basic decision 
on which the case of Abbott v. Coe is based. 


We concede this matter of the presumption of correct- 
ness. However, if the plaintiff in a civil action comes in and 
demonstrates to the court that there has been prejudicial 
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error in the exclusion of testimony in the Patent Office, if 
this is demonstrated, we submit that that reduces the pre- 
sumption of correctness right down to zero, as long as there 


is such a showing of prejudicial error. 


THE COURT: Now on this matter of setting aside this 
ruling, that was made in the Patent Office by Mr. Reynolds, 
that was after the Junior Party had taken testimony, was it 
not? 


MR. ROEMING: Yes, two days. That was just a matter, 
incidentally, that Mr. Reynolds didn’t know testimony was 
being taken and the plaintiff here, of course, didn’t know 
that the Commissioner was working on this matter. I might 
say that the important thing on this matter that doesn’t 
appear in this type of proceeding here, is that this action 
in the Office is an inter-parties proceeding between the In- 
ventor of the Texas Instrument Company and the Inventor 
of the General Electric Company. In this type of proceeding 
—one of the parties to an inter-partes proceeding comes 
into this Court and asks this Court to intervene in a matter 
where the other party to that proceeding is not even rep- 
resented. 


THE COURT: Well I understand that, but the thing 
about it is, in your office you don’t have the testimony of 


anybody. You just have these depositions. 
MR. ROEMING: That is correct. 
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THE COURT: And since you just have these depositions 
I think it would be important to have the information. Of 
course. I realize you have to have some order of procedure 
and presentation of things because otherwise there would 
just be confusion. 


I am going to grant the Motion. 
MR. ROEMING: Thank you, Your Honor. 


(Whereupon, at 12:20 p.m. the hearing of the before-en- 
titled motion was concluded) 
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In the 
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for the District of Columbia 
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Commissioner of Patents, 
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be corrected as indicated in the accompanying six pages. 


/s/ TE LLsSworTH H. MosHER 


Solicitor, United States 
Patent Office 
Attorney for Defendant 
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UNITED STATES DISTRICT COURT 


for the District of Columbia 


Civil Action No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 
Plaintiff 
v. 


Epwarp J. BRENNER, 
Commissioner of Patents, 


Defendant 


JUDGMENT 


Defendant having brought a motion to dismiss the com 
plaint and the Court having considered the arguments of 
both parties, it is this day of January, 1967, 

ORDERED and ADJUDGED, that the defendant’s mo- 
tion to dismiss be and is hereby granted and that the com- 
plaint be and is hereby dismissed, with costs against the 


Attorney for Plaintiff 
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In the 
UNITED STATES DISTRICT COURT 
for the District of Columbia 


Civil Action No. 2471-66 


Texas INSTRUMENTS INCORPORATED, 
v. Plaintiff 

Epwarp J. BRENNER, 
Commissioner of Patents, 


Defendant 
NOTICE OF APPEAL TO COURT OF APPEALS 
UNDER F.R.C.P. 73(b) 


Notice is hereby given this 17th day of March, 1967, that 
TEXAS INSTRUMENTS INCORPORATED, plaintiffs 
herein, hereby appeals to the United States Court of Ap 
peals for the District of Columbia from the judgment of 
this Court entered in this action on the 18th day of Jan- 
uary, 1967 in favor of defendant and against said plaintiff. 


/s/ FE LiswortH H. MosHER 


Ellsworth H. Mosher 
Attorney for Plaintiff 
300 Munsey Building 
1329 E Street, N.W. 
Washington, D.C. 20004 
(Tel. ME 86223) 


Receipt of copies of this NOTICE OF APPEAL is ac- 
knowledged this 17th day of March, 1967. 


JOSEPH SCHIMMEL 
Solicitor, United States 
Patent Office 

Attorney for Defendant 
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BRIEF FOR APPELLANT 


Tnited States Court of Appeals 


For THe District OF CoLumera Cimcurr 


Appeal No. 20935 
Texas [NSTRUMENTS Isconrona, Plaintiff-Appellant, 
v. 


Epwagp J. BRENNER, Gocutincionse of Patents, 
diiarcciasa ba 


Appeal from the United ee District Court for the 
District of Columbia 
The Honorable Burnita Sheltqa Matthews, Presiding 


Birswoatt HL Moser 

Sacer M. Mons, JR. 300 Munsey Building, 

Texas Instruments 1329 E Street, N.W., 
Incorporated ‘Washington, D. C. 20004 
Dallas, Texas Attorney for Appellant. 


Joux F. WrIrHERSPOON 


| 
300 Munsey Building | tes C 
1329 B Street, N.W. United Stotes Cot 
Washington, D. C. 20004 


Of Counsel for FILED Jun 2-7 1967 
Appellant. | 


Jone 20, 1967 en Org. 
KV ane bsous 


int of Appeals 


- do wwe 


| CLERK 
rn 8. Anases PUNTO, DNc., WASEDETON, D.C. 


STATEMENT OF QUESTION PRESENTED 


Where a party to a Patent Office interference proceeding 
has already taken most of his testimony during an exten- 
sion of time granted by the Patent Interference Examiner 
for good cause shown on motion of said party, THE 
Qvzstios Is whether a later ruling by the Commissioner 
of Patents vacating said extension of time—the result of 
which is to preclude use of the testimony taken during 
said extended period as any part of the party’s ‘‘trial’’ 
of the interference under 35 U.S.C. § 135—is so arbitrary, 
unfair and capricious as to constitute an abuse of dis- 
cretion equivalent to denial of due process, especially where 
the Commissioner’s decision specifically conceded that the 
Examiner in granting said extension of time had not been 
guilty of an abuse of discretion and also, in effect, con- 
ceded that there existed a rational basis for the Examiner’s 
decision ; 


and Wuetuee the District Court should have accepted 
jurisdiction, despite the Commissioner’s contention that 
his raling was merely interlocutory, for the purpose of 
determining abuse of discretion as a preliminary to requir- 
ing the Commissioner to restore said party to his former 
position whereby said party may complete the ‘‘trial’’ of 
his case before the statutory Patent Office tribunal. 


INDEX 


Jurisdictional Statement 


Statement of the Case 
The Factual Background Relating to the Inter- 
ference 
Statutes and Rules Involved 
Statement of Points 


Summary of Argument 


(a) Jurisdiction in the District Court to Review 
the Commissioner’s Decision 


(b) The Commissioner’s Action Constituted an 
Abuse of Discretion 


(c) Unsatisfactory Remedy Under 35 U.S.C. § 141- 
144 and 25 US.C. § 146 


Conclusion 
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IN THE 


United States Court of Appeals 


For rue Districr or Cotumpia Ciecvit 
AppgeaL No. 20935 


Texas INSTRUMENTS INcorPoRATED, Plaintiff-Appellant, 
Vv. 


Epwarp J. Brexxer, Commissioner of Patents, 
Defendant-Appellee, 


Appeal from the United States District Court for the 
District of Columbia 


The Honorable Burnita Shelton Matthews, Presiding 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 
Jurisdiction of this Court is based on 28 U.S.C. $1291, 
this being an appeal from a final judgment of the United 
States District Court for the District of Columbia entered 
January 18, 1967. 


2 
The complaint [JA 3a]* seeks a declaratory judgment 
and injunctive relief requiring the Commissioner of Patents 
to grant appellant's inventors a full and fair trial in the 
Patent Office in a pending interference proceeding to w hich 
they are parties. 


Jurisdiction in the District Court was based on the Ad- 
ministrative Procedure Act, Title 5, United States Code, 
§ 1oue"” - the Federal Rules of Civil Procedure, Rule 81(b); 
itle 28. T aes States Code, $$ 1338(a), 13861 and 2201; the 
Act of 1952. Title 35, United States Code, and 
ra18 35: and as to venue, Title 28, United States 
91(e)—see JA ta. 


STATEMENT OF THE CASE 


is appeal seeks reversal of the final judgment of the 
States District Court for the District of Columbia, 


norable Burnita Shelton Matthews presiding, dis- 
z appellant’s complaint described above [JA 168a]. 


The civil action was commenced in the District Court 
below following the action of the Commissioner of Patents 

[JA 110a and 125a] in vacating and setting aside a certain 
ruling relating to an extension of time for taking testimony 
which had been made by the Patent Interference Examiner 

‘JA S5a] in the United States Patent Office in favor of 
appellant's inventors, in a pending interference to which 
they are parties. Being of the opinion that the Commis- 
sioner had arbitrarily and capriciously deprived its in- 
ventors of their rights as parties to the interference, 


* References to the Joint Appendix will be indicated thus: ‘‘JA —.’’ 


°° ls may te noted in passing that the Administrative Procedure Act has 

arted into positive law as Title 5, Government Organization and 

the form of Public Law 49-554, 80 Stat. 378, approved Sep- 

1965. Seetions 791-704 and 706 of Chapter 7 are expecially in 
teresting and are therefore included in the Appendix to this brief. 
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appellant sought a declaratory judgment and injunctive 
relief in the District Court. The District Court was re- 
quested to rectify the effect of the Commissioner’s ruling 
which denied appellant its right to a full and fair trial 
before the statutory Patent Office tribunal (35 U.S.C. § 135), 
viz. the Board of Patent Interferences. The appellant’s 
prayer for relief in the court below appears at JA 13a-l5a. 


The Commissioner of Patents, appellee herein, moved to 
dismiss the complaint [JA 18a] on the grounds (1) that 
the District Court lacks jurisdiction of the subject matter 
of the complaint and (2) that the complaint fails to state 
a claim upon which relief can be granted. 


Following oral argument on the motion to dismiss, Dis- 
trict Judge Matthews granted the motion to dismiss [JA 
168a]. A timely appeal was taken to this Court [JA 169a]. 


The Factual Background Relating to the Pending Interference 


The following factual background in some detail is offered 
as of possible assistance to this Court, bearing in mind 
that on a motion to dismiss all factual allegations of the 
complaint must be taken as true. Cooper v. Pate, 378 U.S. 
546 (1964). 


The parties to the interference are Frederick C. Ochsner 
and Edwin A. Miller, assignors to appellant Texas Instru- 
ments Incorporated, and Walter T. Millis, assignor to 
General Electric Company. The interference is identified in 
the Patent Office as Ochsner et al. v. Millis, Interference 
No. 94,676, but it may with equal accuracy be thought of 
as Texas Instruments Incorporated v. General Electric 
Company, Interference No. 94,676. 


For many years the Metals and Controls Division of 
Texas Instruments Incorporated has been a specialist in 
and a supplier of multiple layers of different metals bonded 
to cach other. At the time of certain development activities 
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conducted in cooperation with the General Electric Com- 
pany (the assignee of the party Millis) the Metals and Con- 
trols Division was the Metals and Controls Corporation 
and will be sometimes referred to hereinafter as M&C, In 
the early and mid 1950's M&C was interested in finding 
uses for its bonded multiple layer materials and was ex- 
ploring possibilities in a number of industries including 
the vacuum tube industry. The first of a long series of 
joint meetings was held by representatives of M&C and 
General Eleetrie in June of 1956 to discuss applications for 
these materials in vacuum tubes. A number of materials 
were diseussed by M&C and General Electrie Company for 
use as anodes in vacuum tubes but important among these 
was a material called ‘tcopper-cored aliron’’—a five layered 
material consisting, in the order named, of aluminum, iron, 
copper, iron and aluminum. 


Following the first meeting between M&C and General 
Electric in June of 1956, a cooperative development effort 
evolved wherein a long series of joint meetings was held 
approximately on a monthly basis. Two of the parties to 
the Patent Office interference, Ochsner for M&C and Millis 
for General Electric, were present at the first joint meet- 
ing. Miller (of Ochsner and Miller) was present at many 
of the later joint meetings. 


The interference here involved concerns a particular 
copper-cored aliron material which distinguishes over pre- 
vious copper-cored aliron materials in at least two re- 
spects: (a) the combined thickness of the five layers is 
approximately 5/1000’s of an inch and (b) the copper con- 
stitutes less than 40% of the combined material of the metal 
sandwich. This specific material was developed by M&C, 
and disclosed to General Electric in the person of the 
party Millis. The party Millis then successfully tested the 
material as an anode material during the cooperative de- 
velopment effort. The history of the development activities 
between M&C and General Electric is clearly spelled out 


Hi) 
and traced by the minutes of the mectings, some of which 
were kept by employees of General Electric and others 
kept by employees of M&C. Nevertheless, because of the 
joint development nature of the meetings, both companies 
and their employees received copics of the minutes of the 
meetings. 


Believing this interference to be a clear case of deriva- 
tion (i.e, that Millis first learned of the specific subject 
matter of the interference from M&C and later included a 
disclosure of this development in his application for patent 
although it was not specifically claimed therein until over 
five years after filing), the party Ochsner ct al. noticed the 
party Millis (and coworkers) for depositions in order to 
take testimony on the issue of derivation. 


These depositions began in Owensboro, Kentucky on May 
10, 1966, and depositions of witnesses in the employ of 
M&C were scheduled to begin on the following May 17th 
in the M&C plant in Attleboro, Massachusetts. At that 
time, the testimony-in-chief period for the junior party 
Ochsner et al. was due to close on May 18, 1966. 


During the course of his deposition Millis refused to 
answer, on advice of counsel, pertinent and material ques- 
tions (to a total of nearly 50) on the issue of deriva- 
tion. Being of the opinion that the party Ochsner and 
Miller had the right to conduct and conclude an effective 
examination of the witness Millis on the issue of derivation 
before beginning the testimony of other witnesses on behalf 
of the party Ochsner and Miller, the previous notice of 
taking depositions to begin on May 17th in Attleboro was 
rescinded. 


Since time was running out in the Patent Office. on or 
about May 16th the party Ochsner and Miller filed a timely 
motion to extend the times for taking testimony [J.A 55a). 
That motion was granted by the Examiner of Interferences 
[JA S5a], as a result of which the time for taking testi- 
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mony was extended until July 1s, 1966. The Examiner 
ruled in passing that, 
“Xo reason is seen to compel Ochsner et al. to take the 
testimony of their witnesses In a specifie order which 
they feel is not to their best interest or advantage.’” 
[JA Soa]. 


As a further effort, upon being blocked from a full and 
effective inquiry on the issue of derivation, the party 
Ochsner et al. turned to the U. S. District Court for the 
Western District of Kentucky and brought a motion to 
compel answers to questions. 


The District Court overruled (denied) on July 25, 1966 
the Motion to Compel further testimony and a timely 
motion was thereafter filed requesting reconsideration of 
the order by the Court. That motion for reconsideration 
was likewise overruled by the District Court on September 
21, 1966. An appeal was taken to the United States Court 
of Appeals for the Sixth Circuit. Oral argument was pre- 
sented on April 18, 1967, and the Court’s decision is 
expected momentarily. 


In the meantime, on or about June 18, 1966 the party 
Millis petitioned the Commissioner under Patent Office 
Rule 244 [JA S8a] to reverse or overrule the decision of 
the Examiner of Interferences extending the time for taking 
the testimony-in-chief of Ochsner and Miller to July 18, 
1966, although in his petition the party Millis quite sig- 
nificantly alleged neither abuse of discretion on the part 
of the Examiner of Interferences nor irreparable injury to 
himself as a result of the Examiner’s interlocutory ruling. 


While the proceedings in the District Court in Kentucky 
on the motion to compel answers were still pending, and 
while the party Millis’ petition to the Commissioner was 
likewise pending, the party Ochsner et al. proceeded on 
July 12-14, 1966 (pursuant to notice and within the extended 
time period granted by the Examiner of Interferences) with 
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the taking of depositions in Attleboro, Massachusetts [JA 
Ya-10a, paragraph 10 of the Complaint]. Thus, their terti- 
mony-in-chief was completed within the extended tme 
period except for the testimony of one Raymond R. Kondrat 
who was stranded on the West Coast by the then current 
airlines strike. So far as the prospective witness Kondrat 
is concerned, it is not understood that the reasons relating 
to the short extra time required for his testimony were 
questioned either by General Electric or the Patent Office, 
apart from the main request for the extension of time. 


On July 18, 1966, i.c., after the testimony in Attleboro had 
been taken, the First Assistant Commissioner, acting on 
behalf of appellee, granted the party Millis’ petition and 
reversed the earlier decision of the Examiner of Inter- 
ferences to extend the time for taking the testimony-in- 
chief of Ochsner et al. to close on July 18, 1966, except 
insofar as that decision permitted an extension of time 
to complete the taking of the testimony of the witness 


Millis pursuant to any order the District Court in Kentucky 
might make [JA 110a]. 


The First Assistant Commissioner specifically admitted 
in his decision that it was not the ‘‘usual practice*’ to set 
aside a decision of the Patent Interference Examiner ‘‘on 
a judgment matter, on petition, in the absence of clear error 
or abuse of diseretion’’ [JA at 112a]. 


The First Assistant Commissioner also specifically 
admitted that, 


“Tilt is not considered that the [Patent Interference] 
Examiner in this case was guilty of an abuse of dis- 
erection or that there was no rational basis for his 
decision... ."° [JA at 112a}. 


On or about July 28, 1966, the party Ochsner and Miller 
filed a Petition for Reconsideration [JA 116a] of appellee's 
action insofar as it overruled the Patent Interference Ex- 
aminer’s decision to extend the time for taking the testi- 


mony-in-chief of Ochsner and Miller to July 18, 1966. On 
August 4, 1966, the appellee, aeting through his agent, 
the First Assistant Commissioner, denied the party Ochsner 
and Miller's petition for reconsideration [JA 125a]. 


The etfect of the appellee's action is to eliminate® from 
the interference proceedings all testimony which already 
had been taken by and on behalf of the party Ochsner et al. 
during the sixty (60) day period next preeeding July 18, 
1966, despite the fact that such testimony did not require 
any additional time over and above that already granted to 
the party Ochsner et al. for the purpose of moving in the 
District Court in Kentucky for an order to compel answers 
under Rule 37(a) of the Federal Rules of Civil Procedure. 


In connection with this ‘telimination’’ from the record 
of testimony already taken, it is interesting to note in 
passing that although District Judge Matthews evidently 
felt constrained under the law to grant the motion to 
dismiss, nevertheless she was not unsympathetic to appel- 
lant’s plight as shown by a portion of her concluding 
remarks: 


‘+... think it would be important to have the infor- 
mation.” [JA 166a] 


STATUTES AND RULES INVOLVED 


The statutes involved upon this appeal are: the Act 
of June 11, 1946, c. 324, 60 Stat. 243, U.S.C., Title 5, § 1009; 
the Judicial Code, U.S.C., Title 28, §§ 1338(a), 1361, 1391(e) 
and 2201: and the Act of July 19, 1952, c. 950, 66 Stat. 792, 
T.S.C., Title 35, §§ 6, 23, 135(a), 144 and 146. The relevant 
parts of these statutes will be found in an appendix to 
this brief, infra, pages 25 et seq. 


* On this point, see e.g. the admissions made by counsel for the appellee 
during oral argument in the court below [JA 16la and 1622] 
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The relevant Rule 81(b), F.R.C.P., will be found in the 
appendix, infra, page 30. 

The rules of the Patent Office involved upon this appeal 
are Rule Nos. 244(d), 251, 252, 271, 272, 278 and 281. The 
relevant parts of these rules will be found, infra, pages 
31 et seq. 


STATEMENT OF POINTS 
1. The District Court erred in holding in effect (by 
granting the appellee’s motion to dismiss) that it did 
not have jurisdiction of the complaint filed by appellant. 


2. The District Court erred in holding in effect (by 
granting the appellee’s motion to dismiss) that the com- 
plaint filed by appellant fails to state a claim upon which 
relief can be granted. 

3. The District Court erred in holding in effect (by 
granting the appellee’s motion to dismiss) that its power 
to review the administrative proceedings in the Patent 
Office was exercisable only in an action brought to re- 
view the final order of the administrative agency. 


4. The District Court erred in holding in effect (by 
granting the appellee’s motion to dismiss) that it does 
not have the power to set aside and vacate an interlocutory 
order of the Commissioner of Patents, even though the 
Commissioner’s order shows on its face a gross abuse 
of diseretion highly prejudicial to appellant in the pending 
Patent Office interference proceedings amounting to a vio- 
lation of due process of law. 


5. The District Court erred in holding in effect (by 
granting the appellee’s motion to dismiss) that the ap- 
pellant has an adequate remedy from an adverse final 
decision of the Patent Office on the issue of priority of 
invention, cither by an appeal to the Court of Customs 
and Patent Appeals under 35 U.S.C. §§ 141-144 or by a 
trial de novo in the District Court under 35 U.S.C. $146. 
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6. The District Court erred in granting the appellee’s 
motion to dismiss when considered in context with the 
Court's observation made at the same time that *. . - I 


r 
3 
i 


would think it would be important to have the informa- 
tion’ referring to the testimony of appellant and its 
Witnesses on deposition which, if the District Court’s rul- 
ing be permitted to stand, is not and will not ever be- 
come a part of the record to be submitted to the Patent 
Ofice Board of Patent Interferences for determination of 
the issue of priority of invention. 

>. The District Court erred in holding in effect (by 
granting the appellee's motion to dismiss) that it could 
not or would not intervene at an interlocutory stage of 
interference proceedings in the Patent Office even though 
the Commissioner's ruling sought to be set aside (a) re- 
sulted from a petition to the Commissioner filed by the 
appellant's opponent in the interference proceedings where- 
in no attempt was made to allege prejudice to the opponent 
as a basis for the petition to the Commissioner, and (b) 
had the effect of depriving appellant of a full and fair 
rial of its case before the statutory Patent Office tri- 
xnal, i.e. the Board of Patent Interferences, upon which 
the Congress has by statute (35 U.S.C. § 135) conferred 
the sole authority to hear and determine the question of 
priority of invention. 


SUMMARY OF ARGUMENT 


Appellant’s arguments before this Honorable Court for 
reversing the decision of the District Court and remand- 
ing are basically three in number. 


First, appellant submits that the District Court has jur- 
isdiction to review the decision of the Commissioner of 
Patents at this stage of the interference proceeding under 
the provisions of the Administrative Procedure Act. The 
Administrative Procedure Act permits review of final 
agency action for which there is no adequate remedy in 
the courts. Although interlocutory in the interference 
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proceeding as a whole, the Commissioner’s decision is 
‘final’? and reviewable. 


Second, the Commissioner’s decision is arbitrary and 
an abuse of discretion in that the decision has the effect 
of removing from the record testimony and facts neces- 
sary for a proper determination of priority of invention, 
including the issue of derivation, and was rendered at a 
time after the testimony had already been taken by depo- 
sition. Court decisions relative to administrative agencies 
require fair play and that principle has been violated here 
by the Commissioner. The District Court had jurisdic- 
tion to pass upon the question whether the Commissioner’s 
ruling was arbitrary or involved an abuse of discretion. 
Any doubt as to the court’s jurisdiction that might have 
existed at the time of oral argument in the court below 
has since been dispelled by this Court’s decision in Sikora 
v. Brenner, Commissioner of Patents, US. App. D.C. 

, 1538 U.S.P.Q. 585 (May 8, 1967). 


The third point concerns adequacy of review of inter- 
ference matters as contemplated by 35 U.S.C. $$ 141-144 
and 35 U.S.C. $146. Those sections provide for court 
review following termination of an interference and counsel 
for the appellee has heretofore contended that error, if any 
be present, can be corrected under those normal review pro- 
visions. Under the circumstances of the present inter- 
ference, however, the review statutes would be completely 
inadequate for the exact reasons given in the very recent 
ease of In re Natta et al, 264 F.Supp. 734 (D.C. Delaware, 
March 1, 1967), page 738, where the Court stated: 


“In addition, the results of the interference are sure 
to be appealed, cither to the Court of Customs and 
Patent Appeals, 35 U.S.C. § 141, or to a District Court, 
35 U.S.C. $146. Tf appealed to the former tribunal, 
no additional evidence may be put on record, and if 
to the latter, the advantage of additional evidence 
so taken would, to a certain extent, be counterbalanced 
by the presumption of administrative correctness.’’ 


» 


ARGUMENT 


(a) Jurisdiction in the District Court To Review the 
Commissioner's Decision 


Appellant seeks review under the Administrative Pro- 
eedure Act. Title 5. U.S. Code, § 1009 (now $$ 701-706), 
of the Commissioner's decision on petition setting aside an 
extension of time granted by the Examiner of Patent In- 
terferences. 

rebuttal argument before Judge Matthews in 

velow. counsel for appellee argued in effect [JA 

i 160a] that the Commissioner’s motion to dismiss 

the complaint should be granted because the courts in 

recent years at least (say, since about 1908 or 1909) 

I er intervened to control so-called interlocutory 

tons in interference proceedings in the Patent Office. 

uming arguendo the correctness of that statement at 

ime it was made, it seems no longer to be applicable in 

le in view of this Court's recent decision in the case 

ra v. Brenner, Commissioner of Patents, U.S. App. 

_ 153 U.S.P.Q. 585 (May 8, 1967). Even apart 

from Sikora, however, it was a weak argument at best. 

It was very adequately answered in the words of Mr. 

Justice Oliver Wendell Holmes in an address delivered 

tn 1897 (while he was still on the Supreme Court of 

Massachusetts) that has become one of the classics of the 
law: 


“It js revolting to have no better reason for a rule 
of law than that so it was laid down in the time of 
Henry IV. It is still more revolting if the grounds 
upon which it was laid down have vanished long since, 
and the rule simply persists from blind imitation of 
the past.’’® 


wn **The Path of the Law’’, by Justice Oliver Wendell Holmes, 
Jr. ay reprinted in The Law aa Literature, Simon and Schuster, New York 
1969, pages G14 et neq. at 626, 
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Applying that gem of wisdom to the present situation, it 
surely cannot be good law that because the courts ap- 
parently have not seen fit heretofore to intervene to miti- 
gate the effects of the abuses of discretion that must neces- 
sarily take place in the Patent Office* from time to time— 
since after all the Patent Office officials are human and 
therefore occasionally subject to human error—the courts 
should for that reason continue to refrain from intervening 
and, to that extent, place their judicial tmprimatur on 
what can only be regarded here as an abuse of discre- 
tion so gross as to amount to a violation of due process. 


Contrary to appellee’s arguments before the District 
Court, the Sikora case, supra, supports appellant’s con- 
tention that the District Court has jurisdiction to review 
the decision of the Commissioner of Patents for abuse 
of diseretion. In Sikora, amendments to claims were 
presented to the Examiner after final rejection, but the 
Examiner refused to enter the amendment. The submis- 


sion of the amendments to the claims occurred after an ap- 
peal from the final rejection had been filed. On petition to 
the Commissioner to review, the Commissioner held that the 
Examiner had not acted arbitrarily or in a clearly erroneous 
manner in refusing to enter the amendments after final 


“It must not be thought for a moment that this argument connotes 
tho slightest lack of respect for the Patent Office on the part of the 
undersigned, As a former Patent Examiner some years ago, the under- 
signed yields to no one in his admiration of the Patent Office and of the 
dedicated public servants manning it. However, as Mr. Justice Holmes ob- 
served later in the same article cited in the preceding footnote (at page 630): 


se). . one may criticize even what one reveres”*. 


Government. officials are not immune to error, as is shown by the concurring 
opinion of Mr, Justice Jackson in McGrath, Attorney General Vv. Kristensen, 
340 U.S, 162 (1950) at 176. Even at the level of the Supreme Court of 
the United States, it is not unheard of for the chief legal officer of the 
United States Government frankly to confess error on the part of the 
Government to the Court—for a fairly recent instance see Levine v. U.S. 383 
U.S, 265 (1966). 
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rejection and sustained his action.* Being bound by the 
Commissioner's ruling on petition, the Patent Office Board 
of Appeals did not consider the proposed amendments 
and sustained the action of the Examiner holding that 
the unamended claims were not patentable. 


In the District Court. the Court's opinion (Sikora v. 
Brenner, Commissioner of Patents, 259 F. Supp. 431 (D.C. 
D.C., 1965) was based on the unpatentability of the claims 
in their unamended state and the complaint was dis- 
missed as in an ordinary 35 U.S.C. $145 action. The 
District Court made no findings or comments on the pro- 
priety of appellee's refusal to permit the amendments of 
appellant's claims. 


This Court on appeal held as follows (153 _U.S.P.Q. 
at 586): 


“In our view the District Court had jurisdiction 
to consider the objection in the complaint, viewed lib- 
erally as a pro se pleading, that the Patent Office 
had acted arbitrarily in refusing to permit the re- 
quested amendment of the patent claim.*****the of- 
fcial action may be protested and reviewed by the 
District Court in an action brought under the statu- 
torr provisions now codified as 5 U.S.C. §§ 702-04.”’ 


The parallel between the Sikora case and the present 
case is quite striking although the latter involves a matter 
pending before the Board of Patent Interferences on an 
inter partes priority question rather than before the Board 
of Appeals on an ez parte patentability question. Here, 
as in Sikora, the Commissioner has rendered a decision 


the signal difference. Both here and in Sikora the Commissioner 

e Examiner had ruled properly (ie., that he had not acted arbi- 

trarily or in a elearly erroneous maner in Sikora [153 U.S.P.Q. at 586], and 

here that the Examiner was not guilty of an abuse of discretion or that there 

waa ny rational basis for hia decision [JA 112a]), yet in Sikora the Com- 

missioner approved the Examiner’s ruling whereas here he reveracd it [JA 

liZa]. Appellant faila to pereeive how such action can be justified as a matter 
of administrative agency fairnenn. 
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which affects the substantive rights of the appellant, and 
appellant has sought review under the Administrative 
Procedure Act. Appellant does not contend that the 
Commissioner’s ruling on the petition is not interlocutory* 
insofar as the interference proceeding as a whole is con- 
cerned. However, at the same time, the decision is com- 
pletely ‘‘final’? and determinative of appellant’s right to 
have its evidence made a part of the record and considered 
in the trial of the interference in the Patent Office under 
35 U.S.C. § 135. 


Section 704 (replacing the old Administrative Procedure 
Act) provides that ‘‘{a]gency action made reviewable by 
statute and final agency action for which there is no ade- 
quate remedy in a court are subject to judicial review.”’ 
In footnote 3 to the Sikora case [153 U.S.P.Q. at 586] 
this Court stated as follows: 


““We need not determine whether the Commissioner‘s 
refusal to permit amendment of the patent claims was 


‘final’ action that could have been protested immedi- 
ately or was procedural or intermediate action that 
may now be attacked because the agency's process 
has since culminated in a final action. In either 
event $704 makes clear that the complaint was ripe 
for presentation to a court.’’ 


* Pertinent in this connection is this Court's recent decision in City of 
San Antonio v, Civil Acronautics Board, — U.S. App. D.C. —. 374 F. 2d. 326 
(Feb, 7, 1967), involving the Transpacific Route Investigation currently being 
conducted by the C.A.B. On petition for review, this Court considered at 
considerable length ‘‘certain preliminary orders’’ issued by the Board (p. 
328) and, on the merits, found no reason to overturn the action of the 
Board, The Concluding sentence of the Court's opinion reads, 


‘«[a]t least the Board has so held, and we find no basis for holding that 
the Board abused its discretion in this regard or otherwise arbitrarily 
discriminated against petitioners'’ (Emphasis added) 


thereby suggesting that this Court would have felt perfectly free to overturn 
tho challenged orders, notwithstanding their admittedly preliminary nature, 
had the record in fact catablished to the satisfaction of the Court an abuse 
of discretion or arbitrary discrimination on the part of the Board. 
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Appellant submits that the clear intent and meaning 
ts Court's decision in Sikora was that in a situation 


gnestion of whether the Commissioner's decision on 
petition was arbitrary and an abuse of discretion. Other- 
wise. appellant would find itself in the situation of pro- 
eeeding through to the end of the interference proceeding 
with an inadequate record and the probable inevitability 
of having priority adjudged against it because of no rec- 
ord evidence to support priority or its contentions on 
derivation. Thereafter. confronted by an adverse decision 
on priority, appellant would be in a position to ‘‘appeal’’ 
to the District Court and only then have the Commissioner’s 
decision reviewed. If the Commissioner’s decision should 
be found to constitute an abuse of discretion, possibly * 
the interference matter would be remanded by the Dis- 
triet Court to the Patent Office for redetermination based 
upon appellant's evidence in support of priority. Clearly 
such a roundabout, time wasting and duplicative procedure 
to accomplish the same result was not intended by the 
Administrative Procedure Act. Therefore, following the 
Sikora case and the axiom that the law does not require 
a vain thing, appellant submits that it is entitled to a 
judicial review of the Commissioner’s action at this 
time. 


(b) The Commissioner’s Action Constituted an Abuse 
of Discretion 


The Commissioner admittedly has a legitimate and proper 
concern with extensions of time in interference procced- 
ings because of the public interest in the prompt determi- 
nation of priority contests. However great the concern with 
the time element may be, an even greater concern of the 
Commissioner should be that of assuring that the award 


*We sar ‘‘possibly’? advisedly, since it is not at all clear that this would 
be doar % the prewmnt practice. This Court has intimated doubt as to 
waeh @& pose ty under old B.S. $4915, the predecessor statute of 35 U.S.C, 
§ 144—wee Knutson et al. v. Gallaworthy ct al., 82 U.S. App. D.C. 304, 164 


F. 2d. $97 (1947) at 507, right column, 
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of priority shall go to the original and first inventor 
based on a full development of all the facts and circum- 
stances, 

A key issue in the determination of priority of inven- 
tion in the present interference is that of derivation by 
the senior party Millis, of General Electric, from the junior 
party Ochsner et al., of Texas Instruments Incorporated. 
That is, the specific subject matter of the interference arose 
out of a joint technological development between appellant 
and General Electric, and Ochsner et al believe that Millis 
derived or first learned of that invention from them. 
Consequently, appellant chose to take the deposition of the 
senior party Millis in advance of those of its own 
witnesses. 

The usual rule is that interference testimony will 
not be taken out of order as, for example, by the junior 
party first taking the testimony of the senior party (ef. 
Robitschek v. Tapas et al, 200 F. Supp. 588 (D.C. N.D. 
Ill, 1961). The usual rule is not applicable, however, 
where the issue is that of derivation. In a fairly recent 
derivation case, Applegate et al v. Scherer et al, 382 
F. 2d 571 (C.C.P.A., 1964), the only party taking testi- 
mony was the junior party Scherer et al who called Apple- 
gate, one of the senior party joint inventors, as a witness 
on the very issue of derivation. 


Furthermore, it is well-settled that proof of derivation 
of the invention by the senior party from the junior party 
is a part of the junior party’s prima facie case (Gold- 
schmidt and Weber v. Von Schutz, 1913 C.D. 159, Comm. 
Pat., 1913, and Swinglehurst v. Ballard, 49 App. D.C. 73, 
258 Fed. 973 (1919)). The Goldschmidt and Swinglehurst 
cases stand for the proposition that not only is testimony 
on derivation proper, but that it must be taken during the 
testimony-in-chief period of the junior party. Otherwise 
the junior party is precluded from introducing testimony 
on derivation at all, as for example, during the junior 
party’s rebuttal testimony period following the senior 
party’s testimony. 
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Despite the requirements of the law for taking testi- 
mony on derivation during the junior party’s testimony- 
in-chief period, appellant was blocked by counsel for Gen- 
eral Electric from inquiring effectively into the issue. 
Appellant then proceeded by way of motion to compel 
answers in the United States District Court at Owensboro, 
Kentucky. Furthermore, being concerned with the passage 
of time. appellant proceeded to take the depositions of 
its own witnesses. After the testimony had been com- 
pleted (except, of course, for that of the witness Kondrat 
who was stranded on the West Coast by the airlines strike 
during July of 1966) the Commissioner’s subsequent de- 
cision took away the right to have present in the inter- 
ference record the testimony which by that time had 
already been taken. The action of the Commissioner has 
served to compound the time problem, and in addition, 
has deprived the record of a full disclosure of facts 
such as is necessary to permit the Board of Patent In- 
terferences to make a proper determination of priority. 


Other court decisions have dealt with the standards ap- 
plicable to administrative agencies such as that headed by 
appellee. For example, on the refusal of an administrative 
agency to accept pertinent testimony which has been prof- 
fered, and which could have been received without any 
undue delay in closing the hearing, this constituting un- 
reasonable and arbitrary action, see Consolidated Edison 
Company et al vy. National Labor Relations Board et al, 
305 U.S. 197 at 225-6 (1938): 


‘«\ more serious question grows out of the refusal 
{by the N.L.R.B.] to receive the testimony of certain 
witnesses. ... It was brief and could have been 
received at once without any undue delay in the closing 
of the hearing. 


‘We agree with the Court of Appeals that the re- 
fusal to receive the testimony was unreasonable and 
arbitrary.’’ (Emphasis added) 
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As this Court stated in Marzall, Commissioner of Patents 
vy. Libby, McNeil & Libby, 88 App. D.C. 277, 188 F.2d. 
1013 at 1016 (1951): 


“Technicalities should not override equities... . 


On the right to present evidence effectively® before an 
administrative tribunal, see Morgan et al v. United States 
et al, 304 U.S. 1 at 18-20 (1938): 


“The requirements of fairness are not exhausted in 
the taking or consideration of evidence but extend to 
the concluding parts of the procedure as well as to the 
beginning and intermediate steps.’ (p. 20; emphasis 
added) 


As pointed out in Giant Food Inc. v. F.T.C., 116 U.S. 
App. 227, 322 F. 2d. 977 at 984 (1963), an administrative 
agency ‘‘must remain alert to observe accepted standards 
of fairness,’? and in Amos Treat & Co., Inc. et al v. 


S.E.C. et al, 113 US. App. D.C. 100, 306 F. 2d. 260 (1962) 
at 267, this Court in connection with an administrative 
hearing emphasized not only the element of fairness but 
also “. . . the very appearance of complete fairness.’’ 
(Emphasis added) 


The factual situation presented by the present appeal 
is closely akin also to that of The Elmo Division of Drive 
X Company, Inc. et al v. Dixon, Federal Trade Com- 
mission, et al, 121 U.S. App. D.C. 113, 348 F. 2d. 342 
(1965), where the appellants objected ‘‘not to the fact 
of the Commission’s making an initial substantive determi- 
nation but rather to the process by which it has chosen to 
do so.’? (p. 344, emphasis added). 


“Even though the appellee should urge that the additional evidence here 
probably would not change the ultimate result in the Patent Office, this is 
immaterial. Seo Russell-Newman Mfg. Co., Ine. Vv. N.L.B.B., 370 F. 2d. 980 
(CA 5, 1966) at 984, 
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Finally, on the point of abuse of discretion here in- 
volved, it is respectfully submitted that the Sikora case 
(May S$. 1967) is most pertinent and indeed controlling 
here. This Court's discussion appearing at page dS7, right 
column, is squarely applicable. 


Here. there has been a complete violation by appellee 
of the principle referred to in California Research Cor- 
poration v. Ladd. Commissioner of Patents, 123 U.S. App. 
D.C. 60, 356 F.2d $15 at S21n (1966): 


“*In short, the District Court proceeding may not be 
conducted in disregard of the general policy of en- 
couraging full disclosure to administrative tribunals 


...° (Emphasis added) 


The actions of the appellee herein, if not set aside, not 
only will result in a failure to bring out all the facts 
before the statutory (35 U.S.C. $135) Patent Office tri- 
bunal, but will indeed have the effect of ‘‘suppressing’’ 
pertinent facts already adduced during the extended testi- 
mony period already granted by the Examiner of In- 
erferences—and this, as appellee has already conceded, 
without involving any abuse of discretion on the part of 


the Examiner. No better way to close on this point can 


be found than to use language lifted directly from the case 
of In re Natta et al, supra, where (at p. 738) the Court 
stated: 


‘More particularly, the attack by Natta on the Exam- 
iner’s grant to DuPont of the August 19, 1954 filing 
date demonstrates another reason why Natta should 
have access to DuPont’s file material. As before 

it is not the function of this Court, only 


spect. 

the full Board of Patent Interferences. Therefore, 
in appraising the correctness of the Examiner’s rul- 
ing, reason and justice require that this tribunal have 
before it all relevant facts and documents. If dis- 
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covery is denied now, and permitted only when and 
if the Board of Patent Interferences reverses the 
Examiner, Natta would be severely prejudiced. This 
is because it is the practice of the Board of Patent 
Interferences to pass upon all the issues, including the 
key issue of priority, at one time. Thus, unless pro- 
duction is granted now, the Board would not have all 


the relevant facts before it in deciding the issues.”’ 
(Emphasis added) 


(c) Unsatisfactory Remedy Under 35 U.S.C. §§ 141-144 and 
35 U.S.C. § 146 

The appellee has urged that the error, if any, can be 
corrected during further proceedings either on appeal to 
the ©.C.P.A. under 35 U.S.C. §§ 141-144 (and see especially 
$144) or by trial de novo in the District Court under 35 
U.S.C. § 146 after final decision by the Board of Patent 
Interferences. This, however, overlooks a number of im- 
portant factors. In the first place, so far as the C.C.P.A. 
is concerned the review by that court is, by statute, re- 
stricted to the record before the Patent Office (35 U.S.C. 
$144). At the present moment, the appellant’s Attleboro 
depositions are not—and, unless the Commissioner's ruling 
is set aside by this Court, never will be—a part of the 
official record of the interference proceedings before the 
Patent Office for consideration at final hearing by the 
Board of Patent Interferences under 35 U.S.C. $§ 135. 


The appellee asserted below that if the C.C.P.A. should 
decide that the Commissioner’s ruling was wrong it will 
remand, citing certain C.C.P.A. cases where a remand was 
ordered. This contention overlooks the fact that the re- 
mand in those cases was in connection with matters strictly 
ancillary® to priority. The C.C.P.A. will not consider mat- 


*<¢ Ancillary’? in interference practice is defined as follows in Ririse & 
Cacsar, ‘‘Interference Law and Practice’’, Vol. Il, 143, page 1009: 
«6... an ancillary question may be defined as a question which, if de 
cided in favor of the party raising the question, would necessarily result 
in a judgment against his opponent.’’ (Emphaais added). 
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ters wot ancillary to priority such as the procedural point 
here involved. Therefore, there can be no assurance of a 
remand via the C.C.P.A. after a final adverse award of 
priority, no matter how arbitrary the Commissioner's rul- 
ing here involved might otherwise be viewed by the 
C.C.P.A. For example, only recently the C.C.P.A. flatly 
ruled that, 


+ |. . decisions of the Commissioner on petitions 
[are] not appealable to this court, ....” In re 
Wiechert, 370 F.2d. 927 at 938 (C.C.P.A., January 19, 
1967). 

also Garrett v. Cox, 233 F.2d. 343 (C.C.P.A., 1956) at 


‘The matters referred to are not ancillary to priority 
and, accordingly, cannot properly be considered by 
this court on appeal in an interference proceeding.”’ 


It is true that so far as a trial de novo in the District 
Court via the $146 route is concerned, new evidence can 
be introduced. However, the fact remains that the Board’s 
probable adverse final decision—based on a sharply trun- 
cated record under the present circumstances— still would 
be accorded the traditionally strong presumption of ad- 
ministrative correctness by the District Court. Conse- 
quently, appellant would still be operating under a severe 
and unfair handicap despite any new evidence that might 
be introduced in the District Court under 35 U.S.C. § 146. 
See In re Natta et al, 264 F. Supp. 734 (D.C. Del., 1967), 
especially at 738, left column, reading as follows: 


‘In addition, the results of the interference are sure 
to be appealed, either to the Court of Customs and 
Patent Appeals, 35 U.S.C. § 14, or to a District Court, 
35 U.S.C, £146. If appealed to the former tribunal, 
no additional evidence may be put on record, and if 
to the latter, the advantage of the additional evidence 
50 taken would, to a certain ertent, be counterbalanced 
by the presumption of administrative correctness.”’ 


(Emphasis added) 
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In either event, moreover, it is apparent that appellant 
will have been denied the right to the full and fair trial 
of the interference before the statutory Patent Office 
tribunal that surely must be contemplated by 35 U.S.C. 
§ 135. 


CONCLUSION 


It is respectfully submitted that the legitimate concerns 
of the appellee—in the public interest—are the complete 
development of the truth in respect of priority of inven- 
tion and in the development thereof in as short a time as 
possible. The appellee has here bypassed the first of these 
legitimate concerns by unreasonable adherence to the 
second. However, in so doing the appellee has already 
conceded that appellant was and is entitled to the extra 
time required by the proceedings in the District Court in 
Kentucky on the appellant’s motion to compel answers. 
Even the opponent General Electric conceded that much. 
During that extra time appellant could have taken the testi- 
mony of many more witnesses instead of just the one more 
needed to complete appellant’s record, namely Kondrat, 
who, at the pertinent time in mid-July of last year, was 
stranded on the West Coast by the airlines strike. The 
first legitimate concern mentioned above could have been 
casily accommodated without sacrifice of the second by 
permitting the depositions already taken to be entered in 
the record and by permitting the deposition of the witness 
Kondrat to be taken while the Kentucky Court had under 
advisement the motion to compel answers. 


The ruling of the appellee, besides being wholly arbi- 
trary, an abuse of discretion and violative of due process 
of law, has contributed to unnecessary and inordinate de- 
lay rather than otherwise. 
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Appellant respectfully requests that this honorable Court 
reverse the judgment of the District Court and direct it to 
grant the relief prayed for in appellant’s complaint. 


Respectfully submitted, 


Texas [NsTRUMENTS INCORPORATED, 
Appellant 


By Excsworta H. MosHer 
Ellsworth H. Mosher 
Attorney for Appellant 


Jane 20, 1967 


OF Counsel: 
S. M. Mors, Jz. 
H. K. Woopwagp 
Dallas, Texas 


Epwazp J. Consors, JE 
Attleboro, Massachusetts 


Jous F. Wrragrspoox 
Washington, D. C. 
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APPENDIX TO THE BRIEF FOR APPELLANT 
Relevant Portions of Statutes Involved 


Act of June 11, 1946 ¢. 324, 60 Stat. 243, U.S.C., Title 5, 
$1009: Judicial review of agency action. 


Except so far as (1) statutes preclude judicial review or 
(2) agency action is by law committed to agency discretion. 


Rights of Review 


(a) Any person suffering legal wrong because of any 
agency action, or adversely affected or aggrieved by such 
action within the meaning of any relevant statute, shall be 
entitled to judicial review thereof. 


Form and Venue of Proceedings 


(b) The form of proceeding for judicial review shall be 
any special statutory review proceeding relevant to the 
subject matter in any court specified by statute or, in the 
absence or inadequacy thereof, any applicable form of 
legal action (including actions for declaratory judgments 
or writs of prohibitory or mandatory injunction or habeas 
corpus) in any court of competent jurisdiction. Agency 
action shall be subject to judicial review in civil or criminal 
proceedings for judicial enforcement except to the extent 
that prior, adequate, and exclusive opportunity for such 
review is provided by law. 


Acts Reviewable 


(c) Every agency action made reviewable by statute and 
every final agency action for which there is no other ade- 
quate remedy in any court shall be subject to judicial re- 
view. Any preliminary, procedural, or intermediate agency 
action or ruling not directly reviewable shall be subject 
to review upon the review of the final agency action. Ex- 
cept as otherwise expressly required by statute, agency 
action otherwise final shall be final for the purposes of this 
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subsection whether or not there has been presented or 
Getermined any application for a declaratory order, for 
any form of reconsideration, or (unless the agency other- 
wise requires by rule and provides that the action mean- 
while shall be inoperative) for an appeal to superior 
agency authority. ; 


Relief Pending Review 

(d) Pending judicial review any agency is authorized, 
where it finds that justice so requires, to postpone the effec- 
tive date of any action taken by it. Upon such conditions 
as may be required and to the extent necessary to prevent 
irreparable injury, every reviewing court (including every 
court to which a case may be taken on appeal from or 
apon application for certiorari or other writ to a review- 
ing court) is authorized to issue all necessary and appro- 
priate process to postpone the effective date of any agency 
action or to preserve status or rights pending conclusion 
of the review proceedings. 


Scope of Review 


(e) So far as necessary to decision and where pre- 
sented the reviewing court shall decide all relevant ques- 
tions of law, interpret constitutional and statutory provi- 
sions, and determine the meaning or applicability of the 
terms of any agency action. It shall (A) compel agency 
action unlawfully withheld or unreasonably delayed; and 
(B) hold unlawful and set aside agency action, findings, 
and conclusions found to be (1) arbitrary, capricious, an 
abuse of discretion, or otherwise not in accordance with 
law; (2) contrary to constitutional right, power, privilege, 
or immunity; (3) in excess of statutory jurisdiction, au- 
thority, or limitations, or short of statutory right; (4) 
without observance of procedure required by law; (5) un- 
supported by substantial evidence in any case subject to 
the requirements of sections 1006 and 1007 of this title or 
otherwise reviewed on the record of an agency hearing pro- 
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vided by statute; or (6) unwarranted by the facts to the 
extent that the facts are subject to trial de novo by the re- 
viewing court. In making the foregoing determinations 
the court shall review the whole record or such portions 
thereof as may be cited by any party, and due account shall 
be taken of the rule of prejudicial error. 


The Judicial Code, U.S.C., Title 28: 


§ 1338. Patents, copyrights, trade-marks and unfair com- 
petition 


(a) The district courts shall have original jurisdiction 
of any civil action arising under any Act of Congress re- 
lating to patents, copyrights and trade-marks. Such juris- 
diction shall be exclusive of the courts of the states in 
patent and copyright cases. 


$1361. Action to compel an officer of the United States to 
perform his duty 


The district courts shall have original jurisdiction of 
any action in the nature of mandamus to compel an officer 
or employees of the United States or any agency thereof 
to perform a duty owed to the plaintiff. 


$1391. Venue generally 


(ec) A civil action in which each defendant is an officer 
or employee of the United States or any agency thereof 
acting in his official capacity or under color of legal au- 
thority, or an agency of the United States, may, except 
as otherwise provided by law, be brought in any judicial 
district in which: (1) a defendant in the action resides, or 
(2) the cause of action arose, or (3) any real property in- 
volved in the action is situated, or (4) the plaintiff resides 
if no real property is involved in the action. 

The summons and complaint in such an action shall be 
served as provided by the Federal Rules of Civil Pro- 
cedure except that the delivery of the summons and com- 
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plaint to the officer or agency as required by the rules may 
be made by certified mail beyond the territorial limits of 
the district in which the action is brought. 


$2001. Creation of remedy 


In a ease of actual controversy within its jurisdiction, 
except with respect to Federal taxes, any court of the 
United States. upon the filing of an appropriate pleading, 
may declare the rights and other legal relations of any 
interested party seeking such declaration whether or not 
further relief is or could be sought. Any such declara- 
tion shall have the force and effect of a final judgment or 
decree and shall be reviewable as such. 


The Patent Act of July 19. 1952, ¢. 950, 66 Stat. 792, U.S.C., 
Title 35: Duties of Commissioner 

$6. The Commissioner, under the direction of the Sec- 

retary of Commerce, shall superintend or perform all 

duties required by law respecting the granting and issuing 


of patents and the registration of trademarks; and he 
shall have charge of property belonging to the Patent 
Office. He may, subject to the approval of the Secretary 
of Commerce, establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent Office. 


23: Testimony in Patent Office cases 


The Commissioner may establish rules for taking affi- 
davits and depositions required in cases in the Patent 
Office. Any officer authorized by law to take depositions 
to be used in the courts of the United States, or of the 
State where he resides, may take such affidavits and 
depositions. 


$135. Interferences 

(a) Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere with 
any pending application, or with any unexpired patent, he 
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shall give notice thereof to the applicants, or applicant 
and patentee, as the case may be. The question of pri- 
ority of invention shall be determined by a board of pat- 
ent interferences (consisting of three examiners of inter- 
ferences) whose decision, if adverse to the claim of an 
applicant, shall constitute the final refusal by the Patent 
Office of the claims involved, and the Commissioner may 
issue a patent to the applicant who is adjudged the prior 
inventor. A final judgment adverse to a patentee from 
which no appeal or other review has been or can be taken 
or had shall constitute cancellation of the claims involved 
from the patent, and notice thereof shall be endorsed on 
copies of the patent thereafter distributed by the Patent 
Office. 


§ 144: Decision on appeal 


The United States Court of Customs and Patent Appeals, 
on petition, shall hear and determine such appeal on the 
evidence produced before the Patent Office, and the deci- 
sion shall be confined to the points set forth in the rea- 
sons of appeal. Upon its determination the court shall 
return to the Commissioner a certificate of its proceedings 
and decision, which shall be entered of record in the Pat- 
ent Office and govern the further proceedings in the case. 


$146: Civil action in case of interference 


Any party to an interference dissatisfied with the de- 
cision of the board of patent interferences on the question 
of priority. may have remedy by civil action, if com- 
meneed within such time after such decision, not less than 
sixty days, as the Commissioner appoints or as pro- 
vided in section 141 of this title, unless he has appealed 
to the United States Court of Customs and Patent Ap- 
peals, and such appeal is pending or has been decided. In 
such suits the record in the Patent Office shall be admitted 
on motion of either party upon the terms and conditions 
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as to costs, expenses, and the further cross-examination of 
the witnesses as the court imposes, without prejudice to 
the right of the parties to take further testimony. The 
testimony and exhibits of the record in the Patent Office 
when admitted shall have the same effect as if originally 
taken and produced in the suit. 


Such suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the time of 
the decision complained of, but any party in interest may 
become a party to the action. If there be adverse parties 
residing in a plurality of districts not embraced within 
the same state, or an adverse party residing in a foreign 
country. the United States District Court for the District 
of Columbia shall have jurisdiction and may issue summons 
against the adverse parties directed to the marshal of any 
district in which any adverse party resides. Summons 
against adverse parties residing in foreign countries may 
be served by publication or otherwise as the court directs. 
The Commissioner shall not be a necessary party but he 
shall be notified of the filing of the suit by the clerk of the 
court in which it is filed and shall have the right to in- 
tervene. Judgment of the court in favor of the right of an 
applicant to a patent shall authorize the Commissioner to 
issue such patent on the filing in the Patent Office of a 
certified copy of the judgment and on compliance with 
the requirements of law. 


Relevant Portions of the Federal Rules of Civil Procedure 

Rule 81. Applicability in general 
e e * 

(b) Scire Facias and Mandamus. The writs of scire 
facias and mandamus are abolished. Relief heretofore 
available by mandamus or scire facias may be obtained by 
appropriate action or by appropriate motion under the 
practice prescribed in these rules. 
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Relevant Portions of Patent Office Rules Involved 


244, Motions; miscellaneous provisions. 


(d) There is no appeal from decisions rendered on mo- 
tions, either of the primary examiners or of the examiners 
of interferences, but the Commissioner may consider on 
petition any matter involving abuse of discretion or the 
exercise of his supervisory authority, or such other matters 
as he may deem proper to consider * * ° 


251. Assignment of times for taking testimony. 


(a) Times will be assigned in which the junior party 
shall complete his testimony in chief and in which the other 
party shall complete the testimony on his side, and a fur- 
ther time in which the junior party may take rebutting 
testimony, but he shall take no other testimony. If there 
be more than two parties to the interference, the times 
for taking testimony will be so arranged that each shall 
have an opportunity to prove his case against prior parties 
and to rebut their evidence, and also to meet the evidence 
of junior parties. 


(b) The time for taking testimony will ordinarily be 
assigned in notices sent to the parties after motions under 
rules 232 to 235 have been determined or, if no such mo- 
tions have been filed, after the close of the motion period 
(rule 231). The date for final hearing will ordinarily be 
set in the same notice. 


gned 


(ec) Testimony shall be taken during the times assi 
in accordance with rule 271 to 286. 


252. Failure of junior party to take testimony. Upon 
the filing of a motion for judgment by any senior party to 
an interference stating that the time for taking testimony 
on behalf of any junior party has expired and that no testi- 
mony has been taken and no other evidence offered by said 
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junior party, an order shall be entered that the junior 
party show cause within a time set therein, not less than 
ten days, why judgment should not be rendered against 
him, and in the absence of a showing of good and sufficient 
cause, Judgment shall be so rendered. 


271, Evidence must comply with rules. Evidence touch- 
ing the matter at issue which shall not have been taken and 
fled in compliance with these rules will not be considered 
in determining the interference or other proceeding. 


272, Manner of taking testimony of witnesses. (a) The 
testimony of witnesses shall be taken by depositions on oral 
examination in accordance with these rules. 


278. Depositions must be filed. All depositions which 
are taken must be duly filed in the Patent Office. On re- 
fusal to file. the Office at its discretion will not further hear 
or consider the contestant with whom the refusal lies; and 
the Office may, at its discretion, receive and consider a 


copy of the withheld deposition, attested by such evidence 
as is procurable. 


281, Additional time for taking testimony. If cither 
party shall be unable to procure the testimony of a wit- 
ness or witnesses Within the time limited and said time has 
expired or is about to expire, and desires additional time 
for such purpose, he must file a motion, accompanied by a 
statement under oath setting forth specifically the cause of 
such inability, the name or names of the witness or wit- 
nesses, the facts expected to be proved by such witness or 
witnesses, the steps which have been taken to procure such 
testimony, and the dates on which efforts have been made 
to procure it. (See rule 245 for extensions of time.) 
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Excerpts from Public Law 89-554, 
80 Stat. 378, approved September 6, 1966, 
Title 5, Chapter 7, §§ 701-704 and 706: 
Chapter 7—Judicial Review 
§ 701. Application; definitions 
(a) This chapter applies, according to the provisions 
thereof, except to the extent that— 
(1) statutes preclude judicial review; or 


(2) agency action is committed to agency discretion 
by law. 


(b) For the purpose of this chapter— 


(1) ‘‘agency’? means each authority of the Govern- 
ment of the United States, whether or not it is 
within or subject to review by another agency, * ° ° 

e e e 

(2) “‘person’”’, ‘‘rule”’, ‘‘order’’, ‘‘license’’, ‘‘sanc- 
tion’’, ‘‘relief’’, and ‘‘agency action”’ have the 
meanings given them by section 551 of this title. 


§ 702. Right of review 


A person suffering legal wrong because of agency ac- 
tion, or adversely affected or aggrieved by agency action 
within the meaning of a relevant statute, is entitled to ju- 
dicial review thereof. 


$703. Form and venue of proceeding 


The form of proceeding for judicial review is the special 
statutory review proceeding relevant to the subject matter 
in a court specified by statute or, in the absence or in- 
adequacy thereof, any applicable form of legal action, in- 
cluding actions for declaratory judgments or writs of 
prohibitory or mandatory injunction or habeas corpus, in 
a court of competent jurisdiction. Except to the extent 
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that prior, adequate, and exclusive opportunity for judicial 
review is provided by law, agency action is subject to ju- 
dicial review in civil or criminal proceedings for judicial 
enforcement. 


$704. Actions reviewable 


Agency action made reviewable by statute and final 
agency action for which there is no other adequate remedy 
in a court are subject to judicial review. A preliminary, 
procedural. or intermediate agency action or ruling not 
directly reviewable is subject to review on the review of 
the final agency action. Except as otherwise expressly 
required by statute, agency action otherwise final is final 
for the purposes of this section whether or not there has 
been presented or determined an application for a declara- 
tory order, for any form of reconsideration, or, unless the 
agency otherwise requires by rule and provides that the 
action meanwhile is inoperative, for an appeal to superior 
agency authority. 


$706. Scope of review 


To the extent necessary to decision and when presented, 
the reviewing court shall decide all relevant questions of 
law, interpret constitutional and statutory provisions, and 
determine the meaning or applicability of the terms of an 
agency action. The reviewing court shall— 

e e ° 

(2) hold unlawful and set aside agency action, findings, 

and conclusions found to be— 


(A) arbitrary, capricious, an abuse of discretion, 
or otherwise not in accordance with law; 


(B) contrary to constitutional right, power, priv- 
ilege, or immunity; 


(C) in excess of statutory jurisdiction, authority, 
or limitations, or short of statutory right; 
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(D) without observance of procedure required by 
law; 


(E) unsupported by substantial evidence in a case 
subject to sections 556 and 557 of this title or other- 
wise reviewed on the record of an agency hearing pro- 
vided by statute; or 


(F) unwarranted by the facts to the extent that 
the facts are subject to trial de novo by the reviewing 
court. 


In making the foregoing determinations, the court shall 
review the whole record or those parts of it cited by a 
party, and due account shall be taken of the rule of prej- 
udicial error. 


United States Court of Appeals 


FoR THE DISTRICT OF COLUMBIA CIRCUIT 
Appeal No. 20,935 
TEXAS INSTRUMENTS INCORPORATED, APPELLANT 


Uv. 


COMMISSIONER OF PATENTS, APPELLEE 


Appeal from the Judgment of the United States 
District Court for the District of Columbia 


JOSEPH SCHIMMEL, 
Solicitor, United States Patent Office, 


- Attorney for Appellee 


, : 
ee ee 
3.0 Sues OV anbsour 


cRK 
GEORGE C. ROEMING, 
Of Counsel. 


STATEMENT OF QUESTION PRESENTED 


‘In the opinion of the appellee, the question present- 
ed on this appeal is: 


‘In this case, where appellant complains of an inter- 
locutory matter in an interference proceeding in 
which there has been no final agency action (namely 
the award of priority under 35 U.S.C. 135 by the 
Board of Patent Interferences), has appellant made 
the showing required for judicial intervention in his 
behalf at this stage of the interference proceedings, 
namely a showing that the Court should be “clearly 
convinced that review of final action would be com- 
pletely unable to vindicate the statutory or substan- 
tive right” (Phillips Petroleum Company v. Brenner, 
Appeal No. 20,626, decided June 29, 1967)? 


~~ 
© 
a 
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Statement of Case 
Patent Office Rules 
Summary of Argument 
Argument. 


The order complained of is clearly interlocutory.... 
No basis shown for judicia] intervention 
Appellant’s complaint lacks merit 


orhhw oO nN NH 


Conclusion 


AUTHORITIES CITED: 
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Swinglehurst v. Ballard, 49 App. D.C. 73, 258 Fed. 


Wembley Inc. v. Commissioner of Patents, 122 U.S. 
App. D.C. 278, 352 F.2d 941 


STATUTES: 


United States Court of Appeals 


FoR THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 20,935 


Texas INSTRUMENTS INCORPORATED, APPELLANT 
uv. 


COMMISSIONER OF PATENTS, APPELLEE 


Appeal from the Judgment of the United States 
District Court for the District of Columbia 


BRIEF FOR APPELLEE 


Statement of Case 


The District Court entered judgment for appellee 
on the granting appellee’s motion to dismiss. 

While appellant’s statement of the case (brief, 
pages 2 through 8) contains recitals of facts not 
pleaded in the complaint and unsupported by evidence 
in the record, those facts are not material to any issue 
before this Court. Accordingly appellee accepts ap- 
pellant’s statement of the case at pages 2 through 8 


(1) 


» 
of its brief except as it states conclusions rather than 
facts. 
Patent Office Rules 
251. Assignment of times for taking testimony. 
(a) Times will be assigned in which the junior 
party shall complete his testimony in chief, and 
in which the other party shall complete the testi- 
mony on his side, and a further time in which 
the junior party may take rebutting testimony, 
but he shall take no other testimony. If there be 
more than two parties to the interference, the 
times for taking testimony will be so arranged 
that each shall have an opportunity to prove his 
case against prior parties and to rebut their evi- 
dence, and also to meet the evidence of junior 
parties. 
* = * - 

(c) Testimony shall be taken during the times 
assigned in accordance with rules 271 to 286. 


272. Manner of taking testimony of witnesses. 
(a) The testimony of witnesses shall be taken by 
depositions on oral examination in accordance 
with these rules. 


Summary of Argument 


Appellant complains of an interlocutory order in a 
patent interference proceeding. The other party to 
the interference is here a missing necessary party. 
Appellant fails to show inadequacy of remedy by 
court review (under 35 U.S.C. 141 or 146) after the 
final interference judgment of priority and thus fails 
to lay a basis for judicial intervention at this stage 
of the interference. Moreover, appellant fails to show 
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error in the interlocutory action of which he com- 
plains. 
ARGUMENT 


The order complained of is clearly interlocutory 


“The only final order in an interference proceeding 
is a determination of priority”. Phillips Petroleum 
Company v. Brenner, Appeal No. 20,626, decided 
June 29, 1967. The orders complained of are the 
First Assistant Commissioner’s decisions (J.A. 110 
and J.A. 125) reversing the granting by the Patent 
Interference Examiner (J.A. 85) of appellant’s mo- 
tion for extension of time to take its testimony-in- 
chief. These decisions are clearly not the determina- 
tion of priority which is the final order in an inter- 
ference. 

Absence of necessary party 


The instant interference is an inter partes pro- 
ceeding in which Texas Instruments Incorporated is 
the assignee of the junior party’s application and 
General Electric Corporation (hereinafter referred to 
as GE) is the assignee of the senior party's applica- 
tion. The decisions of the First Assistant Commis- 
sioner (J.A. 110 and 125) here under attack were 
granted on a petition brought by GE. For this Court 
to order the Commissioner's decision vacated and the 
order of the Patent Interference Examiner reinstated 
would amount to taking an action to the detriment of 
the senior party GE in an action in which it is not a 
defendant. Clearly it is not the purpose of the Ad- 
ministrative Procedure Act to give a party to an in- 
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‘terference proceeding the opportunity to conduct an 
interlocutory part of the inter partes interference 
proceedings (under 35 U.S.C. 135) on an ex parte 
basis. 
No basis shown for judicial intervention 

Appellant clearly has made no showing that its 
rights as to priority of invention with respect to GE 
cannot be vindicted by the courts either in an appeal 
under 35 U.S.C. 141 or in a civil action under 35 
U.S.C. 146. All the arguments made by appellant on 
"this point were considered and rejected in this Court’s 
‘recent opinion in Phillips Petroleum Company v. 
Brenner, Appeal No. 20,626, decided June 29, 1967. 
See also Anderson et al. v. Watson, 103 U.S. App. 
D.C. 99, 254 F.2d 956; Wembley Inc. v. Commission- 


er of Patents, 122 U.S. App. D.C. 278, 352 F.2d 941. 
It is submitted that as in the foregoing cases, this 
Court should affirm the judgment below without 
- reaching the merits of the complaint (as discussed 
hereinafter). 


Appellant’s Complaint Lacks Merit 


Appellant, in effect alleges that in the instant inter- 
ference any award of priority which may be made in 
the future will involve prejudicial error for failure 
of the record to include the testimony of the Attleboro 


: Numerous cases cited in appellant’s brief are so clearly 
' irrelevant that demonstration of their irrelevance is here un- 
' necessary. For additional pertinent cases, see appellee’s points 
| and authorities in support of its motion to dismiss (J.A. 19 
through 23; J.A. 40 through 43). 
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witnesses (taken in July, 1966), and that of Kondrat 
(not taken, J.A. 14). 

Appellant directs attention (brief, page 8) to the 
following statement by the District Judge (J.A. 166). 


And since you have these depositions I think it 
would be important to have the information. Of 
course, I realize you have to have some order of 
procedure and presentations of things because 
otherwise there would just be confusion. 

I am going to grant the Motion. 


In interference proceedings in the Patent Office all 
testimony of witnesses is by depositions on oral exam- 
ination. Rule 272 (37 C.F.R. 1.272). Times are as- 
signed in which the junior party shall complete his 
testimony in chief, and in which the other party shall 


complete his testimony on his side, and a further time 
in which the junior party may take rebutting testi- 
mony, “but he shall take no other testimony.” Rule 
251(a) [87 C.F.R. 1.251(a)]. Testimony shall be 
taken during the times assigned. Rule 251(c) [37 
C.F.R. 1.251(¢c)]. Thus the conditions for taking of 
testimony in interferences are materially different 
from those in a trial court where the taking of the 
testimony is controlled by the Court having the wit- 
nesses before it. The rules for taking testimony in 
interferences must be enforced to maintain orderly 
procedure and to avoid unjustified delays. 

In Swinglehurst v. Ballard, 49 App. D.C. 73, 258 
Fed. Rep. 973, and in Josserand v. Taylor, 31 CCPA 
709, 717, 138 F.2d 58, 63, the courts reviewed allega- 
tions of prejudicial error, found none, and enforced 
the aforesaid requirement of the rules that testimony 
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be taken during the times assigned. Of course, under 
other rules motions for extension of time may be 
brought with showing of good cause. 

“When appellant on May 16, 1966, moved for exten- 
sion of time to July 18, 1966 to take its testimony-in- 
chief (J.A. 55), GE opposed the motion stating its 
reasons (J.A. 80). The Patent Interference Exam- 
iner in granting the motion stated (J.A. 86): 


No reason is seen to compel Ochsner et al. to 
take the testimony of their witnesses in a spe- 
cific order which they feel is not to their best 
interest or advantage. 


Thus the Patent Interference Examiner recognized 
the following contention by appellant in support of its 
motion (J.A. 60): 


* * * However, it being the opinion of the under- 
signed attorney for the party Ochsner & Miller 
that the proper presentation of the trial of this 
interference on behalf of the party Ochsner & 
Miller required that all testimony of the Wit- 
nesses Millis and Bulow should be concluded be- 
fore beginning the taking of the depositions of 
the Attleboro witnesses, timely notice to opposing 
counsel was given on the record that the Attle- 
boro depositions would not be taken as and in the 
manner originally noticed. 


Clearly, the Patent Interference Examiner granted 
the motion for extension of time to July 18 solely on 
the basis of the implied representation that appellant 
would complete taking the deposition of the senior 
party before taking the depositions of the Attleboro 
witnesses. 


At some time in early July, 1966, it must have been 
apparent to appellant that it was unlikely that the 
District Court for the Western District of Kentucky 
would determine its motion (to compel the senior 
party to answer questions ) in time for appellant prior 
to July 18 first to take the senior party’s complete 
testimony and then that of the Attleboro witnesses. 
At that time the petition by GE to the Commissioner 
attacking the Patent Interference Examiner’s grant- 
ing of extension of time was still pending. To pre- 
serve the sole justification for said extension of time 
until July 18, it was then incumbent on appellant (1) 
to move for extension of time to a reasonable period 
beyond the fina! determination by the Federal courts 
of its motion to compel the senior party to answer 
questions; and (2) not to take the testimony of the 
Attleboro witnesses prior to July 18. This appellant 
did not do. Instead he took the testimony of these 
witnesses without previously obtaining the full testi- 
mony of the senior party and thus destroyed the only 
justification the Patent Interference Examiner had 
for extending appellant's time after appellant's de- 
liberate failure to take the testimony of the Attleboro 
witnesses and the witness Kondrat prior to May 18, 
1966. The foregoing is an elaboration of the posi- 
tion taken by GE (J.A. 123) in opposing appellant's 
petition for reconsideration of the Commissioner's or- 
der vacating the Patent Interference Examiner's 
grant of the extension of time. 

Appellant (brief, page 7) by implication attacks 
the grounds stated by the First Assistant Commis- 
sioner in his decision of July 18, 1966 (J.A. 110, 112, 


8 


113). That decision speaks for itself? However it 
would be unnecessary to rely on those grounds to sus- 
tain the correctness of the First Commissioner’s ac- 
tion. The previously discussed grounds stated by GE 
(J.A. 123) in opposing appellant’s petition for recon- 
sideration were so well taken that they, without more, 
demonstrate that appellant's failure to take the testi- 
mony of the Attleboro witnesses and the witness Kon- 
drat prior to May 18 was lacking in justification. 
Those grounds* stated by GE fully support the Com- 
nissioner’s refusal (J.A. 125) to modify his decision 
of July 18 vacating the involved extension of time. 


| =o show error in the Commissioner’s decision it was in- 
cumbent on appellant to show the text of the Commissioner’s 
notice of April 24, 1964, $03 0.G, 1, which notice is referred 
to in the decision at J.-A. 111. Appellee will admit the text of 
gaid notice if requested to do so by appellant. 


> Those grounds were not known to the First Assistant 
Commissioner at the time of his decision of July 18, 1966 
(J.A. 110). 
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CONCLUSION 


It is submitted that the District Court clearly cor- 
rectly entered judgment for appellee and that the 
judgment should be affirmed. 


Respectfully submitted, 


JOSEPH SCHIMMEL, 
Solicitor, United States Patent Office, 
Attorney for Appellee 


GEORGE C. ROEMING, 
Of Counsel. 
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Vv. 


Epwarp J. BRENNER, Commissioner of Patents, 
Defendant-A ppellee, 


Appeal From the United States District Court for the 
District of Columbia 


The Honorable Burnita Shelton Matthews. Presiding 


REPLY BRIEF FOR APPELLANT 


INTRODUCTION 


Much of the argument advanced in the Brief for Appel- 
lee is dificult for appellant to understand, in view of the 
fact that (a) appellee urges a new ground for affirmance 
representing at least in part a substantial shift in his theory 
of the case and (b) appellee urges affirmance based at 
least in part upon a so-called justification for the Commis- 
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sioner's decision that, as candidly admitted by appellee, 
was not even known to the Commissioner at the time he 
made the decision complained of by appellant. 


In addition to discussing briefly those two points, it is 
also necessary to present a brief commentary on Phillips 
Petroleum Company v. Brenner, Appeal No. 20,626, —— 
U.s. App. D.C. —. F. 2d. , 14 US.P.Q. 211, 
gecided by this Court after appellant’s brief was prepared 
and filed. 


(a) The Other Party to the Interference Is Allegedly a 
Missing Necessary Party 
On pages 2 and 3 of his brief, appellee makes some point 
of the absence of the other party to the interference 
(General Electric) and intimates that G.E. is a “necessary ”’ 
party. 


This is wholly untenable for a number of reasons: 


(1) The mandamus action is against the Commissioner, 
requiring the Commissioner to take a stated action. It is 
the Commissioner who by his rulings has controlled the 
interference proceedings of concern here. 


(2) The appellee’s brief states on page 3 that 


‘-[f]or this Court to order the Commissioner’s deci- 
sion vacated and the order of the Patent Interference 
Examiner reinstated would amount to taking an action 
to the detriment of the senior party G.E. in an action 
in which it is not a defendant’? {Emphasis added]. 


There are two responses that should be made to this state- 
ment. First, although it is not now revealed by the record, 
it is a fact that a true copy of the mandamus action was 
served on G.E. on the same day the action was filed in 
the District Court. Consequently, neither the Patent Office 
nor G.E. can complain of surprise or lack of knowledge. 
Obviously, the Commissioner could long ago have impleaded 
G.E., or G.E. could have moved to intervene had it seen 
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fit to do so. Second, the position expressed in appellee’s 
brief is both dismaying and of deep concern to appellant. 
It certainly cannot be taken as implying that the appellee 
feels bound to take the side of the senior party, G.E., in 
the interference against the junior party, T.I., because the 
only legitimate concern of the appellee is to see to it that 
the public interest is served. On the merits of the point, 
however, the only ‘‘detriment’”’ to the senior party G.E. 
that would result from reinstatement of the junior party’s 
testimony (which is what is sought by this mandamus 
action) is that the senior party G.E. would be required to 
sustain its position on priority based upon a consideration 
of all* the evidence. It has always been the understanding 
of the appellant that in an interference proceeding priority 
of invention is to be awarded to the partvy—whether senior 
party or junior party—who could prove himself to be the 
first inventor by all the available evidence and not just 
selected portions. 


(3) Two of the eases cited by the Commissioner in his 
brief (Anderson et al. and Wembly, Inc.) show on their 
face that they were mandamus proceedings brought solely 
against the Commissioner, with no suggestion of a missing 
“necessary”’ party. 


(4) If the ‘‘missing necessary party”? referred to in the 
Commissioner’s brief is equated to the ‘‘person needed 
for just adjudication’’ of F.R.C.P. 19, then this ‘‘defense”’ 
has been waived, for the time being at least. because the 
defendant-appellee failed to assert it in his Motion to Dis- 
miss—see F.R.C.P. 12(g¢) and 12(b)(2). Not only was 
such a defense not raised in the Commissioner's Motion to 
Dismiss [JA 18a] or his Supporting Points and Authorities 


* The only evidence now in this interference is the little bit that so far has 
escaped the objections of, and instructions by, G.E."s counsel to the party 
Millis and his co-worker Bulow not to answer questions during the Owensboro, 
Kentucky, depositions, As this mandamus action shows, the appellee has so 
far succeeded in eliminating from the interference all of the testimony of the 
junior party's own witnesses, 
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[JA Wa-2la] or his Additional Points and Authorities 
(JA Wa-43a] but also it was not preserved by the appellee 
in the ‘Statement of Question Presented’? in his brief. 
So far as appellant can discover, it was at most merely 
adumbrated by counsel for the Commissioner in a casual 
answer to a question put to him by the District Court near 
the very end of his rebuttal remarks during oral argument 
[JA 165a}. 


(5) Although an appellee does not have to cross-appeal 
to enable him on appeal to argue and rely upon a point 
not passed upon by the lower court, or even one decided 
adversely to the appellee by the lower court, this is far 
from saying that he may ‘ttry”’ the case on appeal on a 
new theory not presented to or considered by the lower 
court. See Carter et al. v. Powell et al., 104 F. 2d 428 at 430 
(C.C.A. 5, 1939); American Home Fire Assurance Co. et al. 
vy. Hargrove et al.. 109 F. 2d 86 at 87 (C.C.A. 10, 1926) ; 
Petersen v. Chicago. Great Western Railway Company, 
138 F.2d 304 at 307 (C.C.A. 8, 1943); World Fire & Marine 
Insurance Co. v. Carolina Mills Distributing Co., 169 F. 2d 
$26 at 829 (C.A. 8, 1948); Bowdoin et al. v. Malone (Forest 
Service Officer, Department of Agriculture) & U.S., 287 
F. 2d 282 at 283-4 (C.A. 5, 1961); Rumbaugh v. Winifrede 
Coal Co. et al., 331 F. 2d 530 at 541 (C.A. 4, 1964) ; Wagner 
y. Retail Credit Company, 338 F. 2d 598 at 601 (C.A. 7, 
1964): and U. S. v. Arnold, Schwinn é Co. et al., US. 

_18 L. Ed. 2d 1249 at 1257, footnote 5 (June 12, 1967). 
The Bordoin et al. and the Arnold, Schwinn & Co. et al. 
cases show that the principle is applicable to the Govern- 
ment and to Government officials as well as to private 
litigants. 
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(b) The Commissioner Now Takes the Position That His Rul- 
ing of July 18, 1966 Was Justified by Grounds Stated by 
G.E. in Opposing Appellant's Petition for Reconsideration 


It will be noted that the Commissioner now takes the 
position that his ruling of July 18, 1966 re the extension 
of time was justified by grounds stated by G.E. in opposing 
appellant's petition for reconsideration. See the appel- 
lee’s brief at page 8. But the Commissioner’s brief can- 
didly admits that those grounds were not known to the 
First Assistant Commissioner at the time of the decision 
complained of—see footnote 3 on page 8 of the Commis- 
sioner’s brief. And despite the fact that the appellant has, 
in a sense, been taken to task by the Commissioner for 
seeking as many extensions as it did out of necessity, the 
Commissioner now seemingly suggests (brief, page 7) that 
appellant might not now be in the predicament in which 
it finds itself if it had only stubbornly gone ahead in the 
May 18-July 18, 1966 period and moved for still more 
time (and also had refrained from taking the testimony 
of its Attleboro, Massachusetts witnesses prior to July 18, 
1966). Surely this is to make a fetish of procedure at the 
expense of justice. 


(c) Phillips Petroleum Company v. Brenner, Appeal No. 20,626. 
154 U.S.P.Q. 211 (June 29, 1967) 


Like the present ease, Phillips was an appeal in a 
mandamus action against the Commissioner of Patents. 
However, it is otherwise entirely different on its facts. 
Indeed, the Phillips case and the present case are as unlike 
as day and night. The courts have cautioned in such 
matters. For example, in Northern National Bank of 
Toledo, Ohio v. Trustees of Porter Township, 110 U.S. 
GOS, 28 L. Ed. 258 (1884), Mr. Justice Harlan stated at 
page 261: 


“Tt is not to be denied that there are general expres- 
sions in some former opinions which, apart from their 
special facts, would seem to afford support to this 
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proposition in the general terms in which it is pre- 
sented. But this court said in Cohens v, Va., 6 Wheat., 
300. and again in Carroll v. Lessee, 16 How., 287, that 
it was *A maxim not to be disregarded, that general 
expressions in every opinion are to be taken in connec- 
tion With the case in which those expressions are used. 
If they go beyond the case, they may be respected but 
ought not to control the judgment in a subsequent suit 

the very point is presented for decision.” ”’ {Em- 

is added] 


U.S. vy. IMinois Central Railroad Company, 170 
3 (CCA. 6, 1909), Cireuit Judge Severens stated 
atter suceinetly and well at page S47: 

“Declarations of law bearing upon the issues and in- 

Gicating the proper judgment thereon are binding. The 

and the law of the instant case only are in the 

ave and thought of the court. But expressions of 

opinion as to how the law would be upon facts essen- 

tially different from those in issue are not controlling 

in another case when such different facts and issues 
are presented.”’ (Emphasis added]. 


Turning then to the Phillips case with this caveat in 

d. it s reasonable first of all to infer that possibly 

; Court may have been strongly influenced by the fact 

at the record in Phillips conclusively shows that there 

the appellant was threatened with only a remote possibility 

of being hurt at some indefinite time in the future. That 

the threat was indeed remote is shown by the ruling of 

the Board of Patent Interferences in Phillips’ favor where- 
in the Board granted relief to Phillips as follows: 

‘|. this Board will not consider at final hearing 

any part of those records {of testimony by the oppos- 

ing parties Horne et al. and Slocombe] in deciding 


the question of the right to make of these parties.” 
[Phillips’ JA 76] 


The Board’s action was, in effect, approved by the First 
Assistant Commissioner of Patents on petition [ Phillips’ 
JA 78] and again on reconsideration [Phillips’ JA 80]. 
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In Phillips, this Court evidently rightly recognized the 
factual distinctions over those of Sikora v. Brenner, Com- 
missioner of Patents, U.S. App. D.C. , F.2d, 
153 U.S.P.Q. 585 (May 8, 1967), and Abbott Laboratories 
et al. v. Gardner, Secretary of Health, Education and Wel- 
fare et al., US. , 18 L. Ed. 2d 681 (May 22, 1967); 
and, indeed, the last two cases are respectfully submitted 
to be controlling here. 


It is perhaps significant that appellee’s brief makes no 
effort to deal with the Sikora case discussed in considerable 
detail in appellant’s brief, despite the frequent and exten- 
sive references to Sikora in that brief. Looking the other 
way, however, will not wipe Sikora off the books. Nor will 
looking the other way help to explain why Sikora is not 
controlling here when it is apparent on its face that there 
this Court granted relief to prevent a grave miscarriage 
of justice as regards amended claims as to which no ‘‘final’”’ 
action under 35 U.S.C. §145 had been or could be given 
because the amendments to the claims had not been en- 
tered. See Cherry-Burrell Corporation v. Coe, Commis- 
sioner of Patents, 79 U.S. App. D.C. 124, 143 F. 2d 372 
(1944) and Gilbert et al. v. Marzall, Commissioner of Pat- 
ents, 87 U.S. App. D.C. 1, 182 F. 2d 389 at 391-2 (1950), on 
the effect, or rather lack of effect, of non-entry of amend- 
ments. 


For the Patent Office to ignore Sikora and to assert that 
Phillips is controlling here would be the same as ignoring 
both the differences in facts and the differences in results 
between the Abbott Laboratories case and Toilet Goods 
Association, Inc. et al. v. Gardner, Secretary of Health, 
Education and Welfare et al. US. , 18 L, Ed. 2d 
697, both decided by the Supreme Court of the United 
States on the same day. Both of those cases were, in effect, 
mandamus actions against the Secretary of Health, Eduea- 
tion and Welfare seeking preenforcement judicial review 
of various regulations promulgated by the Commissioner 
of Food and Drugs. The relief sought was granted in 
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Abbott Laboratories and denied in Toilet Goods Associa- 
‘ It is thus made clear that it is the facts that control 
the result in eases such as these. 


Phillips. unlike the appellant here, had already obtained 
complete and adequate relief before the administrative 
tribunal in question since ¢ 
squarely in Ph ilips’ favor on whether at final hearing it 
would give heed to testimony (if any) by the other parties 
to the interference on the question of right to make. Un- 
jess and until the Board of Patent Interferences should 
**renege”* on its ruling already made in that case, it was 
perfectly clear that Phillips had not been hurt one iota. 

therefore should be assimilated to the Toilet Goods 


rat tribunal had already ruled 


Assoctution ease. 


Here. however, unless this Court grants the relief re- 
guested, it will never be possible for appellant to have be- 
re the Board of Patent Interferences that full and fair 
--trial’’ of the interference to which it is entitled under 35 


U.S.C. $135. on a full record and with the entire story 
being brought to light. The present appeal, therefore, must 
be assimilated to the Abbott Laboratories case as well as 
Stkora. 
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CONCLUSION 


So far, form and procedure have prevailed over sub- 
stance and justice by arbitrary and capricious rulings of 
the appellee. It is only by appropriate action of this Court 
that appellant will be enabled to secure the kind of ‘‘trial’’ 
under 35 U.S.C. $135 to which it is entitled; i.e. a fair 
trial. Reversal of the judgment of the court below is there- 
fore earnestly requested so that justice may be done. 


Respectfully submitted, 
Texas INsTRUMENTS INCORPORATED, 
Appellant 


By Extsworrs H. MosHer 
Ellsworth H. Mosher 
Attorney for Appellant 


Of Counsel: 


Samvet M. Mims, JR. 
Dallas, Texas 


Epwarp J. Connors, JR. 
Attleboro, Massachusetts 
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United States Court of Appeals 
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Appeal No. 20,935 
Texas INSTRUMENTS INCORPORATED, Plaintiff-A ppellant. 


Vv. 


Epwarp J. Brexner, Commissioner of Patents, 
Defendant-A ppellee. 


Appeal from the United States District Court for the 
District of Columbia 


RESPONSE TO ORDER TO SHOW CAUSE 


INTRODUCTION 


On September 6, 1967, this Court handed down an order 
denying appellant's ‘* Motion for Stay Pending Appeal” 
and further providing as follows: 


‘In light of this court’s opinion in Sikora v. Bren- 
ner, No. 20,634 (May §, 1967), and in order to aid in 
the expedition of the proceedings, it is 


“Pourrurr Orpenen by the Court. sua sponte, that 
counsel for appellant within 15 days from the date of 
this order, shall show cause, if any there be, why this 
appeal should not be dismissed inasmuch as said dis- 
missal would be without prejudice to a subsequent 
judicial review.” 


» 


APPELLANT'S RESPONSE 


It is devoutly to be hoped that it will be regarded as 
more than a sufficient response to remind this Court that 
appellant is the real party in interest vis-’-vis two inventor- 
assignors who are themselves American citizens and who 
(collectively) regard themselves as the objects of a grievous 
wrong perpetrated against them by arbitrary and capri- 
cious rulings of an administrative agency of their 
Government. 


In the entrance hall of the new Courthouse building on 
Lafayette Square housing the United States Court of 
Claims and the United States Court of Customs and Patent 
Appeals, there appears this quotation from Abraham 
Lincoln: 

‘It is as much the duty of Government to render 
prompt justice against itself, in favor of citizens, as 
it is to administer the same, between private 
individuals.”’ 
Would that those stirring words were blazoned across the 
entrance to every courthouse in the land! 


And so it is that the appellant comes to this Court not 
as a beggar with hat in hand, but with interests in com- 
mon with sovereign citizens of these United States, seek- 
ing what it sincerely regards as its rights under the cir- 
cumstances, viz., the aid of this Court in securing now, and 
in the first instance, that full and fair ‘‘trial’’ before the 
appropriate tribunal of the administrative agency that is 
guaranteed to it by the Congress—35 U.S.C. § 135(a)— 
and of which it has been deprived by means of arbitrary 
and capricious rulings of the administrative agency. 


It is of course true that this Court might possibly con- 
clude, after according a full hearing to appellant as in 
any other appeal, that there is no merit to appellant’s 
contentions. But it is respectfully submitted that in view 
of the great amount of time and effort that have been ex- 
pended by appellant in pursuing what in good faith it 
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conceives to be its rights, appellant is entitled to more 
than what seems to amount to a perfunctory or summary 
dismissal. Appellant respectfully submits that it is en- 
titled to a full hearing and a ‘‘reasoned opinion’’ from 
this Court in support of its judgment on the merits, what- 
ever that may be. 


On the reasoned opinion, this Court’s attention is re- 
spectfully invited to the following passage taken from ‘‘The 
Crisis in the Reasoned Opinion’’, by Piero Calamandrei, 
as reprinted in The Law as Literature, Simon and Schuster, 
New York 1960, pages 683 et seq.: 


“The major function of the reasoned opinion is an 
explanatory or, one might say, a pedagogical one. No 
longer content merely to command, to proclaim a sic 
volo, sic iubeo from his high bench, the judge descends 
to the level of the parties, and although still command- 
ing, seeks to impress them with the reasonableness of 
the command. The reasoned opinion is above all the 
justification of the decision and_as such it attempts 
to be as persuasive as it can. Ever sinee justice de- 
scended from heaven to earth and the idea gained 
ground that the judge is a human being and not a 
supernatural and infallible oracle to be adored, whose 
authority is beyond question, man has felt the need 
of a rational explanation to give validity to the word 
of the judge. And the reasoned opinion is precisely 
that part of the decision that serves to demonstrate the 
justice of the decision, and to persuade the losing party 
that the judgment against him was the inevitable con- 
clusion of a logical process and not the result of op- 
pressive and arbitrary improvisations. Even counsel 
for the losing party may find in the reasoned opinion 
the arguments that had previously escaped his atten- 
tion and that convince him of the error of the posi- 
tion he had sustained. In this way losing a case after 
coming to the conclusion that it was justly lost is 
almost as satisfying as winning a case when we are 
convineed that the right is on our side.’’ (loc. cit., 
pp. 683-4). [Emphasis added] 


This is by no means a new concept. It was expressed 
more pithily—and perhaps even better—some 3500 years 
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ago in the following excerpt from: the instructions given 


by the pharaoh ‘Tuthmosis ILL to his Vizier functioning 


us is chief legal offter: 


“When a petitioner comes from Upper or Lower 
Egypt you must look theroughly into his case and act 
itt Sud ke a oway that he has his rights. ... Do not send 
wway any petitioner unheard and do not brusquely re- 
feet what he says, Lf you refuse him, let him know 
chy you refuse him. A man with a grievance likes 
his tale of woe to be heard sympathe stically even more 
than he wants it put right."* (Hmph: isis added) [from 
page 49 of trctent eu by J. E. Manchip White, 
Thomas Y. Crowell Co.. New York 1953] 


Good advice then. Still good advice some three thousand 
five hundred vears later! 


Appellant will make no attempt to once again state or 
restate its case since the best statement of which appellant 
is eapable is already before the Court in the form of 
appe Hant’s printed briefs and the typewritten Motion for 
Stay Pending Appeal (with supporting Brief). Appel- 
lant’s dire plight. nclading the reasons why the interven- 
tion of this Court now* and not at some later time is 
critical, is fully described in the main Brief at pages 3-8, 
as supplemented by the summary of the post-appeal events 
as indicated on pages 6-7 of its typewritten Motion for 
Stay. It is respectfully requested that the factual back- 
ground given at the places indicated be regarded as in- 
corporated herein by reference for the sake of brevity. 


ssppellant is not unmindful that this Court cited Sikora 

. Brenner . App. D.C. —, 379 F. 2d 134, in its 
Heys of Seprsviber’ 6, 1967, but it completely escapes ap- 
pellant’s comprehension how Sikora can be regarded as 
supporting the Court’s threatened dismissal of this appeal 
when Sikora shows on its face that this Court there granted 
the very kind of relief here sought! Was the Court per- 


* The key word in the quotation from Abraham Lincoln, supra, is ‘‘ prompt’’. 
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haps been misled by overlooking the fact that although 
in form the appeal involved in Stkora wax from a final 
judgment in a 35 U.S.C. £145 action, the relief actually 
granted by this Court was in respect of claims not actually 
before the District Court—and therefore not really before 
this Court—because the Patent Office had refused to enter 
them? This Court has already made it clear that ordi- 
narily (ie, with the possible exception of abuse-of-discre- 
tion situations) it will not consider the merits of claims 
not entered by the Patent Office. See the Cherry-Burrell 
Corporation and Gilbert et al. cases, both cited on page 7 
of appellant’s Reply Brief. 


In other words, as to the only claims as to which relief 
was granted by this Court in the ex parte case of Sikora, 
the proceedings there were neither more interlocutory nor 
less interlocutory than are the proceedings to date in the 
present inter partes case. It follows, therefore, that in 
principle Sikora is ‘‘on all fours’’ with the present case. 


It certainly cannot be without significance that although 
Sikora was initially cited and chiefly relied upon by appel- 
lant (see page ii of appellant’s main brief as well as the 
index to appellant’s typewritten brief in support of its 
motion for stay) the Patent Office has not even deigned 
(dared?) to comment specifically on Sikora in either its 
Reply Brief or its opposition to appellant’s motion for 
stay. If the Patent Office really regarded Stkora as 
inapplicable, why did it refrain from saying so on the 
record? 


Finally, appellant would like to make it clear just ex- 
actly what, in its respectful submission, is at stake here. 
Appellant’s opponent in the interference [General Electric] 
is a very large corporation—one of the world’s largest, 
in fact. But appellant is a large corporation, too. There- 
fore it is not very likely that whatever the outcome of 
this appeal either company will be forced to the wall, nor 
yet will the heavens fall. However, to decree a more or 
less summary dismissal against appellant at this time 


~ 


b 


merely for the sake of what seems to appellant to be 
primarily a matter of expediency to help clear the Court’s 
docket, ean hardly be regarded as promoting the cause of 
justice or the appearance of justice. As the United States 
Court of Appeals for the First Cireuit said in the recent 
ease of Alamance Industries, Inc. et al. v. Filene’s, 291 
F. 24 142 at 146 (C.A. 1, 1961): 
“Courts exist to serve the parties, and not to serve 
themselves, or to present a record with respect to dis- 
patch of business. Complaints heard as to the law’s 
delays arise because the delay has injured litigants, 
not the courts. For the court to consider expedition 
for its own sake ‘regardless’ of the litigants is to 
emphasize secondary considerations over primary.’’ 


CONCLUSION 


It is respectfully submitted that this Court should give 
the appellant its full day in Court just like any other appel- 
lant, by vacating the threatened summary dismissal of the 


appeal and simultaneously setting the case down for an 
early hearing on the merits at its convenience. Such action 
at an early date is respectfully solicited. 


Respectfully submitted, 


Texas INSTRUMENTS INCORPORATED, 
Appellant 


By Exisworta H. Mosuer 
Ellsworth H. Mosher 
Of Counsel: Attorney for Appellant 


Samece, M. Mrs, Jr. 
Dallas, Texas 


Epwarp J. Consors, JR. 
Attleboro, Massachusetts 


Joux F. Wirnerspoox 
Washington, D. C. 


September 1967 


